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IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 3611-50 


Burgess Battery Company, a Corporation, 
Freeport, Illinois, 


Plaintiff 


v. 


John A. Marzall, Commissioner of Patents 
Washington, D. C. 


Defendant 


COMPLAINT FOR ISSUANCE OF TRADE-MARK 

REGISTRATION. 

[Filed August 19, 1950] 


1. This action arises under the Trade-Mark Laws of 

the United States, United States Code, Title 15, Section 
1071, is brought under Section 4915 of the Revised Stat¬ 
utes, United States Code, Title 35, Section 63, and is based 
upon the refusal of the defendant Commission of Patents 
to grant a certificate of registration to plaintiff for the 
trade-mark for which application for registration has 
been heretofore made. i 

2. Plaintiff, Burgess Battery Company, is a corpora¬ 
tion of the State of Delaware, having an office and place 
of business at Freeport, Illinois. 

3. Defendant, John A. Marzall, is the Commissioner 
of Patents of the United States, has his official residence 
in the District of Columbia, and is sued in his official 
capacity as Commissioner of Patents. 

[146] 4. In or about March, 1917, plaintiff’s predecessor, 
began to use its trade-mark for dry batteries and flash¬ 
light cases, said trade-mark being a design consisting of 
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Complaint for Issuance of Trade-Mark Registration. 

a series of parallel alternating dark and light stripes of 
approximately equal width. 

5. Said trade-mark and all rights therein and appur¬ 
tenant thereto were duly transferred to plaintiff and plain¬ 
tiff is now the sole and exclusive owner thereof. Profert 
of the instruments of assignment showing such owner¬ 
ship in plaintiff, duly recorded in the Patent Office is 
hereby made. Said trade-mark has been continuously used 
in commerce among the several states of the United 
States in connection with dry batteries and flashlight cases 
in the business of plaintiff and of plaintiff’s predecessors 
since March, 1917 and has never been abandoned. 

6. To the best of plaintiff’s knowledge and belief, no 
other person, firm, corporation or association has the 
right to use said trade-mark either in the identical form 
thereof or in such near resemblance thereto as might be 
calculated to deceive. 

7. Burgess Battery Company, a Delaware corpora¬ 
tion, predecessor of plaintiff herein, filed in the United 
States Patent Office an application for registration of 
said trade-mark under the Trade-Mark Act of 1946 on 
July 5, 1947, which application was given Serial No. 
541,790, and said application was filed and prosecuted in 
accordance with the Trade-Mark Laws of the United 
States, particularly said Trade-Mark Act of 1946, and 
in accordance with the rules of the Patent Office pursuant 
thereto. 

8. The Assistant Commissioner of Patents, in a de- 
[147] cision rendered on or about the 21st day of April, 
1950, refused to register said trade-mark to plaintiff, as will 
more fully and at large appear from a certified copy of 
the Patent Office proceedings ready in Court to be pro¬ 
duced. 
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Complaint for Issuance of Trade-Mark Registration. 

9. The defendant, John A. Marzall, Commissioner of 
Patents, by the aforesaid decision of the Assistant Com¬ 
missioner of Patents has refused and still refuses to 
grant Trade-Mark Registration of the United States on 
said application Serial No. 541,790. 

10. The said decision of the Assistant Commissioner 
of Patents was rendered within six months last past, and 
no appeal has been taken from said decision to the United 
States Court of Customs and Patent Appeals, and no such 
appeal is pending or has been decided. 

Wherefore, plaintiff prays that this Honorable Court 
adjudge and decree that plaintiff is entitled according to 
law to the registration of its trade-mark as applied for 
and that the Commissioner of Patents be authorized to 
register plaintiff’s said trade-mark and to issue to the 
plaintiff a certificate of registration of said trade-mark 
in due form in accordance wdth the Trade-Mark Laws of 
the United States and plaintiff’s application aforesaid, 
upon the filing in the United States Patent Office of a cer¬ 
tified copy of such adjudication, and upon compliance with 
the requirements of the law in such cases made and pro¬ 
vided, and for such other and further relief as the nature 
of the case may admit or require. 

Burgess Battery Company 
B y Clarence M. Fisher 
Clarence M. Fisher 
Attorney for Plaintiff 
National Press Building 
Washington, D. C. 

Howard H. Darbo 
A. Trevor Jones 
of Counsel 

20 North Wacker Drive, 

Chicago 6, Illinois. 
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ANSWER TO THE COMPLAINT. 

UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

Civil Action No. 3611-50 


Burgess Battery Company, 

Plaintiff 

v. 

John A. Marzall, Commissioner of Patents, 

Defendant 

E. L. Reynolds, Solicitor, 

United States Patent Office, 

Washington 25, D. C. 

Attorney for Defendant 


To the Honorable the Judges of the United States District 

Court for the District of Columbia. 

1, 2, 3. Defendant admits the allegations of paragraphs 
1, 2, and 3 of the complaint. 

4. He admits that plaintiff’s application here involved 
contained allegations corresponding to those of para¬ 
graph 4. He is otherwise uninformed as to the accuracy 
of the said allegations. 

5. He denies the allegations of the first two sentences 
of paragraph 5. He is not informed, except by the com- 
[149] plaint itself, as to the allegations contained in the 
last sentence of that paragraph. 

6. He denies the allegations of paragraph 6. 
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Answer to the Complaint. 

7, 8, 9, 10. He admits the allegations of paragraphs 
7, 8, 9, and 10. 

Further Answering, defendant states that the plaintiff 
is not entitled to the registration sought for the reasons 
given in the statement of the Examiner in answer to plain¬ 
tiff’s appeal and in the decision of the Assistant Commis¬ 
sioner. Profert of copies of said statement and decision 
is hereby made. 

Respectfully submitted, 

E. L. Reynolds 
Solicitor, U. S. Patent Office, 
Attorney for Defendant. 

August 25, 1950 

I hereby certify that a copy of the foregoing Answer 
To the Complaint was mailed today, August 25, 1950, to 
the attorney for plaintiff, Mr. Clarence M. Fisher, 834 
National Press Bldg., Washington 4, D. C. 

E. L. Reynolds 
Solicitor. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

Crvu. Action No. 3611-50 


Burgess Battery Company 

Plaintiff 

vs. 

John A. Marzall, Commissioner of Patents 

Defendant 

Plaintiff comes into Court for an adjudication authoriz¬ 
ing the registration of a design consisting of vertical al¬ 
ternate light and dark stripes of indefinite size and ex¬ 
tent, as a trade-mark for batteries on the principal reg¬ 
ister. On two prior occasions plaintiff endeavored to have 
registered this design. The registration was first refused 
by the Court of Customs and Patent Appeals in 1940. 1 
Later in 1944- an attempt was made to register a shield 
surrounded by these same alternating light and dark 
stripes. This endeavor was likewise unsuccessful. 2 

In refusing registration in the second case, the Court 
of Customs and Patent Appeals, inter alia, stated: 

“To hold that appellant’s mark is registrable with¬ 
out a disclaimer of the stripes would involve holding 
that the stripes possessed some trade-mark signifi¬ 
cance contrary to our holding in the case of In re 
Burgess Battery Company, supra. As we adhere to our 

1 In re Burgess Battery Co., 112 F. (2d) 820 (1940). 

2 Application of Burgess Battery Co n 142 F. (2d) 466, 467 (1944). 
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Opinion. 

holding in said case, it follows that the decision ap¬ 
pealed from should be affirmed.” 

Subsequent to the second Burgess case in the Court of 
Customs and Patent Appeals, Congress enacted the Trade- 
Mark Act of 1946 (15 U.S.C.A. §1051-1127). The 1946 
Trade-Mark Act, also known as the Lanham Act, was 
enacted for the purpose of codifying, modernizing and 
[151] improving the trade-mark statutes of the United 
States. Among other things this Act liberalized the regis¬ 
tration of certain trade-marks. Section 2(f) of the Lanham 
Act (15 U.S.C.A. §1052) permits the registration of a mark 
used by the applicant which has become distinctive of 
the applicant’s goods in commerce. 

It is plaintiff’s position that its design has acquired 
a secondary meaning so as to entitle it to registration 
under §2(f) of the Lanham Act, $upra. z 

Defendant asserts that plaintiff endeavors here to re¬ 
litigate what the Court of Customs and Patent Appeals 
decided on two occasions adversely to it and that in any 
event the design is not a trade-mark, registrable under 
the Lanham Act. 

I have reached the conclusion that the issue presented 
here is res judicata against plaintiff. On the two previous 
occasions plaintiff had its day in Court as to whether this 
stripes design is registrable as a trade-mark. Unless 
the Lanham Act changes the previous concept of a trade¬ 
mark, plaintiff is estopped from again litigating this 
issue. But the Lanham Act embraces the same idea of a 
trade-mark which was expressed in the two Burgess cases, 

3 Section 2(f), Lanham Act states as follows: 

“Except as expressly excluded in subsections (a), (b), (c), and 
(d) of this section, nothing in this chapter shall prevent the regis¬ 
tration of a mark used by the applicant which has become distinctive 
of the applicant's goods in commerce.” 
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Opinion. 

supra, and which was clearly fixed by the decisions and 
texts at the time the Act was passed. 4 Section 2(f) of the 
1946 Act provides for the registration of a mark used by 
the applicant which has become distinctive of the appli- 
[152] cant’s goods in commerce. The word “mark” is 
defined in §45 of the Act as follows: 

“The term ‘mark’ includes any trade-mark, service 
mark, collective mark, or certification mark entitled 
to registration under this chapter, whether registered 
or not.” (15 U.S.C.A. §1127). 

It is not claimed here that the present design is a 
service mark, collective mark or certification mark—there¬ 
fore, unless it can be held to be a trade-mark within the 
meaning of the 1946 Act it cannot be registered on the 
principal register. Section 45 of the 1946 Trade-Mark 
Act defines a trade-mark as including “any word, name, 
symbol or device or any combination thereof adopted and 
used by a manufacturer or merchant to identify his goods 
and distinguish them from those manufactured or sold 
by others.” This is almost identical with the conception 
of a trade-mark as it was considered in the Burgess cases. 

In the first Burgess case the Court held as follows: 

“We think • • • that appellant’s design is merely 
a colored label or dress of black and white alternat¬ 
ing stripes, the office of which (design) is not to point 
out distinctly the origin or ownership of the articles 
to which the label is affixed. ’ ’ 1 

If plaintiff’s design “is not to point out distinctly the 
origin and ownership of the articles”, as held in the 

4 In re Burgess Battery Co., supra. 

Application of Burgess Battery Co., supra. 

McLean v. Fleming, 96 U. S. 246, 254. 

Nims, Law of Unfair Competition, 4th Ed. (1947), p. 514. 

Robert, New Trade-mark Manual, p. 4, 5. 

Derenberg, The Lanham Trade-Mark Act, 38 T.M.R., 833. 

6 In re Burgess Battery Co, supra, p. 822. 
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Burgess case, then the same design does not identify the 
articles and distinguish them from others as required 
under the definition of a trade-mark in the 1946 Act. In 
each of the Burgess cases the Court clearly held that the 
stripes design was not and could not be a trade-mark. In 
the second case the Court stated that “stripes which are 
a mere dress of the goods can have no trade-mark sig¬ 
nificance.’ ’ Thus, the design in the instant case was not 
a trade-mark in 1944 when the second case was decided. 
Because the 1946 Act did not give a new meaning to a 
trade-mark, the design cannot be considered a trade-mark 
now; hence the issue has been adjudicated by the pre- 
[153] vious decisions. 

However, assuming arguendo, that res judicata does 
not bar plaintiff in this case, it seems clear that the de¬ 
sign in question is merely the dress of the goods and is 
inherently incapable of acquiring the status of a trade¬ 
mark under the 1946 Act. 

Registration of a particular package or dress of goods 
on the principal register does not seem to be contemplated. 
This conclusion is fortified when one considers that §23, 
relating to the supplemental register contains a special 
definition of mark which includes “label, package, con¬ 
figuration of goods, etc.” The omission of reference to 
labels or dress of goods in connection with the principal 
register and the inclusion thereof on the supplemental 
register would seem to indicate an intention to confine 
such matters to the supplemental register. The text writ¬ 
ers since the 1946 Act have confirmed this conclusion.® 
While no Court decision has been cited or found on the 

« DerenberR, Second Year of Administration of the Lanham Act, 39 
T.M.R., 657, 658. 

Nims, op. cit., p. 331. 

Amdur, Trade-Mark Law & Practice, p. 40. 
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effect of the 1946 Act to the point here in issue, the case 
of Campbell Soup Co. v. Armour, 175 F. (2d) 795, de¬ 
cided since the Act was passed is helpful. The Court 
there held “the mere division of label into two back¬ 
ground colors, as in this case, is not, however, distinct 
or arbitrary.” The District Court decision, 81 Fed. Supp. 
114, which was affirmed on appeal pointed out that “red 
and white banding is mere tasty dress and cannot be mon¬ 
opolized. ’ ’ 7 


The Court concludes therefore that the prior holdings 
of the Court of Customs and Patent Appeals are res 
[154] judicata against the right of plaintiff to register its 
design and that, in any event, the stripes design in the 
instant case does not and inherently cannot have any 
trade-mark significance but is merely ornamental dress of 
the battery. 


Findings of Fact and Conclusions of Law may be pre¬ 
pared consistent herewith. 

Luther W. Youngdahl 

Judge 

December 20, 1951 


7 See also Life Savers Coro. v. Curtis Candy Co., 182 F. (2d) 4 (CA 7, 
1950). 



- 11 - 

FINDINGS OF FACT AND CONCLUSIONS OF LAW. 

[155] 

UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

Civil Action No. 3611-50 


Burgess Battery Company, 

Plaintiff 

v. 

John A. Marzall, Commissioner of Patents, 

Defendant 

FINDINGS OF FACT. 


1. This is an action under R. S. 4915 (U.S.C., Title 
35, sec. 63) in which the plaintiff, Burgess Battery Com¬ 
pany, sought to have the Court authorize the registration 
of a series of alternating vertical black and white stripes, 
of unspecified extent, as a trade-mark for batteries, on 
the Principal Register, under section 2(f) of the Trade- 
Mark Act of 1946. 

2. The evidence shows that, as ordinarily used, the 
stripes cover the greater part of the entire side area of 
the batteries to which they are applied. 

3. In a decision reported in 112 F. 2d 820, the United 
States Court of Customs and Patent Appeals held that 
the identical design here sought to be registered was not 
a trade-mark and could not be registered as such; and 
in a second decision reported in 142 F. 2d 466, the same 
[156] court held that an alleged trade-mark consisting of 
a shield design surrounded by alternating stripes could 
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Findings of Fact and Conclusions of Law. 

not be registered unless the stripes were disclaimed. Both 
cases were decided under the Trade-Mark Act of 1905. 

4. The evidence establishes that the plaintiff has used 
black and white stripes around the sides of almost, but 
not quite, all of its batteries for more than thirty years, 
that such use has been continuous and substantially ex¬ 
clusive, and that the name “Burgess” is also promin¬ 
ently displayed upon the batteries. It further establishes 
that at least a substantial portion of the trade, includ¬ 
ing many competitors, jobbers and dealers, and a sub¬ 
stantial segment of the purchasing public, have come to 
associate said stripes design on batteries with plaintiff 
Burgess Battery Company so that they ordinarily as¬ 
sume, without necessarily looking at the name, that a bat¬ 
tery displaying said stripes design is made by plaintiff. 

5. Plaintiff’s stripes design is merely the dress of the 
batteries. 


CONCLUSIONS OF LAW. 

1. The 1946 Act did not give a new* meaning to the 
term “trade-mark”, as compared with the meaning given 
under the 1905 Act. 

2. The holding by the Court of Customs and Patent 
[157] Appeals that the design here sought to be regis¬ 
tered vras not a trade-mark is res judicata against the 
plaintiff. 

3. The marks which can be registered on the Principal 
Register under the 1946 Act are limited to trade-marks, 
service marks, collective marks, and certification marks. 

4. The omission of reference to labels or dress of 
goods in connection with the Principal Register and the 
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inclusion thereof on the Supplemental Register indicates 
an intention to confine such matters to the Supplemental 
Register. 

5. Plaintiff’s stripes design is inherently incapable 
of acquiring the status of a trade-mark under the 1946 
Act. 

6. Plaintiff is not entitled to register the design here 
involved on the Principal Register under the 1946 Act. 

7. The complaint should be dismissed. 


[158] 


Luther W. Youngdahl 
Judge. 


Judgment. 

This case came on to be heard at the last term and 
thereupon, upon consideration thereof, it is this 7th day 
of January, 1952 

Adjudged that the complaint be and it is hereby dis¬ 
missed with costs against the plaintiff. 

Luther W. Youngdahl 
Judge 

• • • 

[159] [Notice of Appeal filed March 7, 1952.] 

• • • 

[160] [Order extending time to docket appeal to June 5, 

1952, entered April 4, 1952.] 

• • • 

[179] [Order permitting withdrawal of original exhibits 
filed in behalf of Plaintiff and Defendant for use on appeal 
entered April 11,1952.] 
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AGREED STATEMENT UNDER FRCP 76. 


[161] 

IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 

Civil Action No. 3611-50 


Burgess Battery Company, 

Appellant, 


v. 

John A. Marzall, Commissioner of Patents, 

Appellee. 


The Nature of This Suit. 

Appellant brought this suit against the Commissioner 
of Patents in the District Court for an adjudication that 
appellant is entitled to the registration of its alleged 
trade-mark pursuant to application duly filed in the Pat¬ 
ent Office. Appellant’s application was rejected by the 
Patent Office, its complaint was dismissed by the District 
Court, and this appeal was duly filed. 

The complaint herein was filed pursuant to Sec. 4915, 
R. S. (35 U.S.C. 63) providing in part as follows: 

“Whenever a patent on application is refused * *, 
the applicant, # # may have remedy by bill in equity; 
* * and the court having cognizance thereof, * * may 
adjudge that such applicant is entitled, according to 
law, to receive a patent for his invention, * *. And 
such adjudication, if it be in favor of the right of the 
applicant, shall authorize the commissioner to issue 
such patent on the applicant filing in the Patent Of¬ 
fice a copy of the adjudication and otherwise comply¬ 
ing with the requirements of law.” 
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[162] coupled with the provisions of Sec. 21 of the Trade- 
Mark Act of 1946 (15 U.S.C. 1071), as follows: 

“Any applicant for registration of a mark, # * 
who is dissatisfied wuth the decision of the Commis¬ 
sioner may * * proceed under section 4915, Revised 
Statutes, as in the case of applicants for patents, 
under the same conditions, rules, and procedure as 
are prescribed in the case of patent appeals or pro¬ 
ceedings so far as they are applicable * 

The Alleged Trade-Mark. 

The alleged trade-mark is a design device consisting 
of a series of vertical alternating black and white stripes 
of approximately equal width. The mark is used by ap¬ 
pellant in connection with the sale in interstate and 
foreign commerce of dry batteries of its manufacture. 
Appellant’s batteries have a reputation for high quality. 

Appellant’s batteries are made in a wide variety of 
sizes and shapes, some having four flat sides and some 
being cylindrical. As ordinarily used, the stripes design 
is prominently displayed upon all sides of the batteries, 
covering the greater part but not all of the label sur¬ 
faces (see typical batteries, Plf. Exs. 1, 13-18; catalogs, 
Stip. Ex. 33 of Plf. Ex. 7-A, Plf. Exs. 12, 35). Borders on 
the tops and bottoms of the battery labels confine the 
striped areas to the space between the horizontal lines 
of these borders. 

Some of the side panels of some of the rectangular 
batteries present rectangular areas of uninterrupted 
stripes, while other sides include a shield device or a 
rectangular panel more or less centrally located in the 
striped area. Some batteries being larger than others, the 
lengths of the stripes may differ for different batteries 
and the number of stripes appearing on the side of a 

[163] battery will depend upon the width of the side or 
the perimeter of the battery. 
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As portrayed in the drawing filed with the application 
to register (Plf. Ex. 4), the stripes design claimed by 
appellant to be its trade-mark covers a rectangular area. 

During or prior to the year 1917, C. F. Burgess Lab¬ 
oratories, Inc. adopted and prominently displayed the 
black and white stripes design on the labels of the dry 
batteries manufactured and marketed by said C. F. Bur¬ 
gess Laboratories, Inc. The entire dry battery business 
of said C. F. Burgess Laboratories, Inc., including all 
good will and trade-marks pertinent thereto and all 
its rights, title and interest in the stripes design, were 
transferred to the Burgess Battery Company organized 
in March, 1917. Such rights, title and interest now reside 
in appellant. 

At the time of the adoption of the stripes design for 
use on dry batteries by appellant’s predecessor, no other 
manufacturer or vendor of goods in the same class as dry 
batteries was using or had used the stripes design on 
such goods. The black and wdiite stripes design has been 
continuously used by appellant and its predecessors since 
the inception of such use in or prior to 1917 on batteries 
distributed nationally and internationally, and the alleged 
trade-mark is currently being used by appellant on bat¬ 
teries sold throughout the United States and exported to 
foreign countries. The design has been and is being ex¬ 
tensively advertised as the insignia of appellant. 

Stripes designs are commonly used on articles other 
than dry batteries; as, for example, on a package con¬ 
taining shaving cream and on candy and bread wrappers. 

[164] Use of the stripes design on dry batteries has been 
substantially limited to use by appellant exclusively. The 
name “Burgess” is also prominently displayed upon the 
batteries. 
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Applications to Register Trade-Mark. 

Appellant’s application to register the stripes design 
device as its trade-mark was filed on July 5, 1947, under 
the provisions of Sec. 2(f) of the Trade-Mark Act of 
1946 (U.S.C. Title 15, Chap. 22). Provisions of the Trade- 
Mark Act of 1946 which may be pertinent to the issues 
herein include the following: 

“Sec. 1: The owmer of a trade-mark used in com¬ 
merce may register his trade-mark under this Act 
on the principal register hereby established: * # 

“Sec. 2: No trade-mark by which the goods of 
the applicant may be distinguished from the goods of 
others shall be refused registration on the principal 
register on account of its nature unless it—(specify¬ 
ing particular subjects of exclusion (a), (b), (c) and 
(d) not here pertinent). 

(f): Except as expressly excluded in paragraphs 
(a), (b), (c) and (d) of this section, nothing herein 
shall prevent the registration of a mark used by the 
applicant which has become distinctive of the appli¬ 
cant’s goods in commerce. 

“Sec. 23: Nature of mark. For the purposes of 
registration on the supplemental register, a mark may 
consist of any trade-mark, symbol, label, package, 
configuration of goods, name, word, slogan, phrase, 
surname, geographical name, numeral, or device or 
any combination of any of the foregoing, but such 
mark must be capable of distinguishing the appli¬ 
cant’s goods or services. 

“Sec. 45: Trade-Mark. The term ‘trade-mark’ in¬ 
cludes any word, name, symbol, or device or any 
combination thereof adopted and used by a manu¬ 
facturer or merchant to identify his goods and dis¬ 
tinguish them from those manufactured or sold by 
others. 
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[165] “Sec. 45: Mark. The term ‘mark’ includes any 
trade-mark service mark, collective mark, or certifica¬ 
tion mark entitled to registration under this Act, 
whether registered or not.” 

Appellant had, in 193S, applied for registration of the 

stripes device under the Act of 1905 then in force and 

* 

governing the registration of trade-marks. That applica¬ 
tion was refused, which refusal was affirmed by the United 
States Court of Customs and Patent Appeals, In re Bur¬ 
gess Battery Company, 112 F. 2d 820. Thereafter, in 
1940, appellant applied for registration under the Act of 
1905 of a design consisting of a shield or medallion sur¬ 
rounded by an area of vertical black and white stripes. 
That application, as presented, was also finally rejected, 
In re Burgess Battery Company, 142 F. 2d 466. 

Provisions of the Act of 1905 (U.S.C. Title 15, Chap. 3) 
which may be pertinent to the issues herein include the 
following: 

“Sec. 1. • • the owner of a trade-mark used in 

commerce * # may obtain registration for such trade¬ 
mark by complying with the following require¬ 
ments: * * 

“Sec. 5. # * Provided, that no mark w’hich con¬ 
sists merely # # in w’ords or devices wdiich are de¬ 
scriptive of the goods writh which they are used * # 
shall be registered under the terms of this 1 Act # *: 
And provided further, that nothing herein shall pre¬ 
vent the registration of any mark used by the appli¬ 
cant or his predecessors, or by those from whom title 
to the mark is derived, # # wdiich was in actual and 
exclusive use as a trade-mark of the applicant * * 
for ten years next preceding February twentieth, 
nineteen hundred and five. 

“Sec. 29. * * The term ‘trade-mark’ includes any 

mark which is entitled to registration under the terms 
of this Act, and whether registered or not * 
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[166] 

Manner And Extent Of Use 
Of Mark In Commerce. 

It was the opinion of Charles F. Burgess, founder of 
C. F. Burgess Laboratories, Inc., Chairman of Burgess 
Battery Company and now deceased, that the stripes de¬ 
sign represented good will of great value to appellant. 

It was and is the intention of appellant that the stripes 
design shall be taken by the trade and the consumnig pub¬ 
lic as an indication of the origin of its batteries, and the 
advertising materials and the sales policies of the ap¬ 
pellant are calculated to bring about such recognition 
based upon the stripes design. It is the policy and prac¬ 
tice of appellant to give prominence to the black and white 
stripes in substantially all of its promotional material and 
advertising. 

The means whereby appellant hais executed these policies 
are exemplified by the exhibits and include the following: 

(1) By prominently displaying the stripes design upon 
the labels of almost all of the batteries manufactured and 
sold by it and its predecessors since prior to 1917. Limited 
exceptions included hearing aid batteries made for a 
limited period which carried the name “Burgess” with¬ 
out the stripes design. Appellant’s advertising manager 
testified that subdued labels were demanded by self con¬ 
sciousness of the hard of hearing and that these labels 
were replaced by labels with the stripes design (e.g. Plf. 
Ex. 15) when provision was made for covers for the 
batteries during use by the wearers of hearing aids. 
Also, the stripes design was not used on certain lines of 
second-quality batteries made for limited periods. 

[167] The manner in which the alleged design trade-mark 
has been and is being used upon the labels of the batteries 
is exemplified by the typical batteries in evidence (Plf. 
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Exs. 1 and 13-18) and by the batteries illustrated in ap¬ 
pellant's catalogs (Stip. Ex. 33 of Plf. Ex. 7-A; Plf. 
Exs. 12, 35). Appellant i£ one of the five largest manu¬ 
facturers of dry batteries in the United States and offers 
a full line of approximately 150 standard types of bat¬ 
teries. Appellant’s annual sales range from approxi¬ 
mately $8,000,000.00 in 1926 to a low of approximately 
$2,500,000.00 in 1933 and were about $11,500,000.00 in 1951 
(Schedule, Plf. Ex. 10). More than 20,000,000 individual 
batteries are being shipped each year by appellant into 
the channels of commerce for distribution throughout the 
United States and foreign countries. It is general prac¬ 
tice for both retailers and wholesalers to arrange a bat¬ 
tery display somewhere in the forward areas of their 
stores so that the batteries may be seen by customers. 

(2) By use of space advertising in national magazines, 
trade magazines, and industrial books and in foreign pub¬ 
lications. The purpose of the advertising is to acquaint 
ultimate users with Burgess batteries, the identifying 
marks of Burgess batteries, and the quality that they rep¬ 
resent. Appellant considers both the name “Burgess” 
and the black and white stripes design to be its trade¬ 
marks used to identify its' batteries as products of Burgess 
Battery Company. 

Approximately 65% of the advertising budget of ap¬ 
pellant is spent on space advertising. Advertising ex¬ 
penditures range from a high of approximately $360,- 
[168] 000.00 in 1927 to a low of about $50,000.00 in 1935 
and amounted to about $160,000.00 in 1950 (Schedule, Plf. 
Ex. 20). Advertisements of appellant’s batteries have ap¬ 
peared in some eighty different magazines published in 
this country (List, Plf. Ex. 28). 

Typical advertisements covering the entire period from 
1917 to date are in evidence (Plf. Exs. 7-A, 29, 30). Al- 
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most without exception, appellant’s advertisements dis¬ 
play a product bearing the black and white stripes or 
otherwise display the stripes design and also bear the 
name ‘‘Burgess”. 

(3) By means of catalogs (Plf. Exs. 12, 35; Stip. Ex. 
33 of Plf. Ex. 7-A) and circulars such as folders and 
circulars used as mailing pieces (e.g., Plf. Ex. 7-A, Stip. 
Exs. 10, 11, 12; Plf. Exs. 31, 34. Note: Underscoring in 
Plf. Ex. 7-A did not appear on originals, but had been 
supplied by attorneys for appellant.) 

(4) By means of banners and counter cards furnished 
by appellant for display in stores selling its batteries. 
Typical banners and counter cards are in evidence (Plf. 
Exs. 21-27). 

i 

(5) By prominently displaying the stripes design at 
trade shows (Plf. Ex. 36) and upon the fronts of build¬ 
ings occupied by appellant’s plants (Plf. Ex. 37). 

(6) By means of slogans referring to the stripes de¬ 
sign. The slogans “Recognized by Their Stripes, Re¬ 
membered by Their Service” and “Look for the Black and 
White Stripes” were filed with the United States Trade- 
Mark Association and published in the Bulletin of the 
United States Trade-Mark Association in 1929. This As¬ 
sociation issued certificates of filing of these slogans (Plf. 
[169] Ex. 8, Stip. Exs. 34, 35 of Plf. Ex. 8). The slogan 
“Recognized by Their Stripes—Remembered by Their 
Service” has been registered in the United States Patent 
Office upon the supplemental register under the Trade- 
Mark Act of 1946 (Plf. Ex. 9). 

(7) By the use of various “gimmicks”. Figures em¬ 
ployed in the promotion of the stripes design include the 
fanciful character, “Mr. Stripes” (Stip. Ex. 9 of Plf. 
Ex. 7-A), a prisoner in a striped prison suit (Stip. Ex. 
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11a of Plf. Ex. 7-A), a boy in striped pajamas (Plf. Ex. 
22) and a fanciful figure of a zebra (Plf. Exs. 12, 36). 

Further publicity iis 1 given to the stripes design on ap¬ 
pellant’s batteries by news articles including pictures 
showing batteries with black and white striped labels. 
This is referred to by appellant’s advertising manager as 
“free publicity”. Batteries recognizable as such and 
carrying the black and white stripes design upon their 
labels but being otherwise unidentifiable as to the origin 
of manufacture of the battery, frequently appear in con¬ 
nection wdth electronic apparatus, search lights, etc., il¬ 
lustrated in technical papers and news articles. Typical 
illustrations of such “free publicity” are in evidence (Plf. 
Ex. 32). Several dealer and consumer witnesses testified 
that they recognized batteries in such pictures as those 
of appellant’s manufacture although the name “Burgess” 
was not legible. The employee of a New York press 
clipping service testified that he clipped and sent to ap¬ 
pellant news articles including illustrations of dry bat¬ 
teries on instructions to clip any and all items on Burgess 
or Burgess Battery Company, the batteries being rec¬ 
ognized as Burgess batteries by the witness because of 
the black and white stripes design upon their labels (Plf. 
Exs. 3-A, 3-D). No reference had been made to the black 
and white stripes design in instructions from appellant 
to the clipping service. 

[170] Plaintiff’s Exhibit 7-A (Stip. Exs. 1-33) contains an 
early label and a few selected typical printed pieces show¬ 
ing the stripes design or calling attention of the public 
thereto. This collection represents only a very small 
part of the advertising done by appellant during the 
period 1916 to 1939. Each item of this exhibit was pub¬ 
lished or used on the date or year as follows: 
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Ex. 1. First label bearing stripes, 1916 

2. Early advertisement, March 10, 1917 

3. Page of bulletin, October, 1917 

4. Letter from Sales Manager to all battery 
salesmen, April 15, 1920 

5. Envelope stuffer, 1920 

6. Electro used by dealers for local ad¬ 
vertising—1920 

7. Advertisement in Baraboo News, June, 

1921 

8. Advertisement in Radio Magazine, July, 

1922 

9. Device on address side of folded mailing 

circular, 1922 

10. Address side of folded mailing circular, 
1922 

11. Circular used by Canadian branch, 1922 

12. Circular used by Canadian branch, 1922 

13. Portion of advertising folder, 1923 

14. Advertisement in Chicago Tribune, Nov¬ 
ember 19, 1926 

15. Advertisement in New Zealand Maga¬ 
zine, September 3, 1927 

16. Advertisement in Saturday Evening 
Post, March 17, 1928 

17. Australian advertisement, June 23, 1928 

18. Advertisement in Cappers Farmer, Nov¬ 
ember, 1931 

19. Advertisement in QST Magazine, March, 
1932 

20. Page from Telephony Magazine, Jan¬ 
uary, 1927 

21a, 21b, 21c. Pages from QST Magazine, 
July, 1932 

22. Advertisement in QST Magazine, Feb¬ 
ruary, 1933 

23. Advertisement in Hardware Retailer 
Magazine, February, 1934 
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24. 

Advertisement in QST Magazine, May, 
1934 

25. 

Advertisement in Radio Journal, Sep¬ 
tember, 1934 

26. 

Advertisement in Hardware Retailer, 
1934 

27. 

Advertisement in Honolulu Star-Bulle¬ 
tin, February, 1935 

28. 

Advertisement in QST Magazine, Nov¬ 
ember, 1935 

29. 

Advertisement in QST Magazine, Jan¬ 
uary, 1936 

30. 

Printed panel on packing cases, Can¬ 
adian Branch 

31. 

Advertisement in National Police Re¬ 
view’ (Canadian), October, 1937 

32. 

Sheet from Industrial Catalog, 1938 

33. 

Catalog, 1938 

[171] 


Recognition of Mark by Trade and Public; 


Distinctiveness. 

At least a substantial portion of the trade, including 
many competitors, jobbers and dealers, and a substantial 
segment of the purchasing public have come to associate 


the stripes design on batteries with appellant Burgess 
Battery Company so that they ordinarily assume, without 
necessarily looking at the name, that a battery displaying 
the stripes design is made by appellant (Finding 4). 

For the purpose of proving that the trade and the pur¬ 
chasing public recognize and identify appellant’s batteries 
as such by virtue of the stripes design and that this de¬ 
sign is, in fact, relied upon to distinguish appellant’s bat¬ 
teries from those of its competitors, the testimony of 69 
witnesses has been placed in evidence. The testimony of 
only 10 was taken in open court, that of the other 59 
witnesses being offered in deposition form (Plf. Exs. 40- 
44). Witnesses testifying in open court included execu- 
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tives of two battery manufacturers competitive with ap¬ 
pellant, Edwin Pugsley and Abraham Barash; a battery 
wholesaler, Leslie C. Rucker; a battery retailer, Earl 
Lewis McGrew- three consumers, Fred W. Albertson, War¬ 
ren M. Andrew, and J. William Bennett; an employee of a 
New York press clipping service, Edw r ard Haupt; manager 
of the export sales of appellant’s batteries, Adolph Tor¬ 
res ; and the assistant sales manager and advertising man¬ 
ager of appellant, Charles E. Balz. 


All of the 59 witnesses wdiose testimony was taken in 
behalf of appellant by deposition prior to the trial were 
subjected to cross examination in behalf of appellee. 
These depositions w’ere taken at Chicago, Illinois; Madison 
and Milwaukee, Wisconsin; Knoxville and Nashville, Ten- 
[172] nessee. The -witnesses represented a variety of seg¬ 
ments of the dry battery trade and battery consumers, in¬ 
cluding the following: I 

Chicago 
Chicago 
Chicago 
Chicago 
Madison 
Madison 
Milwaukee 
Milwaukee 
Milwaukee 
Milwaukee 
Milwaukee 

John Alexander Gettman Knoxville 


Distributor Electronic Parts 


Harry Katz 
Walter Thomison 
John P. Lizars 
Frank L. Jaske 
Alvis W. Satterfield 
Ferrel Smith 
Ernest W. Utech 
Robert Kreuger 
Edward J. Siegel 
Collins R. Bocner 
Charles M. Brown 


Retail Hardware 


Retail Radio Sales and 
Service 


Leo Frank Lange 
N. J. Huettl 
Herbert C. Schenk 
Bert W. Walz 
John P. Gurda 
Charles D. Anderson 
Ben J. Lang 
Mrs. Neva Lynch 
James Roy Lynch 
James M. Spangler 
Albert R. Simpson 
Robert T. Lee, Jr. 

C. E. Ball 
James B. Smith 
Robert R. Gibson 
Alva S. Pate 
A. M. Nicholson 


Madison 

Madison 

Madison 

Madison 

Milwaukee 

Nashville 

Madison 

Knoxville 

Knoxville 

Knoxville 

Knoxville 

Knoxville 

Nashville 

Nashville 

Nashville 

Nashville 

Nashville 
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Radio Amateur 

Emerson G. Squires 
William E. Daly 

Leo Frank Obog 

Robert E. Troxel 

Eric R. Mildebrath 

John Scarvaci 

Charles C. Dawson 

Ralph Oscar Koenig 

H. Charles Kaetel 

Glenn Hatcher 

Chicago 

Chicago 

Chicago 

Chicago 

Milwaukee 

Milwaukee 

Milwaukee 

Milwaukee 

Milwaukee 

Knoxville 

Development Engineer 

William E. Daly 

Leo Frank Obog 

Robert E. Troxel 

Chicago 

Chicago 

Chicago 

Electronic Tube Sales 

Engineer 

Richard A. Bachhuber 

Chicago 

Television Engineer 

Emerson G. Squires 

Chicago 

Electrical Engineer 

Wilfred C. Howe 

Chicago 

Chief Engineer Radio Station 

W. Mervin Greely 

Madison 

[173] Research Engineer 

J. Travis Baird 

Milwaukee 

Electrical Contractor 

Henry M. Moses 

L. P. Self 

Knoxville 

Knoxville 

Electrical Repair Service 

G. N. McNutt 

Knoxville 

Retail Radio and Appliance 
Sales and Service 

James Christie Putnam 

Knoxville 

Radio Serviceman 

Woodley C. Blackwell 

Milwaukee 

Automotive Sales and Service 

Simon C. Schaefer 

Milwaukee 

Retail Radio 

Leo Lansky 

Milwaukee 

Radio Engineer 

H. Charles Kaetel 

Milwaukee 

Burgess Battery Salesman 

Marshall P. Wilson 

Milwaukee 

Former Burgess Salesman 

Walter J. Barron 

Dan J. Rudat 

Chicago 

Chicago 

Chief Instructor, 

Radio & Television School 

Andrew N. Archie 

Nashville 

Gasoline Service Station 

Ralph E. Moore 

Madison 

Distributor Model and 

Hobby Merchandise 

Marzell M. Trost 

Chicago 

Distributor Hearing Aids 

Lawrence Dare Moungey 

Milwaukee 

Competitive Dry Battery 
Manufacturer 

Edgar Janes McEachron 

Madison 

Department Store 

S. Dorris Chewning 

Nashville 

Radio and Electrical Repair 

Glenn Hatcher 

Knoxville 


With reference to these pre-trial deposition witnesses, 
the parties have stipulated that “the several witnesses 
are typical and representative of the trade or consumer 
group or class of which he purports to be part; the testi¬ 
mony of such witnesses is typical and representative of 
the testimony of all members of said groups or classes 
and if additional witnesses from any of said groups or 
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classes and any geographical location within the United 
States were called, the testimony of such additional wit¬ 
nesses would be substantially to the same effect as that of 
the witnesses whose depositions have been taken.” 

[174] The purposes and effect of the testimony of the de¬ 
position witnesses is indicated by the following brief sum¬ 
mary and quotations: 

Witnesses’ knowledge Based on from 5 to 50 years 


Means for identifying Bur¬ 
gess batteries 


Extent to which stripes re¬ 
lied upon for identifica¬ 
tion 


familiarity with batteries, 
Burgess and competitive, as 
manufacturer, dealer and 
consumer. ; 

49 witnesses identify Bur¬ 
gess batteries “By the black 
and white stripes” as well 
as by the name “Burgess”. 
10 included red-colored ele¬ 
ment of label with stripes 
design, most indicating fur¬ 
ther that stripes alone 
would identify. One wit¬ 
ness, a student and amateur 
radio operator, stated that 
the stripes design without 
the red top border would 
not identify a Burgess bat¬ 
tery, but this witness had 
never seen a battery having 
a stripes design which was 
not a Burgess battery. 

With one or two possible 
exceptions, all witnesses 
stated that they regarded 
the stripes deisign as posi¬ 
tive identification of Bur¬ 
gess batteries; those asked 
said that the name “Bur¬ 
gess” would also identify 
the batteries. 
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Meaning to witness of 
stripes design on battery 


Function of stripes design 
on dry battery 


Ornamentation function of 
stripes design 


Exclusiveness of use of 
stripes design by Burgess 


[175] Burgess batteries 
highest quality 

Definitive nature of stripes 
design 


Most of the witnesses were 
asked as to the meaning 
of the stripes design on a 
battery to him, and almost 
all stated that it meant 
Burgess batteries. 

The general purport of 
the deposition testimony 
was that a prime function 
of the stripes design on 
batteries was identification. 
Some, on cross examination, 
agreed that the stripes de¬ 
sign was also ornamental. 

The stripes design contrib¬ 
utes to a pleasing appear¬ 
ance of the batteries and 
one witness testified that 
this pleasing appearance 
helps to sell the batteries. 

Almost all witnesses stated 
they never saw a competi¬ 
tive battery with striped 
label; few had vague recol¬ 
lection of non-B urgess 
striped battery. 

Burgess batteries enjoy a 
reputation of highest qual¬ 
ity in the trade and with 
users. 

Only some of those wit¬ 
nesses who stated they 
could recognize competitive 
batteries by label appear¬ 
ance could describe with 
any accuracy those labels; 
all had stripes design clear¬ 
ly in mind. The stripes de¬ 
sign was easy to remember. 
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Electrical output of bat¬ 
teries important in pur¬ 
chasing replacements 


Reaction to stripes design 
when battery with 6-tripes 
design first seen 


Function of name “Bur¬ 
gess” in identification of 
batteries 


Meaning of stripes design 
on products other than 
batteries 


Most users of dry batteries, 
particularly the more ex¬ 
pensive batteries, are aware 
of differences in quality and 
are interested in purchas¬ 
ing the better batteries. 

Most witnesses could not 
recall any reaction. Some 
thought it was ornamental; 
some assumed it was used 
to identify Burgess batter¬ 
ies as such. 

The stripes design when 
seen for first time did not 
of itself identify a Burgess 
battery as such; the name 
“Burgess” did. Once the 
stripes design was asso¬ 
ciated with Burgess, the de¬ 
sign alone was sufficient to 
identify the batteries as 
Burgess batteries. 

Those witnesses who were 
asked whether a stripes de¬ 
sign on the carton of a tube 
of shaving cream, on awn¬ 
ings, shirts, etc. meant to 
them that these products 
were made by Burgess Bat^ 
tery Company answered in 
the negative and stated that 
they had never associated 
Burgess with any such 
products. 


Ancillary Evidence. 

Appellant’s alleged trade-mark has been registered in 
Canada (Plf. Ex. 46). 

Under date of January 16, 1951, the United States 
Patent Office registered to Minnesota Mining & Manu- 
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facturing Company its trade-mark consisting of a rec- 

[176] tangular area of Scotch plaid. This registration, 
No. 536,3S1, and the Patent Office file relating thereto were 
referred to by appellant during the trial of the instant 
proceeding and a certified copy of the Patent Office file 
was submitted as a part of appellant’s trial brief. 

• • • 

[177] [Statement of Points Relied upon by Appellant, in¬ 
cluded in Agreed Statement, is printed in Appellant’s 
Brief.] 

[178] Clarence M. Fisher, 

Attorney for Appellant, 
Burgess Battery Company 

E. L. Reynolds, 

E. L. Reynolds, 

Solicitor, U. S. Patent Office 
Attorney for Appellee, 

John A. Marzall, Commis¬ 
sioner of Patents 

Approved: 

Luther W. Youngdahl 
United States District Judge 
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STIPULATED EXHIBIT NO. 1 


BURGESS 

BATTERY 

I! . '• 

LONG LIFE FOR 
TELEPHONE 
AND SIGNAL 
SERVICE 

made by 

C.F.BURGESS 

o UB 0 RUoR]E5 

N > ^ ” 

MADISO* '•iSiClSl* 

, \ 


BEST COPY AVAILABLE 

i 

from the original bound volume 























• 1 vf * 


taiiil 


Jf 


'iti 


We carry a complete stock of standard sizes of Flashlight Cases. 

PROMPT SHIPPING SERVICE 


rum <»ur plant at Madison. 

we can >hip order-* tor 
number of barrels within 
jmurs. ( Kach barrel con- 
[s 125 cells. Packed in Fi¬ 
ns Mats. Xo dirt— or tire 
ml.) 


u. 

burgess 
[1 batters 

U*l »•* 

••O %•••► 
»!««(• 


I'roin <<ur -lock in Chicago 
we -1 1 ij» order-* received bv <) 
A. M. the -*ame dav. 

\< > (>l\ 1 )l ,I\ T< )() I. \R( ;k 

X< ) ( )KI >KK T ()() SMALL 
t<* receive the Service. 

1911 


BURGESS BATTERY COMPANY - 

62 East Lake Street, CHICAGO, ILL. 

Talaphona: Randolph 6154 Long Distance: Randolph «1S5 

Laborato 


»• m* ImTiW 


Wisconsin 


’ AVAILABLE 

al bound volume 
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STIPULATED EXHIBIT NO. 3 


£ BURQESS BATTLES '"■) 


£ BURgESS BATTER 



BURGESS PRY CEL 

No. 6 

IGNITION 

__ Absolutely dependable tor ; 
Gas Engine or Open Circuit W 
Round or Square Cartons. 

TELEPHONE 

Especially designed tor k*ng % 
low discharge rate for Teleph 
Either Round or Square Cartoi 

SLTER-SIX 

This is a 1 V -volt Kittery of 
struction especially made for 
ignition service, having more tl 
life and giving the same light a 
an ordinary No. 6 battery. R. 
only. 

TWIN-SIX 

A 3-volf barters designed tor 
types of hand lanterns, giving o 
light and having same life as a 
Round Cartons only. 


PRU l> ON rut Me I I -I s, 
PRY t f LI > , \ \|*n i, \ | 




r. 


J&fr. <%. 3 
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STIPULATED EXHIBIT NO. 4 

lot 0 * il . 


tO ALL SaJ£ 3 *Xs & 

30HK jJ>tAWA^g3 OP U& ^aTRIPhD J^TTigY** dioIDfi IT3 

4UAim PQXAIx^ ttC rHS .jfriJXMk; tefe # \ Ve 
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. Miy of our dealers have their cm toaters cqjIoc- Sas- 
te then and Aalcinr for the -STRIPJCJ* battery by wiioh they Lhe^&oJd 


a decidedly different 


ket because of its etrl 


* setter of casci 




and 


v J T! 

> a « i 


!‘>H* 


^£3122 


I • i «* * T * ^ • 


lVMUWMr;fUU 




Many of ov ooapatitora hay# a dull, dark, anattraotlya 
lata) with nuoh fin* printing sad neanlnglets guarantaat* Ja a»k» no 
artrowagawt e lalna abo;* oar batteries on the oartoaa, bat are proud 
to pot on the naaa of the inventor, C. *. burgees, ahloh la the boot 


tlon itself stands too* of the quality, 
guaranty* Ton ah odd iapresj thio fact 


The o 
of any toi 




> customer burs a Dattery ua 


j \f }«■! > J? J 

• *Q i yy X ) % »HT 1 


mw*nfF 


— «*» ■«»» 


at and the batteries and 
aaUj dead shelve# of hi 
lid point this oat to jou 
bo ado ooo of In. trial: 
not of atolvM. 


d oartone will &v tone lift and color 
hardware, eleotrloal or other stores- 
nr dealers and suggest that burgees 
Ling winders, dressing oaaaa and in tha 


ton oan also point oat to the dealers that the rod 
labola photograph oneelloutly, end that if tha dealer ia 
on j display for his window or phto grap hin g tha interior of 
> tha hrtwi battarlaa ahould ba placed in a proninont 




Loatoalle oat don your oornlngt o goodly percent • 
thy roproooat woatad energy - worn that tana to bo dona w#r again 
Kara yon war leapt a record of than? 3*ve you ever atoppad to anol>x« 
vlp anile you sales prodooo no results? tha important thing is to wor*. 
oat sons isathod for cutting down tha tins you lose calling oas* ia - 3C 
daalara. H 13 A dlu ISAM* A LITtii. oasr -uriiih Olid. ria. IV. 
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Jotcs. < ^. L f 


available 

bound volume 
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STIPULATED EXHIBIT NO. 6 


fook for 
the Stripes 



When you need a dry 
battery of any kind 
for any purpose 
get a BURGESS, with 
the striped label. 
That’s the way to be 
sure it’s fresh and 
dependable. 


Dl.Al.LK^ 

NAMK 
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STIPULATED EXHIBIT NO. 7 




BURGESS 

BATTERIES 



forever} dry battery use BURGESo 
Flashlight Batteries for your flash¬ 
light. BURCLSS No. 6 for ignition. 
BURGI .xsUniplcx for heavy ignition, 
for farm work or an> outdoor use 
They are all made the Bl/'RG 1 -V» 
way -the expert way 

For a dependable dry battery, 
look for the stripes 

BIIRGE3S BATTERY COMPANY 

MAOttOW. WISCONSIN 

t ■ • « • »• •• • •« • » . 

' r - 



7 


* 
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STIPULATED EXHIBIT NO. 8 



BATTERIES 


7Tb BURGESS" B" 



BURGESS “B” Batteries 
assure clear receiving, in¬ 
crease the efficiency of any 
receiving set, and they are 
cheapest in hours of service. 

BURGESS “B” Batteries 
are sold by every progres¬ 
sive Radio Dealer and Job¬ 
ber. “Look for the Black 
and White Strioes.” 


A postal card from you brings 
full information by return mail. 
Why not write to us today? (Dept. A) 

BURGESS BATTERY COMPANY 


Ofictl tVoirhouvtt : 

Cme AGO New YORK BOSTON 

111 W.UwHMSt. SOClMrckSt. 136 refer*' 

MADISON KANSAS CITY ST. PAU. 

Wmcmtmm 210* Qnm4 Av*. 2362 Ufeenfty A*e. 

/« BURGESS BATTERIES Ltd 


BOSTON 
136 refer* SC 


OVER 300.000 SOLD-WHY? 


"ASK ANY 


711 


10 ENGINEER" 


2 / 


JXifs- Cf Q 
































PLAINTIFF’S EXHIBIT NO. 8 


— 46 — 

STIPULATED EXHIBIT NO. 9 



/Cj-Z.2. 









best copy available 

from the original bound volume 
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STIPULATED EXHIBIT NO. 11 



T 
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STIPULATED EXHIBIT NO. 11A 



S TRIPED suits have been worn by inmates of criminal insti¬ 
tutions ever since you can remember. Why? To protect 
society in case they make their escape. You cannot help 
seeing any object so branded. 

Among the wild animals the zebra with its stripes finds it 
difficult to avoid the lion and tiger. Why? Anything so dis¬ 
tinctly marked attracts attention. 

That is the idea back of the Burgess package. Its DISTINC¬ 
TIVE APPEA RANCE attracts favorable attention. Your trade 
will return again and again for the “striped battery." 

Black and white str ipes on anv dry cell mean BURGES^— 
protection to the public. The user knows it for a quality product 
with long life and absolute dependability. 

Any stock is increased in TURNOVER rate when a good as¬ 
sortment of Burgess products is included. 


LONG LIFE 

PROMOTES 

LONG FRIENDSHIPS 



I l oj 
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jfe HEART 

OF TNI 

FIASHUGHT 

A good heart is just as necessary to a flashlight as to the 
human body. Those best informed insist on Burgess. 
Why? They know of their long shelf life—and the many 
hours actual use they will give in service. They are uniform— 
long lived and dependable. 

Marshall-Wells Co., Limited have grown to a large concern 
from a small beginning. Our success is due to the handling of 
quality products only. Burgess batteries will undoubtedly con¬ 
tribute to your success. Experience has proven them to be a 
repeat line. 

Eggs and dry batteries are l>oth best when they are fresh. 
When you handle Burgess products you know they are made near 
home. We buy them as required. The stock is always fresh. You 
please your customers through their service. The “FRESH FROM 
THE FACTORY” BURGESS will speed up your turnover. 
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UNI PLEX/6r Outdoor Work 


B URGESS UNIPLEX batteries are absolutely honest. They 
need only proper treatment to work steadily for long 
periods. They never ask for a rest—better meals—higher 
w ag e s s horter hours or holidays. All they ask is that other 
parts of the ignition service be properly adjusted and they will 
perform their work faithfully. 

You cannot supply a less expensive battery service to your 
customers. Nor can you handle a more profitable line to your¬ 
self than Burgess. 

Burgess Batteries, Limited have prepared most effective 
Sales Helps, designed to give you real assistance in increasing 
your business in batteries. Our Auto Accessories Department 
will undertake to have these Sales Helps sent you regularly. 

! 

Write us direct 

GET 

BURGESS QUALITY BATTERIES 

FRESH FROM THE FACTORY 

—THROUGH— 

MARSHALL WELLS CO., LTD. 

WINNIPEG AND EDMONTON 

'•/ .lit. / i o 


AVAILABLE 

bound volume 




















MR, STRIPES 

WITH 

INSIDE INFORMATION 
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STIPULATED EXHIBIT NO. 12A 


r Burgess Products 


YOU are entitled to the dry battery and flashlight business 
of your district by right of quality. 

Control of it brings you REPEAT customers. TURNOVER 
is only another way of spelling PROFIT. The service offered 
here will speed up your TURNOVER. Many merchants 
turn their Burgess stocks six to ten times a year. 

You deliver THE GOODS when you supply Burgess to your 
trade. The "Sales Helps" designed to assist you will be 
hurried out as soon as you mention your needs. 

The small space required in your local newspaper for one uj 
the cuts illustrated on the opposite page is a gilt-edge invest¬ 
ment. It will keep your name before the community as a 
"LIVE WIRE'. 

Show on the enclosed card how many blotters you can use 
profitably. Lets know what electros you can make use of. 
BURGESS NEWS PICTORIAL will go to you regularly 
the minute your name is available for the customer list. Other 
material is being prepared now—all to keep Burgess the 
"LINE OF LEAST RESISTANCE ' in the trade. 

Use the homely paper sign in this envelope. You may say 
about it just what we did the first time we saw it. But it has 
proven its ATTRACTING value. Some of the most exclusive 
stores are glad to welcome it. 

Last—but most important, keep your BURGESS products in 
sight. The striked backazc is distinctive in anv company 


Your customers mav forget the name—but they will aLwa\s 
ask for "THE BATTERY WITH THE STRIPES'U 

Send in the card now to say what you would like. Your 
package is ready and anxious to go to work for you. 

Burgess Batteries Limited 

Lm hmrmtorim i 

MADISON, WIS. 


WINNIPEG, MAN. 

CHICAGO NEW YORK 

11 4 


KANSAS CITY 


/J-aS 



K! 
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HESE electros are all ready for the printer to use. You will be 
supplied what you want for your local paper. They come in 
and tuo-column sizes Illustrations of Xos. io % 12 and 13 are 
%le The tuo-column is four times as large. Xo. 17 is a two - 
tmn size. Single column is one-quarter as large. Mark on the 
d th e number and size you can use. 



Instant 


Response 


W\n> \THrf Snn* . <■«**/ 


OOOr bril up *•> * Btl 


ciss Battwy y.>u r*' 


will latt 


are (imout 


C .ifr an*! dr"prn<J 


ability T\+t % why wr 


wtU x fw-m and fwmrw 


the Strict 

vca * rfj • .* 
of an> k>- 
— Ijf any 
**’ j n.» v L->> «.* 


T>*t t thr 10 tx 
iyi» <1 * *rf»•> ««J 

sJcprr^Ub'r 


No I* 



A IH KOtib HASMU(,HT 

n |«M tl' !*n.Uli> ..nr T 

*t »noth»y It 1 ( f.t fit 
down *n thr rftKe 
•ttx in tSf • * .*ui m thr 

bant —any plyit >v>u *«nt a 
lily tu’t 

No I i 


!■ Vl| 

BURGESS 

'UTII-'IV* 

BATTERY 



UNIPLEX^/ 6 r Heavy Work 


No. 17 


Thia it m liM-cWumi 


Singh rW«mt< >ml •• JWrf« 
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3 jr?G ESS 
5 AT T E (7 V 

n< 


the Strikes 


When you need a dry 
battery of any kind 
—fox any purpose— 
a BURGESS, with 


the striped label. 


That’s the way to be 
sure it’s fresh and 
dependable. 

N*. UA 


LONG UFE PROMOTES LONG FRIENDSHIPS’ 


OPY AVAILABLE 


rigina! bound volume 
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STIPULATED EXHIBIT NO. 14 


Timjxuxn.il 





A Burgess Barbery 

means a better flashlight! 

'VTCXJ will find any number of convenient 
1 ruret in Burgees Flashlight*. Also, any number of 
style* and sixes, raging from $ 1.25 to $5-00. 

And if you already have a flashlight case, it will pay 
you to equip it with a Burgess Battery- These sturdy 
little units of lasting energy enable oil makes of flash* 
lights to give better service. You will rep 

tixa b? ihrr bUrt ad »hitt fiiire- 

BURGESS 

BATTERIES 

Bub.cess Battery Company 

CENTRAL SALES OTOCE OOCAGO 

111 111 lists II111II11111 



1 1 
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y STIPULATED EXHIBIT NO. 15 

SAVE OH BATTER^S^^yySlC PAGE — ALL THE NEWS. 


THF 

NATIONAL^ 

RADIO 

MAGAZINE. 


aS 




— ' i V fTl 


K* if.»l»r».| >: *. I' O 
for tr»n«m|.«i' r, •• 

1' ^ 


y 


Vo' 3— No t 


1 


NEW ZEALAND 


Radio 




^ ^ Saturday. Sapta 


Burgess “B” Batteries 

improve radio reception! 

Burgess “B” Batteries are the best and most 
economical source of direct constant electri¬ 
cal energy for your radio set. 

You can rely upon them to supply a 
uniform quality of service always. That’s 
because they are manufactured under labor¬ 
atory supervision. Their construction 
unique throughout. All Bur;;<-->N Batterie^ tn.« \ 


RADIO 


EXGIXEER 
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March 17, 1928 


RECOGNIZED BY THEIR STRIPES 

■1 HJV WM 
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STIPULATED EXHIBIT NO. 16 


PLAINTIFF’S EXHIBIT NO. 8 TSE 9MTU **>ET EVENING POST 

REMEMBERED BY THEIR SERVICE 



BURGESS 


BATTERY 


JCRCESS 

batter* 


PADIO A 


Chrome, the preservative, enables 
Burgess Batteries to meet widespread pub¬ 
lic demand for an economical, long-lasting 
and reliable radio power. 

You obtain from Burgess Batteries pure, 
“hum-free” /J.c/ direct current in its most 
convenient and dependable form. 

Use Burgess Dr}- Batteries forever)’ need 
—radio, ignition or flashlights. You._wilI 
recognize th em by their black and white. 
Stripes — at all better dealers’. 

BURGESS BATTERY COMPANY 

(.rtrrjl SjU* Offuri < Hl< A(»0 
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Have proven their worth under every 
possible condition where batteries are 
used, since the beginnings of radio. 

They are outstanding in the Amateur 
radio field, in the broadcast field, in the 
field of science and investigation 
Wherever dependability is an essential 
the black and white stripes arc recog¬ 
nized as 'the standard of Quali ty." 

You are playing a sure thing when you 
use 


BURGESS RADIO BATTERIES 

^Ask any Radio Engineer” 



6 / >9 

/ nu 


BEST COP 

from the orig 
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STIPULATED EXHIBIT NO. 20 

Vo!. 92. So. Z 


Qrae*. Chief Commercial Cngiimr of Ball Telephone Laboratcx-lc* and President of 
New York electrical Society. Oldest Electrical Society m United States. 


dicnce were sent mit of the r»aim under 
sealed instruction*. One of the trio chosen 
l>> lot went to a r<mtn on the tenth floor 
nf the building. where a letter was taken 
••tit of an overcoat r»»ck«t. From the cn- 
telojie JtO wa* removed. the letter was re¬ 
placed and the ’‘culprit" whose identity 
was not disclosed to I)r. Link or those in 
the audience, returned to the auditorium. 

Dr. Link then subjected each of the 
three to the electrical psychology tests. 
The emotion* aroused hv the guilt of the 
“rohlier" hecame instantly evident on the 
record* of the a|>j>aratu*. 

When the young man who had opened 
the envelope and removed tlie $10. was 
asked i|Ue'tions Iwariug ..n tin "mldierv" 
his quiikened thumping ol the heart when 


the key word' were mentioned was instant¬ 
ly made evident.: 

Ui addition to the qnickenid heart l«cat 
of the one who removed the $10 from tlie 
etivelojie. "guilty excitement" was al*o 
demonstrated in the form of a moving 
s|m it of light thrown on a screen in full 
view of tin audience. The spot shot clear 
across the »i reeh when the person i|iic*- 
tioiad U-catne unduly < veiled. 

It i' Udicved that this dem*si'tration 
was the tir-t that ha* ever been Riven to 
the public of thi-j combination <if electricity 
and |*sy» hol<»gy Nearly 1.000 |>cr*ons wit¬ 
nessed the deitiiai stratum which proved 
that the hinnati individual can not *n con¬ 
trol ehanR.s ui his emotions as to prevent 
a record of them Iwing made liy the*e new 
siijht* tiisitixe ihctrical mca-uring devices. 

S 1’ < trace, chief commercial etiRtneer 
of the H.ll lelcplioue laboratories. New 
\ ork t its. i« president of the New York 
I'.leclrii .d S« Kty . the oldest electrical <.•- 
"ety m the t’mted State*. The society has 
ui't is'ind a l««ad«t descrihittR its police 
and activities. It indicates that, in pre- 
*• utinR scientific electrical subjects a 
noil-technical manner t.. the public, (treat 
k--«l I* I wine accomplished ,n sjwca<l*ie 
cor ret t knowledge concerning 
velojancnts in the art. ,7a®-; 


10,700.000 Families M 
States Telephoo^Ja 

AI«Mit two.thirds. ; 

total numlwr of tele^nSKrt 
tern in the l at 

tcl.phomv This, 1140bn00r 
as they arc sometimes called. “ 
phones. serve , ap|«To\imately 
famthe* 

The excess < t; rv*idcn«e tele] 
the nun,Ur ..i families having 
i' due. ui large jurt. »•• the n* 

.. 't-»t’o«is M. r. and more 

h.ane is Iwtng ,. r „, >pr d * Ith 
ttlcpbolNs VV Ills |l , 
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New England Crew Out After 56-mc. Honors 

By T. F. Cmhinj, WlOF 



S INCE April 9th five-meter working ha* 
been very much on the up-»nd-up in three 
part*. 

W1AWW, located on the top of the WUhraham 
rnace, at an elevation of 1200 feet 
above aea level, worked aome 11 stations on the 
Snt day. including WlBDW. WlCfKJ. WlCIV. 
WlCND, W1BIZ. WlSZ. W1AIV. W1AXC. 
WlCDX, WlOXB. and WhZZF. Since then the 
station baa been on every week-end and the 
reaulta are continually becoming more interest inn. 
On May 21st, the operator* of WlAWW, leroy 
Cbeoey, WlCVB and the writer, arranged with 
tbe member* of the Springfield Radio Association 
and other* of tbe five-meter fraternity in Massa¬ 
chusetts and Conaertie w t to bold a .Heme. (Jt* > 


BILL MARCERUM. W1AQM-WXCVJ OPERATING 
HIS J6-MC. Ric 


TW OPERATING BOOM OP WlAWW ON MT. 

wilbbaham— tutor cheney. wicvb 

HIDING BOUND THE MICROPHONE 

party. On that day 13 station* were worked and 
mm* 15 meamgea b andied. Surprisingly good re- 
*dt» ware obtained in traffic handling. “Bill" 
Margwum, WlAQM, and “Lindy" Linn. 
WlCHU, at WlCVJ on Mount Wachuartts, for 
tbe fir*t time furnished a link through to Boston 
CoL Boyden, WI8L, at Boaton originated a 
message trlrlrcasrri to WlAWW. It waa relayed 
through WlCID and WlCVJ, and an answer was 
back to W18L in lews than 30 minutea. Another 
mrsssg* originated by W1HD in Waterhury, ad- 
dreaaed to WlBRX in Dorrheater, went through 
W1AIY, WlAWW, WlCVJ, and W1C1D in 
about tbe mine time. 

Perhaps even more interesting was the making 
of several direct relay a At one time, for instance. 
WlZJ in Worcester was able to talk to WlBDW 
in Springfield through WlCVJ and WlAWW as 
repeater stations. At another time, WlAlY and 
W’lANC were able to QNO quite nicely through 
WlAWW when some freak condition made a 


lock (near Pittsfield) ha* not only worked most of 
the Springfield fellows hut also WlCVJ - a dis¬ 
tance of over HO miles. Another fine piece of DX 
waa put up by WlCVJ and W’lANC (about 90 
miles apart). And as if that were not enough, 
news comes through of a message sent from Bos- 
Joo via WlCVJ. W1 VC to an unidentified station 
1»4lUny. New York. 

P itl hiA^pIitn* aim at the establishment of * 
relay routelrom Boston to Chicago to be working 
by Labor Day. Let’s hear from tboae interested 
Every ham around here who has had one (£s<> 
has gone five-meter crazy. Try it yourself 

Tbe 1932 AAeeting of the Board 

(fWvawM /rrm *■** It) 

tanadrMtin* imtfir tf n»iini'-. rrv^xU Iiermaa. 10-oMrr 
'phnar. mail pb-.rar o»rlt 6 c*tiuo« CfnpuUory frsqutscT- 
n^aauenc Wluipment. Ciudiiii-t H A uniformity • 
'pb-nr msuintiusu. mn>niuiu<itKW with eipaditioo* *sd 
•mall vtwarla. abandoomrot nl "CmlU Hrard '' rhar*ins !•* 
Cjsit. f.rwardin# and tacbaaeaJ inlurmatioe mtvkv. *ftd»»it 
rwiutran>ent is laurtMr rrnrwala. publicity <m infmrtma* U 
rasulatioo*. roaSninc rutile n*w.ber*Lip to h n ott d 
analmn ) 

Tbatv bains So furtbrr burn—..« moti'« ul Mr WalaS 

\ 01 ED. that Iba Board do now adj-*urc. 

Wbrmpuo tbo Board dad adjourn, war dir. »t J JO p a 
(Total lama a/ sauti. 15 bn . 7 ii.iautaa ) 

K R K'iimi Stt 

^ Strays fft 

W'4A(jY wonders why a 210 won’t put <*ut 
more than a 204-A He aim the numl-er u 
bigger* 


direct contact impossible. The distance coveted 
in this case was prolasbly five times greater than 
it would have laeen directly. 

W1AIY has laeen heard by W2AOL on Long 
Island. Richard Baer, W1VC, on Mount Grey- 
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i 

"QST HAS BACK-COPY VALUE 

| n the ham-ad section of March QST 
Si 2.00 was offered for o bock copy. The 

offer wa* for the very first issue of QST (and L Aik k 1 W V 

how rore it is!) but all boclt copies ore 

raluable. Moral: You thould have a fl 

binder for each twelve issue* — and the |S 

yearly index. You'll new binder,too. 


A Dupont fabokoid mcterial of waterproof 
and oilproof imitation leather in a rich wine 
which matches the color your 

present binders. Instead of metol wires, if 4 *%•’"* ^ 

has well-designed strong metal strips to 

conveniently place your copies in the BjpQBHB. 

binder — 13 such strips, too — 12 for the J^T ‘fp "m 

yearly supply of QST and one for _. - 

QST index It doesn't any mpfe^itner. 

Holds 12 issues of QST and index 

$1.50 each, postpaid 

AMERICAN RADIO RELAY LEAGUE 

38 LaSalle Road, Hartford, Conn. 


-JSTSJS 'T T1 

ttss 


/ i' 


The early bird catches 
the worm —and the 
ham-ad 

Many amateurs tell us they are 
always too late to take advantage 
of bargain opporatus offered in the 
Ham-ad section of QST. Why"* 
Generally because such gear is 
quickly taken up — first come, hrst 
sewed, you know 

Use the application blank on page 
94 of this issue of QST and cash m on 
some of those Ham ad bargains 
Membership copies do arrive very 


promptly 


QST 
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Leads Again 

Quality McrchandiKO 


{•proved 5-Meter Super-Reft. 

1 Receiver 


Tl»e rv-ault c4 6 
mAntU ^ in- 
teftcivr Mpffi* 
mentation 
(.reitrf xudn# 
'Hiti*ut arvl a 
full C»Vff 4 |f <4 
the hand fp*n 
70 t«» 45 mega¬ 
cycle* m it I h Hit 



are feature* nf tin* nurdy compact 
*hinumiBi chin receiver. 7" x 5" x 7". wetfht 
• 3m f\>eeatrt on 6 vnhi D.<*. of A.C. "B“ 
-’••tenafnc ne " B ‘ hattene* chance* 

\\ iH and tevteH * 12 45 


Wte. type A * It h*Md 

_ Ml BiMighl Irua I Knuar 

bfvlelt wM fn* tit. Nenal 91 <M 

_jl ^ n ~i t * *- h u r > evab > tU I«m 

\f« ruh .It 

Cl 4«ect*< plate chnfcr .ft 

«• o*< forma. 4 and 5 pr o M. Ofta *<a*d*r<l •* k 

Hi a^t#d with difleemi enke* at tnji. f*rk .29 

taraft Midaet \ an.>«Mler a* «W*cnbrd «• NAort 
*•%* Craft e*.h *• 

|«rt « n«uR<*r hwakrd aftrel Wtfil W ft* with 

1.29 


Monitor Frequency 

Meter 

At I *•< a 
Hand Ni-tral 
M••it•r 
frequrccy 
Meter 

|4*.\ in* l JU 
(•«k. Hec 
t r.*#tati< all> 
i n d max 

• e 11 r a 11 > 

• i* a 

e r t at at I me 
liatiNe.1 a ter I 
I boa, aith an 
{••ally re 

ivH 

do Ifltw* 

Tjd *». 

4 O 

(mad on 20 anm 4 « 
anili haltnWi ftad Url-rvM t«i 



A New 

5-Meter 

Transmitter 

NtmpJitwal ptt*h pul! 
millat*# - K cer¬ 
tainly ■* a *1aiwl>. 
1V*» rtl«r*1 fullv m 
«#Uf Ma> a*l\ertiw. 
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niffd $0.75 
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\maai laury wired >W. 5; A.C lew 

ad 


m»U 

cuftte and 


:* • • 

pt \im+m+l •<*/• <«• 4r 9w|4/ Mac/' w »• 

twit akdrMi/ M r.M her / VaaW> 
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Two Wonderful 5-Meter 
Jobs Made by R.E.L. 
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Dependable Burg^fs Batteries 
Save the Flying Family 


WH#n !h« Flying fo m \ r "c'oched u p * • * G'#«nlO*d O" 
ih«‘f o*'r»'pttdT'0''\ Avl^nv c d*o*ndob'#&v f g#** 

&0 (, #'*#ft plOy#d OA 'Ol* n *K# '+ftCw# 

H«'# or# •ICt'p't O* ’*• ft»0'y •« M t 
O'"* •'O'dft 

"It >| K.%*O f y "0« ♦‘'O’ %*•»♦ Ow* On $ O S v.«*' Ow r 

rod’O wh.cb '*ftwl'#d n Ow* 'ttcuf. b„* lf« p»( kno* 
thO ? •• * 0 '* dO»*' Ow' ft#ng.ng 0PDO'0‘g\ O^d *Oj« O 
»•* Ovt o^ • *. %o **• cov'd **o' 

• o'k go ng O* Ob)v* wt 

“Ts# p*rfo""Onc« O* rOw' bo"#'*#ft • * C*„nn* c t 0 « 
*.»h •* ft *» ft*» <e' # O nly h#pt wP Ow' ftp » *» 

«f wQft wy»\» ng ip fiwj iA f»%« >Q *1 'Q ft*g* Q" O* Hpp». 


ao't. laD’ana-. tqu: ?q~:!:Q’ H>ac> o«fl »»’t»*l 

#1 Qnd OQt'Q'Q^ ftPO> # »#'y H gMy ©# fN*m 

Stftidfft *K* Bu>g#vv o 'p on# rod O f^O» 

wf noVolly CO«'#(J •• olto co"*#d **»'•• o* yov' 

l()rg« ^Oftblighr% 0*d O '#<3 »H p »gKt 

. »b# no»KI«gh»ft wt'f • n *o• yc bI# • * K#lp«ng v« 

»fond . . bu» not' >«nporfonf p^rt »H#y 

plOy#d «ot in ftignoll*ng »K« to'd Tolbo* *n cod* wK«n 
♦h*y «*•'• Anally oMroCad by Ov» Ao»#* “ 

No •! yOw o'# bvy**g o bo**#'r fo' yOw* "Horn" 

»»0»«on yOu' ffoftMigh* O' O *'0 *m o<#on,< ft«gM ypw wll 
t>+ ■)!• ro mmf vpon »A# d«p#ndo6-'«'r »Ap» It ofwOfft 

low «d i n |«d# *H# b'oift on 0 •>*<♦» |>fip«d Sv'g#ftt 0O'««M«| 


BURGESS BATTERY COMPANY 

Engineers and Manufacturers of Acouitic and Electric Productl 
$<>'•» O" <*■ Nf vw rO»» ?C? f ■'• 4 «’- >'•«• ChiCaOO ill . in w#\> m 0 »'o* $»»••< 

Nt^vvO 0 * C«> *GO Kansas Citv mO San k»anCiSCO 
a’ianTa 80 S t On vnn{ aAOhS IOS anOEIES 

• . '-(-of, N ogo'o la"» o»<3 W.A» o*g , 
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BURGESS BATTERIES 
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Burgess Batteries 


mean 


longer life to users —more 
profit to dealers 


'he well known Bureess black 


v-/ 

and white stripes are the Hall Mark 


of batterv quality 


BURGESS BATTERY COMPANY 


FREEPORT. II.I.IMOIS 
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1 l» ■«* Ill'J*« f 
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THE HALLMARK OF BATTERY QUALITY 


FOR TWENTY-FIVE YEARS the BURGESS Laboratories 

have been developing better batteries. Today BURGESS sets the 
stindird of battery quality. Only in BURGESS Batteries will you 
ind the pure materials (seamless rinc containers 99 - 98 / 100 ^ 
pure!), the advanced construction aod the patented chrome pre¬ 
servative which give your batteries longer life and greater recupera¬ 
tive power. • Experience has taught thousands of battery users, 
radio amateurs particularly, that the BURGESS laboratory control 
over materials and production methods has resulted in batteries 
of outstanding performance. It pays to look for the BLACK and 
Stripes when buying batteries. They are the hall-mark of 


! quality. B urgess Battery Company, Freeport. Illinois. 
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PLAINTIFF’S EXHIBIT NO. 8 

BURGESS 

J QjzxuLs 
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World’s Largest Ifc 
Flashlight 

• the 

^BURGESS 
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STIPULATED EXHIBIT NO. 26 


Once more BURGESS gives you something bigger 
a ad better to sell! Tbe BURGESS "Straight s'’ is 
the world's largest flashlight. It throws a powerful 
beam of light 2.000 feet! 


PtACTKAHUTy —There is an actual need 
Ajnoog hunters and trappers for the BURGESS 
~S<raigbt-8" Flashlight. Men and boys will buy 
rWffl for signalling, both at home and at camp. 
You sell eight No. 2 UNI-CELS with each "Straight- 
5*. xod each sale nets you a real profit. 

PtOfTT— It pays to sell the BURGESS line of 
P-ashhcht. Radio. Ignition and Lantern Batteries. 
Py familiar Black and White Stripes mean "DE- 





burgcss iattery company 4 

T IlllNOU s* U 
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STIPULATED EXHIBIT NO. 27 


Built to be dependable in the 
hardships of Hawaii— 
BURGESS 
Batteries 



I DF" Barreno are iKc kn 

(o^l Tb Uff 

I ? ~~ ^ p-*f( >•%. dtp** 


heart of yrmt 


- ~ pac'd »f. depends*** light. 

tom ocrd tS* wp*f pc^c' of Bt *CISS 
imacm JUiuuNt priced Lomg !»%••«* 
AJeo o(kr rrpea k«e do ho n cry mm 

KX.O *T au u*o<*c iroto Ml 

MApt i•*. \ \ a 


DISTRIBU* 


MUTUAL TELEPHONE CO. 

Merchandise Dept. 

1128 A lakes Street Phone 3500 


^ Z7 


HON OLULU STAR-BULLETIN. SATURDAY. FEBRUARY lfU.-> 
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STIPULATED EXHIBIT NO. 28 


- 


LEFT: Don Wallace 
4 (>A M. operating hit 
1-meter equipment 
before the Smithsonian 
Institute Scientific 
Cabin on top of .Mt. 
Whitney. 


RIGHT: WO AM test- 
img bit equipment at 
the Base Camp 8)00 
feet mp the tide of the 
m en uta in. In both 
photographs yarn can 
tee the Ribbon Bat¬ 
teries be h suing. 




HU. Whitney. Expedition Used 

BURGESS RIBBON BATTERIES 


Don C. Wallace, W6AM, Long Beach, California. packed his 
5-meter equipment on a mule and climbed 1 ».5(>2 feet up Mt. 
Whitney, tne highest mountain in the 1 nited States. At the summit 
he set up his aerial, went on the air—and soon h<x»ked up with 
W6ITH on Mt. Diablo, 214.5 miles away! This distance is a 
brand new record for 5-meter equipment on the Pacific < oast. 
And Don Wallace used Burgess Portable Burgess l.ittle-St\ 

Batteries and Burgess RIBBON BATTERIES to establish this 
record way up there on top of Mt. Whitney. 

Don Wallace, in a report of the Mt. Whitney expedition, wrote, 
“Inasmuch as the batteries held up well. W6AM stayed on the 
top four days and three nights, operating almost all night each 
night.” The batteries “held up well", because they were B( 'RCiEsS 
Batteries. It does pav to look for the familiar BI'ROFsS BI.uk 
auJ U hue Strikes when you buy batteries. BL'K(»ESS BA I 'M KV 
COMPANY, Freeport, Illinois. 

EBURGESS 

Bar Tou It IB QST — It I Uol/.«a Y*u u l ] 1*1 pa QST 

V / 


28 








What W4AKI Says 4 BURGESS 
BATTERIES aftei Uumuom. 


Vs »AK.I (F. F. )r . of Miami. Fla.) wrote: ‘ During the 

recent Florida hurricane we were on the air from the Florida Keys 
constantly for *>*> hours. e sent 1<»0 messages, totaling more 
than K.ooo words, and made contacts with stations as far north 
as New York ( »ts. Vl hen we were hack in Miami, we suddenly 
realized that the Bl’RGI s S Batteries we had been using had gisen 
us excellent performance in the face of hasing been wet. then 
baked, then wet again — and tho are still as good as new except 
tor 1« »« >k s 

lvirs sear, more and more Radio Amateurs resolse to be satisfied 
with nothing less than the known J< fu uJjhtlif). ptrjurmutur. and 
///r of 111 K( 1 1 S 's liattc rn s. It J'.t \ pay to look for the Rl ‘RCiFSS 
Black and White Stripes when sou bus b atteries. BLRGESS 
IU1TIR) ( OMPANN . I rceport. Illinois. 


BURGESS 

O'* I ’or latmars o .. c 1 \ I K \1 { dition 


lJ 
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STIPULATED EXHIBIT NO. 30 J 

col: 



mini 


RECOGNIZED BY THEIR STRIPES 
REMEMBERED BY THEIR SERVICE 



riiiaiiin 



BEST COPY AVAILABLE 

from the original bound volume 







PLAINTIFF’S EXHIBIT NO. 8 
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STIPULATED EXHIBIT NO. 


NATIONAL POLICE REVIEW 



BURGESS 


RADIO. KIJASHLIGHT. IGNITION 


BATTERIES 

Are fo (#mt SnTi<M« li»»" 

"RECOGNIZED BY THEIR STRIPES 
REMEMBERED BY THOR SERVICE- 

M ADC IN CANADA 

BURGESS BATTERY COMPANY 

NIAGARA FALLS 

Tiw U KmIitiI *' !■»! Ctlftr) V »» r M \ rr 
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STIPULATED EXHIBIT NO. 32 

IIIIIIIIIIIIIIIIIII 


RADIO AND GENERAL UTILITY BATTERIES 

BURGESS “B” AND “C" BATTERIES ARE AVAILABLE WITH FAHNESTOCK 
OJP OR PLUG-IN CONNECTIONS 

RADIO “B” BATTERIES 


No BURGESS 

PORTABLE 

BATTERIES 




$••11, 

8#<Tcnct. OCX 

d«t«9*cd 
for |M( I A 
t* 6 **VCC«iv<f *, 

Dorter r*d*o 
CQUIpBCRt , 
UW>f«*OOr 
m^dtcsl **• tru- 
Me**. TK<y *rt 
In 

*L*v. wlA • 


»Cfv*C< Nf«. 


QURCESS 

OATTEfrr 

*' 7 ■ • 


No. Z30N 


Na. ZJON—45 Vo* T~ Dep* 
04* Ww*h. 3', IWr Hc4#« 
Over.*! H.*#* 4|p; 

«. t h. («. ' 


BURGESS batteries are the choice of most experiment¬ 
ers, radio amateurs and others to whom performance and 
reliability arc important. Because of their uniformity, 
Burgess Batteries assure uniform tone quality, better re¬ 
ception, and maximum economy. 


k 730fir Six i a Z30N raced 

caatatn* axcUl kewr duty No 
AA ce*» tor kid drain terrace. 

UlNa *t* 


il wa arx i s vo* "8." Dept* 
JH' Wrd* PH', 8 ody Held* 
»*< <>*»•« 4 A 

Wt. 10 04 . 


No. X i ao IS Vo* Depth 

1 H*. Wa*h 3 A'. M,,da 3 H'. 
« 14 Am. 

Up No tUJ 

No. 4 ZOC-Wkd 3 Vo* Mm 
Ow-dl ten** 4 K*. IH'Wt 
Wl «« 


lo. WM8t—m' deep by *H' 
Wide by 3 H 'body betd*. -a 11 or 


*1C 

VaN 

S*xc, IncKet 

D W. H 

S*o«. 

Wl 

1 

LMat 

A* 

Oura 


SUPER “r 

’ BATTERIES 


too* 

45 

44 

8 84 16 

6 

ttM 

45 

34 » 

8 84 104 
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STANDARD "B" 

BATTERIES 

1010* 

45 

44 

8 

84 14 

6 

f 30* 

45 

3 >4 

8 

8 4 11 

6 

510* 

45 

2 4 

4 4 

64 11 

5 

5156 

2 $H 

34 

44 

2% 5 

4 

4156 

224 

3 

34 

2’» 2 
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STANDARD "C” 

BATTERIES 

5360 

44 

3 

•4» 

24 1 

4 

*370 

44 

14 

4 

34 2 

10 

5540 

7 4 

4 

4 

34 3 
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SJ85 

t.15 


Jf .35 
1*5 
1.60 
.95 

*5 


S0 40 
.40 
.65 


BURGESS 

”B” « “O' PLUG-IN 
BATTERIES 


Not $00 D 6 . G 90 06 «*d 

090 08 h**# b##* #hxci«Hy d* 
limned lof bgfTrry O 0 r'«t rd PH*kO 
f#d»0 

TKc rucUiwt kitijtfi o* 

B • C P4(H dr**o*l^la increase rbr 
wirM W'nCf «f*d «Udff eco^o^y 
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NO. F 90 -O 6—7 Prom, B A C Pncfc 
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List Frico U 50 


n. G 00 -OO—7 Pr 0 «* B A C Pmck 
>Of Pb»ko Modrk 33 . 37 , 38 . 
623 643 

Lkt »fc* SO 50 

». GOO-0 §—8 ^ 0*5 B % C P»cb 
lot Pfctlco M©d*U 34 «nd 30 

Uii FHcn SO . 50 


I. 10901— i* r.oni"X*'On 

to «bo*e Oaf»*., B ♦ C 11 dr 
vn*#d lot ModrU S02 

SG3 #od C'05l*r ModffH 

834S B42V #od 8400 

UP Kite <7 *5 


BURGESS 

"POWERHOUSE” 
1-VOLT “A PACK’ 


nteeHy d n ipne rf «o* f-Vo* No 
There It no ndwd« “• f**** 


for mm urtdi ? Vo* red*o reee,*en 
400 lo 1 PV 5 ho*n tery.ee— b nrd 
on H Min dndterpe 3 to 8 born 
pee day. twf en end poor vo<u*e 
dll nb per 3 0 Vo* berte-v 
the Ippa dourer Home n teren 
Carni lea 4 taa 1 c per kou to ooerete 
no Mhap WO* warr, nodun^ to tp.ll, 


R RM Sotw 

8opv Hatg 


Taeml 3 Vo* 
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aead to amp don* dm lObeae to dte 

.r H T r attrr-' 

3H*. W«ak IIH'.Hat^tAM') 
fbtea.n.4* 

0am Type (11 A*a«H'a6l^H^ 
it Han lim 


» 4B I . • II 
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BURGESS UNKEL BATTERIES 

kx IfVffl, #**lyl#rv «nd prfk li^Xv 

Bur^ru Ua. C#1 bmttr'.ri *re «*«.t«blr ,ri Iq„. V it\ 
No 1 . melt \,xe. No 9 ln-*e 1 , 1 , No * Sneo !-•>- 
rebll. end No Z. Pen L.**, <»ll 
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•LITTLE-SIX” DRY BATTERIES 
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STIPULATED EXHIBIT NO. 34 
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®ntteb States* tErabe iflarfe g&ocmtton 


EBERHARD FABER. 


RZSQUT 


GEORGE BAUM. 

Yio-r*zsn*xT 


E. K. HYDE, 


ARTHUR WM. BARBER. 


TUASUVZX 


SKOXTAJtY 


BOARD OF DIRECTORS: 



EBERHARD FABER. 

Ebrrkard Faber Pencil Co. 

E. XL HYDE, 

Menthol alum Co. 

ALEXANDER WM, MURRAY. 

United Drug Co. 

GEOROE a MAHAN A. 

Corn Products Refining Co. 

J. HENRY LONGMAID. 

Esterbrook Steel Pen Mfg. Co. 

JOHN A. MITCHELL* 

McKesson & Robbins, Inc. 

Mem., Colcmkam ErrosmoN 
ChiCAOO, 1S93 

MUTUAL. LIFE BUILDING. 32 NASSAU STREET, 


A. J. HORLICK. 

Horlick’s Malted Milk Co. 

THOMAS W. PELHAM. 

Gillette Safety Rasor Co. 

CARL WEEKS. 

The Armand Co. 

CEORGE BAUM. 

Adam Cook’s Sons, Inc. 

ARTHUR WM. BARBER. 
LANIER McKEE 

Hert ey. Barber & McKee 


Gum Put, Pari* 
Exyomtion. 1900 


New York, N. Y., Sept. 15 19 2 


Crabe Slogan 

Certificate of filing 


TO WHOM IT MAY CONCERN: 

BE IT KNOWN—That there has this day been filed in the Records of this Association by 

Bur£_ess Battery Company 

the following Trade Slogan (s) in actual use by the Claimant, namely— 

"Recognized, by t heir stripes^....renenbered by their n 0 

service" * 













PLAINTIFF’S EXHIBIT NO. 8 
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STIPULATED EXHIBIT NO. 35 



States! Crabe jflarfe &E»octatton 


EBERHARD FABER, 


GEORGE BAUM, 


E. K. HYDE, 


ARTHUR WM. BARBER. 


msiocxT 


TUAscm 


SECUTABY 


BOARD OF DIRECTORS: 



EBERHARD FABER. 

Eberkmrd Faber Pencil Co. 

E. K. HTDK. 

i/enikolalum Co. 

ALEXANDER WK 1CURRAT. 

United Drug Co. 

GEORGE & MAHAN A 

Com Products Refining Co. 

J. HENRT LONOMAID. 
Esterbrook Steel Pen Mfg. Co. 

JOHN A MITCHELL. 

McKesson 6r Robbins. Inc. 


Colckkax Expoamoir 
Chicago, lift 


A J. HORLICX. 

Horlick’s Molted Milk Co. 

THOMAS W. PELHAM. 

Gillette Safety Rasor Co. 

CARL WEEKS. 

The Armond Co. 

CEO ROE BAUM. 

Adam Cook’s Sons, Inc. 

ARTHUR WM. BARBER. 
LANIER McKEE 

Heriey, Barber & McKee 


On and Pm, Paiii 
Ejm»itio\ 1900 


MUTUAL LIFE BUILDING. JS NASSAU STREET. 


New York. N. Y.. OCjO jT 7 19 ’.9 


Crabe Slogan 

Certificate of filing 


TO WHOM IT MAY CONCERN: 

BE IT KNOWN—That there has this day been filed in the Records of this Association by 


the following Trade Slogan (s) in actual use by the Claimant, namely 

LC.CH:. Tn rTrf : t. _ :n . r ' T ' n ’ V>T ' 


.^._LUL'JL 


r«/->»i 


(iW:l I 


• • ij*, • - Ni, 
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PLAINTIFF’S EXHIBIT NO. 9 

Registered Nov. 8 ,1949 Registration No. 517,556 


SUPPLEMENTAL REGISTER 
Trade-Mark 



UNITED STATES PATENT OFFICE 

Burgess Battery Company, Freeport, Ill. 


Act of 1946 


Original filed, act of 1946, Principal Register, July 
5, 1947; amended to application. Supplemental 
Register, June 26, 1948, Serial No. 527,785 


ItCOCNim IT THtlt ST 11 Hi IT TMtlt SOVICt 


(Statement) 

Burgess Battery Company, a corporation duly 
organized under the laws of the State of Dela¬ 
ware. located at Freeport, Illinois, and doing busi¬ 
ness at Foot of Exchange Street. Freeport, Illinois, 
has adopted and used the trade-mark shown in 
the accompanying drawing, for DRY BAT¬ 
TERIES. in Class 21, Electrical apparatus, ma¬ 
chines, and supplies, and presents herewith five 
specimens showing the trade-mark as actually 
vised in connection with such goods, the trade¬ 
mark being applied to labels affixed to the goods, 
and requests that the same be registered in the 
United States Patent Office on the Supplemental 
Register in accordance with the act of July 5, 
1946. 

The trade-mark was first used on January 21, 
1946, and first used in commerce among the 
several States which may lawfully be regulated by 
Congress on January 21, 1946, and has been in 
lawful use in such commerce upon or in connec¬ 
tion with the goods for the year preceding the 
filing of this application. 


(Declaration) 

George R. Bell, being duly sworn, deposes and 
says that he is the vice-president of Burgess Bat¬ 
tery Company, the applicant named in the fore¬ 
going statement, that he believes that said cor¬ 
poration is the owner of the trade-mark which is 
in use in commerce among the several States of 
the United States and that no other person, firm, 
corporation or association, to the best of his 
knowledge and belief, has the right to use such 
trade-mark in commerce which may lawfully be 
regulated by Congress either in the identical form 
thereof or in such near resemblance thereto as 
might be calculated to deceive, that the drawing 
and description truly represent the trade-mark 
sought to be registered, that the specimens show 
the trade-mark as actually used in connection 
with the goods, and that the facts set forth in the 
statement are true. 

BURGESS BATTERY COMPANY, 
By GEORGE R. BELL. 

Vice-President. 


C" \ ■ Ko . 
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PLAINTIFF’S EXHIBIT HO. 10 

SCHEDULE 

showing 

k:;t tales 

1urges* mattery Company 



filendar Year 


Nat Salas 



1926 

1.927 

1928 

1929 
1950 

1931 

1932 

1933 

1934 

1955 

1956 

1937 

1938 


t 7,884,970.22 
7,326,425.86 
6,451,814.72 
5,916,749.18 
4,675,626.88 
3,337,638.46 
2,819,402.58 
2,328,792.91 
2,611,183.56 
2,837,356.93 
3,375,026.13 
3,376,865.49 
3,308,540.97 



seal Year 



1940 



1941 

1942 

1945 
1944 

1946 

1946 

1947 
1946 

1949 

1950 

1951 


4,589,456.46 (15 months 

Transition to 
Fiscal Yaar Basis) 

4,776,756.20 

6 , 704 , 561.94 

6 , 973 , 017.31 

7 , 697 , 426.14 

10 , 054 , 610.81 

8 , 824 , 669.16 

9 , 026 , 279.52 

9 , 029 , 222.79 

9 , 249 , 962.11 

9 , 056 , 450.79 

11 , 421 , 655.45 


U. S. District Court, B. C. 
Burgees Buttery Company 

v. 

John A. Earrail 

Civil Act!Cii; Be. 3011-50 



Pt 


•i i 


IT 


t - 


Ear: i Bit. 


Z? 
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PLAINTIFF’S EXHIBIT NO. 20 
SCHEDULE 

shoving 

ADVERTISING EXPENDITURES 
Durgssa Battery Company, U.S. Sattsry division 


TEAR 


AMOUNT OF EXPENSES 


1925 

1926 

1927 

1928 

1929 
1950 

1931 

1932 

1933 

1934 

1935 

1936 

1937 

1938 

1939 

1940*1941 

1941*1942 

1942-1943 

1944*1945 

1945*1946 

1946*1947 

1947*1948 

1948-1949 

1949*1950 

1950-1951 


$ 199 , 030,19 

278 . 951.92 
360 , 598.97 
334 , 129.61 
288 , 012.30 
204 , 527.43 
165 , 709.14 
148 , 857.28 

36 , 834.09 

78 , 275.53 

51 . 447.58 
74 , 318.74 
77 , 204.61 
64 , 639.69 

60 . 654.59 
58 , 068.34 
60 , 897.42 
28 , 812.46 
29 , 921.81 

155 , 228.22 

206 , 079.73 

152 , 994.27 

145 , 013.36 

137 . 357.93 
157 , 446.53 


U. S. District Court, D. C. 
Eur-i* 2S Battery Company 
v. 

John . J/arzall 

Civil .let. ion Co. 3611-50 

j■; < . * ; - •• •••■;] V. t 
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LIST OF TFABE rUh CONSUMER PUBLICATIONS PLAINTIFF’S EXHIBIT NO. 28 
IN VHICH BURGESS LATTER! COMPaNX ADVERTI-EMaNTS Hr.VE APPEARED 


T r ed^ Conauacr y^gezines (coat.) 


Hardware Age 

Missouri Ruralist 

Hard-ware Retailer 

Pathfinder 

Hardware Vorld 

American Magazine 

Radio Jobber News 

Outdoor Life 

Radio News 

Field & Stream 

Radio Craft 

Boys Life 

Electrical Merchandising 

ccouting 

Service 

sports Afield 

Radio & Television Retailing 

Outcoorsmrn 

Radio Service Dealer 

<--ir Trails 

Sporting Goods Dealer 

Grit 

Super -ervice station 

Vestern Newspaper u nion 

American Druggist 

Q.S.T. 

Electrical wholesaling 

Popular Mechanics 

Parts Jobber 

Popular Science 

N.A.T.D. Coordinator 

Hearing News 

Bunting Ad-Catalog 

Volta Review 

Tobacco Jobber 

Life 

Your Business 

Dell Mien' s Group 

Drug Topics 

■t'arade 

Retail Tobacconist 

This Veek 

Popular Publications 

Industrial Magazines 

True 

successful Farming 

Electronics 

Air Trails Pictorial 

General Electric Review 

Newsweek 

Modern Industry 

Radio Amateurs handbook 

Factory Management & Maintenance 

Better Homes & Gardens 

Instrument Maker 

Saturday Evening Post 

Instruments 

Colliers 

Communications 

Model Airplane News 


-lecttoaic Industries 
Indus trial - uipnent Nt.-vs 
Electrical Equipment 
Industrial Maintenance 
Thomas Register 
Plant Prod. Directory 
Plant Purchasing Directory 
Instruments Index 
Instrument Maker's Guide 
Electronic Buyer's Guide 

Consumer Magazines 

Country Gentleman 
Progressive Farmer 
southern Agriculturist 
Farm Journal 
Liberty 
Prairie iarmei 
Visconsin Agriculturist 
Indiana Farmers' Guide 
Vellace's Farmer 
Kansas Farmer 


u- s. Eistrict c 
■°urgess Battery Ccrpar.y C ' 

A. Marza.il 

1Vl1 Action.Uo. 3611-50 
Plai n tif f . s Exhibit. % $• 
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PLAINTIFF’S EXHIBIT NO. 29A 


<*</<£ *<- ^ 
J-JP. 





BEST COPY 











POWER AND 

ENDURANCE 

Punch .mil Power— plenty ot it to 
keep on £oiii£ — that's the record 
ot America's fighting ships and ot 
Burgess l.ong-Lifv Tw m-Six Batteries. 
l oda\ that extra endurance is more 
important than ever, tor it helps 
users ot telephone batteries conserve 
the critical materials so urgently 
needed tor equipment tor the 1 i^ht- 
inc Fronts 


BURGESS BATTERY COMPANY 

muon, iuinou 


BURGESS 

BATTERIES 


U. S. District Court, D. 
Burgess Battery Company 

v. 

John A. Mar 2 all 

Civil Action Ho. 5611-50 

Plaintiff's Exhibit. 
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PLAINTIFF’S EXHIBIT NO. 29C 


/ v«4, ' ? ^ 




AVAILABLE 





Jami 


he essential civilian needs for dry batteries 
fiave him recognized bv our government. NX’ar needs still have priority, but limited 
supplies ot civilian tv pcs are available. Your Burgess jobber is worki ng vs ith the Burgess 
Batters ( ompanv to distribute these batteries fairlv to dealers for essential civilian use. 
Burgess Battery ( ompanv. Freeport, Illinois. 


BURGESS BATTERIES 


On the Fighting Front — on the Home Front 


IUT WAt lONDS IVItT FAT DAT! 


ft. S. district COux u, 
Burgess Battery Company 

v. 

John A. Marzall 


Civil Action Ho. 3611-50 


Plaintiff's Exhibit. 


BEST COPY 


from the origin 


















POWER AND 

ENDURANCE 


Like big guns built to keep on blast¬ 
ing dav after day. Burgess Long-Life 
Twin-Six Batteries stand up faith¬ 
fully to war time wear. Ever-rugged 
and dependable, they furnish the 
punch and power needed tor vital 
home trout telephone sets. Their 
fniututn e is a noteworthy factor in 
ilie conservation ot v.ritical materials. 

BURGESS BATTERY COMPANY 

mUOII. ILLINOIS 



“nrsTrict caurt, D. u. 

Burgess'Battery Company 

v. 

John A. Marzall 

Civil Action No. 3611-50 

•Untiff's Exhibit .ul 
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BATTERIES DESIGNED FOR 
GAS MODEL IGNITION 
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^La « » c -4<v / ^ ^ 



PROUD, 


you bftcha! 


"WI RE PLENTY PROUD of every one of those 2(> 7 
Burgess employees in the service of Uncle Sim!" says 
Homer G. Snoopshaw. Burgess specialist. “But how we 
miss’em! Even fully staffed, we were hard pressed to 
turn out all the batteries you and Uncle Sam required. 
Today, we parcel out farm radio packs and Uni-cell' 
as fairly as possible . . . and as extensively as military 
production permits . . . And we know you’re giving your 
Customers the same sort of fair and square distribution." 

•UlOtSS IATTIIT COMPANY, FIIIPORT. ILLINOIS 
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PLAINTIFF’S EXHIBIT NO. 29G 


FLAME THROWERS,MINE DETECTORS 
•WALKIE-TALKIES'ARE ONLY A FEW 
OF THE MILITARY REASONS 
WHY THERE ARE NOT ENOUGH 
BURGESS BATTERIES FOR ORDINARY 
USES. AND THE PEOPLE WHO MAKE 
THEM ARE WORKING TO HASTEN THE 
DAY WHEN BURGESS QUALITY 
WILL BE AVAILABLE TO ALL. 


BURGESS BATTERIES 

fM TMt MATtOM't StMVICS 
O* thm Pifktim f Promt—Om tho Homo Promt 

BURGESS BATTERY COMPANY, FREEPORT, ILLINOIS 




PLAINTIFF’S EXHIBIT NO. 29H 



I he Radioinete.»r..1» i' m ir.ilitv 
.1 -pet i.»l i.idio tran-mittcr. When 
‘‘artI .i!• *tt l»\ tin* ImIIimid. u runt' 
-tunal- tli.n arc interpreted In the 
kT r '>und crew j»i\ in^ re.idinc- . »n t he 
lemjKT.ittire humi<lit\. .irvl air pre-. 

'.lire elli i•uniere.l at \ ari« »u» alt it u Je-. 
\ par.n liute i- jirovided i• > return it 
'.itel\ tt. e.mh after it- balloon ha*. 


|KT hap- fifteen 
r mile-mt.it lie 

-l rat. >-|>here, That - 
.1 I.ifikj t f 11». -t r aikjlit ii;. 
i v eii. in I n i-me—.. i n.| the i i>|n mtete. m ■ 
Ct aph is > m bu-me—, ( )n it- lrnj n *rt.i tit 
ei i a il< I a lt\ e ha Hi e«>1 j mu er failure niu-t 
I e iiiminn/e I. Burye— Kn^meer-uer» 
Uien i ■ m-nlted anil t he Hur^e— \. i. 1 \2\ tW > 
■nut - " de-i^ned t. >r t hi- -pe< a tic apphc.it ion 

the ^ u ‘ ,,n ^ batterv i .m the- 

. instrument-. 

1 t he 

,re- ,l " realh hard to believe a mmlii 
tuition OO-volt B‘ and d.\.,lt \ 

' iMtterv.wath j>lu»;.in-ocket.alluei^hm* 

rn it le— than 12 ounce- \et efficient and 

ha- dependable. 


UNSUNG HEROES 

or A f RfCA\ SC/f\Cf A\D f \DLS7RY 

- ( MATTER ONE - 
THE HAD,* * <E TFOROGRAPH 


'•ui-t in tin- e\tremel\ tlun .,n Sou. t«M>.Can dejn-nd oil Hur^e—(Jtialit 


..... 







I x 4-) 


W \,. 14.X1 1 * 41 J s 10 in. 

1 *<l>.uvo JmMh r l*VI«m.ir\ % l‘M“ 

K.iviu'Cv Hvcrromc JoMvr \ih<. KSrw.irv, l'*4 
t* tccrrtc.it Whoti'%.iltnc KIvu.irN, 1**4 


fer 


Profit-Makerfr 
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BURGESS 


rom 

FOR 


YOU 



This Handy 
Carton Contains 


2 WMF. ...61 ES ... I XX22F. 
4 2 ES and N TF-, packaged in 
bright n«*v» Bl RCESS label*! 
Thl* new hearing aid battery 
juurtmrnt In It* nf*. compact 
display merchandl*er. ha* a nc» 
appeal for crowded counter* and 
It* nr* lo* price make* It 
attractive to all dealer*. It'* 
a real profit opportunity 
for you. 


This handier-than-ever display carton hits the spot forquick. 
steady sales to all types of dealers. It's sized right—5" x 8" — 
and priced right. You'll say it's a natural for busy counters 
everywhere. For a very low cost your dealers can break into 
the big. growing hearing aid battery market with an assort¬ 
ment that serves practically all popular 
vacuum tube instruments. 

Packaged in bright new labels. Burgess 
hearing aid batteries now have the black 
and white striped identity that says. 

"Genuine Burgess Quality” to hearing 
aid users. , 


Send for FREE promotional helps 


Mail order cards imprinted with 
your name and address . . . catalog 
pages for your salesmen. Use the 
coupon below.. . . NOW ! 



BURGESS BATTERIES 


l 


Bwrgtii Bofltry Compony, 0«pt. 2-A, Frttporf, lllinott 

f.pntlemrn 

V4«* s»ant the following *ale* hrlp* please send (hvm j( m 
Imprinted Mall Order < ard*. 


for our Rdlnmrn 

S«*nd us Information oh the complete Burgess line. Im ludii 

\amr .... 

Addnr i» . 1 . 



tri •: C' ur 4, , ft. <: 
f.iry Cc:rp'x v :y 

v. 


- ^ . v /, •» 1 1 _ F rs 

> * «/«s »• J • V ^ JL s. V»< 














Ad No. 14170—1 page— 5\4 x 8J4 inches (A-471 
Hearing News—February, 1947 
Volta Review—February, 1947 
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f 




LONG-LIFE 

BUR6ESS BATTERIES 


FOR 


Carbon-Type 
Hearing Aids 


(Thesame careful engineering and qual- 
ty materials that have made Burgess 
‘A” & “B” batteries for vacuum tube 
nstruments first choice of thousands 
i>f hard of hearing, mean hours and 
Tours of noise-free listening pleasure 
to carbon aid users, too. 

These batteries are available with 
iniversal rubber terminal block or 
ivith 4-hole socket expressly for West¬ 
ern Electric “Orthotechnic” aids. 

NOW . . . for quick identification . . . 
Surgess hearing aid batteries are being 
jackaged in the familiar black and 
vhite stripes that say . . . “It’s a gen¬ 
uine Burgess Battery.” 


G es s 


,1( .l (, i<l l) Q 


'lo. T3R 
4Vi volt* 


| No. T3WE 
4Vj volt* 



at your hearing aid agent—or drug, radio and hardware stores 


NUMBER 

VOLTAGE 

DESCRIPTION 

retail price 

T2R 

3 

Universal Type 

$ .70 

T3R 

4 Vj 

Universal Type 

.83 

T2WE 

3 

Western Electric 

.70 

T3WE 

4 Vi 

Western Electric 

.83 

C3WE 

4 Vi 

Western Electric 

.55 


BURGESS hearing aid BATTERIES 


U. S. District Court, D. c. 
Burgess Battery Company 
v. 

John A. Earzall 

Civil Action i’.o. 3611-50 


’lain 




O ' 























FOR 

booster service 


burgess 

BATTERIES 


RECOGNIZED BY THEIR 
STRIPES • REMEMBERED 
BY THEIR SERVICE 


Ad No. 14301— ly; X 70 lines ( 
Model. Airplane News, April, 1947 


U. S. District Court, D. 0 
Burgess Battery Company 
v. 

John A. Marzall 

Civil Action Do. 3611-50 


PI a i •; ~ o 


o 4 4 + 






Ad No. 15479—1 page— (5}/£ x $14 in.) 

Hearing News, June, 1947 

Volta Review, June, 1947 — 95 — 
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PLAINTIFF’S EXHIBIT NO. 29L 




♦ V. 


f / GET LONGER 
f SERY/CE W/TH 

smessBArnm... 

AMD THEY'RE SO EAS/LY 
RECOGH/ZED AT THE i 
STORE VYHERE 

R _ _ _ _ _ * 


% * 






Burgess A and B batteries are first 
choice of thousands because they fit all vac¬ 
uum tube instruments . . . they give long-life 
service and noise-free reception. It’s easy to spot 
the Burgess stripes at 
your agent’s, or on the 
counter at drug, radio, £ | ^ 
hardware or department ^ 

stores. They mean gen¬ 
uine Burgess Quality. 


JRGESS BATTERY COMPANY.. 


Look for the bright new pack¬ 
aging on Burgess hearing aid 
batteries. Buy Burgess and 

Uy°i 0 uyCourt, D. C 

FREE PoWrf. S 0mpany 

John A. l f arzall 

Civil Action Lio. 3611-50 


Plainti 1 s Exhibit. 





























PLAINTIFF’S EXHIBIT NO. 29M 


Ad No. 15790-70 lines 
American Magazine, August, 1947 
Collier's, August 16, 1947 
Liberty, August 2, 1947 
Pathfinder, August 13, 1947 
Saturday Evening Post, August 23, 1947 
Farm Journal, August, 1947 
Southern Agriculturist, August, 1947 
Better Homes & Gardens, September, 1947 
F-47-MG 




BURGESS 


BATTERIES 




U. S. District Court, D. C. 
Burgess Battery Company 

v. 

John A. Marzall 

Civil Action No. 3611-50 

Plaintiff's Exhibit.. 









Ad Mo. 161 32—X page—( 2^4 x 8 y< in .) 
Hearing News, July, 1947 
Volta Review, July, 1947 
F-47-IS 
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it's Convenient to buy 

BURGESS 

HEARING AID 

BATTERIES 


You’ll get longer service with Burgess bat¬ 
teries ... They’re easy to spot at your dealers 
or agents by the famous Burgess stripes which 
mean GENUINE BURGESS QUALITY. 

BURGESS hearing aid batteries are con¬ 
veniently available for you to buy. The as¬ 
sortment is small and complete . . . which 
means you’re assured of getting FRESH 
batteries every time. 

So look for the black and white BURGESS 
STRIPES...con- 
veniently avail- ill 

able.. .guaranteed 
fresh and LONG¬ 
ER LASTING. 


Ask Yovr Local Dmalcr 
or Agont For 


D. C, 


Jurgess Battery Company 

v. 

John A. t?arzall 

Civil Action Eo. 3611-50 


Plaintiff * s Inhibit. 


3 Y AVAILABLE 


ginal bound volume 































Ad No. 16007—page—(2 x 4 x 8 in.) 
Hearing News, August, 1947 
Volta Review, August, 1947 


G-47-MG 
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Q 


00 

GET BURGESS 

QUALITY in 
THESE NEW SMALL- 
_ SIZE BATTERIES 


New construction principles have made it possible to 
pack more hours of power into these tiny Burgess "B” 
Batteries for new self-contained instruments. They 
have standard terminals to fit all instruments using 
these tiny "B” batteries. 

TINY NEW "B” BATTERIES 



No. U20-E 
30 VOLTS 


“U'JCS.SS 

E ^Ofirni oil! 

’ ’’W' 


No. U15-E 
22'/: VOLTS 



No. U10-E 
15 VOLTS 


You can get a long-life Burgess Battery for your hear¬ 
ing aid from your agent or at drug, radio, hardware, or 
department stores 
Burgess makes a full 
line of "A" and "B’ 
batteries for vacuum 
tube instruments and 
all popular types for 


arbon aids 


Look for the black 


and-white stripes 


III 


r- VJ " 

■ 


0u «CEs s 


luidtiu 


lie 


r u 




V ** 


Eurgess Battery Company 
v. 

John A. Marzall 

Civil Action Ho. 3611-50 


PI n n v. -t 


4 - 


















BURGESS BATTERIES FOR CLEARER, BETTER HEARING 


BURGESS 

BATTERIES 


RECOGNIZED BY THEIR 


STRIPES • REMEMBERED 


BY THEIR SERVICE 


PLAINTIFF’S EXHIBIT NO. 29P 


Ad No. 17267- 70 lines 
Saturday Evening Post, Dec. '3, 194 7 
Collier’s, Dec. 20, 194'/ 
Pathfinder, Dec. 3, 1947 
Farm Journal, Dec., 1947 

Ad No. 17267-1—70 lines 
So. Agriculturist, Dec., 1947 

Ad No. 17267-2-70 lines 
Better Homes & Gardens, Dec., 1947 
1-47—MG 



si 




Burgess Battery Company 


v. 


John A. Marshall 

Civil Action Ko. 3611-50 


T> 1 o ■? v 

X -- .: ■ 











/tucusr 


THESE BURGESS APS 
ERE REAP 8Y ALL KINPS 
CUSTOMERS - EVERYWHERE 


IN BIG CITIES 

i cities o* ICC,000 c^a ovff, 
u^gess ccvcr'isi^g •eacoe'i no r e 
ion S.OOC.OOO mcgciintf 'fcce-s 
ve r v monfh. 


IN CITIES AND TOWNS 


^cgc::"fi c,arry The Bjrge^s 


^e'.scge to •nore Than o.CyQ.CCO 


ecoe'i i" to^'Ts ot iO.CCQ • o 


r\ 

v,»OU eccn -roTifh. 


IN VILLAGES 

ut ge$s advertising reaches 
’cn j,UOU # vvC r <? c c ? r s * c *ne 
ic'.' To«^os throughout A~i»'icc 
very month. 


o 




OCTOBER 

























f/QJ/EMBEQ 



















THESE MAGAZINES 
CARRIED BURGESS ADS 
TO MORE THAN 
17,160,000 CUSTOMERS 
EVERY MONTH IN 1946 


BURGESS 

BATTERIES 


jAHe/ARv 


march 


plaintiff 






















BURGESS 

BATTERIES 


BURGESS 

BATTERIES 


BURGESS 

BATTERIES 


BATTERIES 


RECOGNIZER BY TIMER 
STRIFES* REMEMBERER 
«T THEIR soma 


RECOGNIZER IT TNEIR 
STRIFES * REMEMBERER 
IT TNEIR SERVICE 


apr/l 









"■ FOR 
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JsimuiiDim Naamnos * uiwuvj £ 
3AI$S3H90Hd * NVW3UN39 AMlNnoa I aiinf ... 
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BEST COPY AvI 





PLAINTIFF'S EXHIBIT NO 32 


dio. comnumc-Grtoa. industrial applications of electron tube* 
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2yKnfofine^uvi 




AMATIUR 4 OMUMMrM MMO 

v. 

CONSTRUCTtVS PHOT* ARTICLIS 
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PLAINTIFF S EXHIBIT NO 3JD 



AVAILABLE 


Sound volume 












V, R A P H I C 


SECTION 












TRIBUNE 
C O L O R 
STUDIO 
PHOTO 


A n 9iAK.Nts or Lnicago is the only man in the world 
to fall 29.300 feet and live to tell about it. 

You have dreamed of falling, that terrible, sicko/urie 
sensation that leaves you weak and cold: with perspiration a:i< 
heartily grateful for the firm security of your bed. But what 
about actually plummeting thru five and a half miles of space" 
Can a man breathe'’ Can he be sure of consciousness when the 
time comes to pull the rip cord of his chute 0 Are the horrors 
of a split-second nightmare multiplied? : 

“Immediately after jumping." writes Starnes in his new 
book describing his amazing leap. “ I feel that I am in ernpt> 
space without body support and I experience an ‘empty’ fee! 
ing. There is. also a sense of acceleration as I leave the plane 
The ‘empty’ feeling is experienced only for a short [tenrxl of 
time, four to eight seconds, depending upon the altitude of the 
jump, at such time the terminal velocity is reached, which I 
sense by a steady pressure from below which crawls over rn> 
body as I turn, tumble, roll, and spin 

"My thought processes seem to oe veiy rapid during th • 
free fall. When getting ready to jump, setting apparatus 
checking with the pilot, and viewing the field to determine th- 
time of the 'bail-out.' I become tense and anxious I attribute 
o the involvement of trie ire nn'inued on pocjt* >r. 


Arthu: H. Stctnir* m 
!h«' bulky and intricate 
• •quipinent hv wore 
whi'ii making bin Sih 
tone .100 toot ft**** 


s tenseness 
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DARTMOUTH 


1 


Vlumni Magazine 



, , . - > / T 

With 27lit Annual Rtlmil <>! lln Alumni bund 


v * v * 


BEST COF 


from the oric 







Populit^ 5Vi«r. r « -S-o ' -* t) 
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PLAINTIFF'S EXHIBIT NO. 3JG 


^rttr for frrr toy* of tkr Aafwl 
“Proem* u PriaripU", dr->o«rd to 
PriKlpia't yl«m for rrt«rain< vrtrrao*. 


OAe PRINCIPIA 


** • »#nr n ad j u%! 
opportunit»r% ot 


. • r ^ i 

p r »r^n % 


ri\ than life 
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ElECTIlCAl MANUFACTURIN' 


I 





BURGFS3 VIBRO SPRAYFR 




BEST COP 



from the or ig 



































BEST COPY A 


from the oriyina; 



S. District Court, D. C 
Burgess Battery Company 

_ T - 
*ohn A. Marzall 

Civil Action Ho. 3611-50 


PLAINTIFF’S EXHIBIT NO. 33J 


f.ipt4itiwi l.i<fr Hr*ti W.jht.uiT !<• ►<•'•5 in M«**-pin»: 

hu* wr.ririf; fur Kivr mmuU^ .ft»-r st.>v»-. wrfr lum*tj 
off u mp»-rulur» - ilrupp.*<1 fr>»ni V) u. r»-l«n» /# ro 


















BEST COPY AVAILABLE 









u. S. District Court, D. C 
Burgess Battery Company 


John A. Karzall 

Civil Action No. 3611-50 


LPlaintiff's Exhibit 
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PLA t NTTFF'R F.XHTRTT NO 3IL 

GOOD CRAFTSMANSHIP 


CRESCENT TOOLS 











available 


buicericv 






































AVAILABLE 






















FLASHLIGHT 

Re-designed from the 
inside out. this entirely 
Bt» standard mic Hash- 
hgnt battery natures a 
tough plastic outer easing 
and a steel ear machioc- 
scaled into the cel! top to 
prevent po»c-r loss Chrome 
protection curbs internal action 
cv hen the Cell is idle functional 
design results in a sleeL modern 
appearance and a more effectively 
insulated nnc Can. Dated to insure 
frestincss! 


THERE’S A BURGESS BATTERY 


E 


You'll hast no trouble getting a battery for your portable 
radio from your Burgess dealer . . . Burgess makes the complete 
line to fit every portable. And if your dealer doesn't have 
just the right type and si/e, he will quickly get one for 
you. Remember your Burgess dealer when you need a battery. 
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PLAINTIFF S EXHIBIT NO. 34C 


LOOK FOR THE STRIPES 

WHEN YOU NEED A BATTERY 





FLASHLIGHT 

O'-alii' built and chrome 


pr. 1 ’i.‘\means longer 

life and brighter light. 
No 2 I niOl Zn itand* 


a.'4 dashl.sbc*. 


RADIO 

Many hours of listen¬ 
ing pleasure are built 
into the No l'GD(>0 
farm "A A B” pas Is 
Burgess m.lses a battery fs>r 
titry raslio neesl. 


WVL 



No 1 UNI-CEl 

fit* S.iS> >i/c vj>cv. 


No Z UNI-CEl 

fur anvl 

p«>vitcC i.#chr\ 


ffl 



STANDARD 45 VOLT *B' 

batteries have retained the 
long-life sjualits that made 
the blask and ss hite stripes 
tamoua aianv years ags>. 


There's A BURGESS BATTERY For Every Portable Radio Need 


Y< >u 

h 
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rv > T 

ri mill 
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•fling .i 

Bat- 
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de 
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RECOGNIZED BY THEIR STRIPES*- REMEMBERED BY THEIR SERVICE 
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from the or, ‘ 




















SEI aSraeS 


THEIR STRIPES • REMEMBERED BY 

FLASHLIGHT AND PHOTO-FLASH BATTERIES 


FLASHLIGHT CASES AND POPULAR POCKET LIGHTS 
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Typ« Voltage 
6TA60 1_' .. A, 9o B~ 

5DA60 _ 1 .. A, 90 S 

6FA60_ I1J ..A, 008 

4GA42_ 1 ‘ jA, C-0 
G4B50 6A ' 

G6B60 0- 

F4860 t A, • r 
4G A41 1 ‘ ,A 

G5A42 ~ ’ 7 ; . 

F5 A60 7* : A, - 

F4A41 6A 61 1 .-H 
2F4A60 6A, <503 


Adapter 
Plug No 
120 

_ 120 

l_ 2745 

_*2745 

^_2768 

_2908 

_2776 ~ 

_ 2745 _ 

_2900 _ 

_2900 _ 

_ M64 

2791 


Type Vo 1 

4TA60 . 

4FA60 

G4B60 6 “. 

3 F A 60_[1 

2G A60_ !1 

04A60_ - 4 

D5A60_ ' 

2F4860_ • • 
F5M45 _ 

F6A60_: - 

G6M60 - •• 


Vo'tage 


Adapter 
Plug No 
120 
5705 
M64 
120 
120 
M64 
2900 








































































No 10308 


COMBINATION "A&B" PACKS FOR FARM RADIOS 

No 17GD60 ooc. y - >3 No. 18GD60. vo : 


FARM "A" & "B" BATTERIES 


RADIO "B" & "C" BATTERIES 


No 230NX 


No 4156 9? 


No S370 


IGNITION AND TELEPHONE BATTERIES 

4FH v No 4F4H ' . 


4F2H 


No 4f6M 
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PLAINTIFF’S EXHIBIT NO. 36C 


erv Company 


AILABLE 

























PLAINTIFF'S EXHIBIT NO. 37A 


ifimnuf**! 


MINERAL POINT, Wisconsin, is the iocotion of the lost plant to be 
ted. In cddition to handie-talkie batteries, this plant is producing a 
ited quantity of batteries for critical homefront needs, operating two full 
rts, plus a four hour high-school shift. 


GALENA, Illinois. The Ford Garage at Galena was transformed 
a dry battery plant. Military and Weather Bureau types are mcde 
B. A small press tine and a hand tamp line are also in operation, with 
former running 24 hours a day .... 7 days a week. 


1 ~— 



iter-: 

• 



"•"m! 


n • 


* ■> 

1 ■ • 1 



' 'im 


^ • 






































— 131 — 

PLAINTIFF'S EXHIBIT NO 37B 



MONROE, Wisconsin, boosted the first experi 
cl sub-plant (right). So well did Monroe citizen- 
>nd to the appecl for help that a second plan 
^e' was opened. The latter works two full shifts c 
on handie-talkie batteries only; while t,he former ij 
ged in operations allied to actual assembly work, 
piants are right on the square. 


OKUUMtAU, Wisconsin, is the scene of light as- 
sembiy work on the Vibro-Tool' ... a small hand tool 
developed by one of the Burgess Industries and widely 
used today in war industries. 
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1* The undersigned, BURGESS BATTERY CO&PJHY, a body politic 

tad corporata, duly incorporated and organized under the lava of the 
State of Wisconsin, having a place of buainaaa at 500 West Huron Street, 
in the City cf Chicago, in the State of Illinois, United States of America, 
hereby makes application, purauant to the provisions of the Unfair 
Competition Act, 1932, for the registration of the Trade Hark hereinafter 
described* 

2* The mark, of vhleh reqj^ration is desired, la a 

DBSIGir XilC, cf which fire accurate and complete representations 
are furnished herewith, its principal features requiring to be indexed 
being, in the applicant's opinion, as follows: alternate narrow 
bars in black and white* 

3* The applicant has used the Trade Hark since March 

1917, on wars# ordinarily and coaasrclally described as Dry 
Batteries and sines August, 1926, on wares ordinarily and const' 
sswlally described as flashlight Casas, to indioete that the 
wares are sold by ths applicant, 

4* Bach wee has bean principally in the following 

sowntrlee: Alaska, Argentina, Belgium, Brasil, Canada, Colombia, 

Casta Bias, Cuba, English Colonies, Quasi, Hawaii, Holland, 

Dutch Colonies, Honduras, I'Mfeundland, Panama, Peru, : Philippine 
Islands, Puerto Uoo, Slam, Chi ted States of Amsrica and 
Tunsmla* 


4 . 6 . 
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5* In addition to wares of the kind described, the applicant 

ia commercially concerned with wares ordinarily and commercially described 
as acoustical building materials and products. 

6. The applicant hereby requests the priority afforded by 

section 40 of the Unfair Competition Act on the basis of the United States 
application for a stripe* des ign filed in the United States of America 
on the 25th day of November, 1338, under number 413,107. 

7* The applicant considers that, having regard to the provisions 

of the statute aforesaid, it was and ia entitled to adopt and aes the 
said Deaign Mark in Canada in association with the wares upon which it 
has been used, as recited above. 

8 . The applicant hereby appoints S. Gordon Cowling, Barrister 

and Solicitor, 56 Sparks Street, Ottawa, Canada, its attorney with fall 
power of substitution and revocation, to pr^eeute its application for 
registration of the said daaign trad# mark, to ■aks'-^alterations and 
amendments therein, to receive the certificate of registration, transact all 
business in the Trade Marks Office connected therewith, and to represent 
it and stand in its place and steed for all the purposes of the Unfair 
Competition Act, including the service of any notice or proceeding in 
respect to the registration made thereunder. 

SIGNED at the City of Ottawa, this 18th day of April, 

A. D. 1333. 


BURGERS BATTERY COMPANY 



Attorney. 
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TRADE MARK No. N. S. 12435 


REGISTER 


46 


Registrant: 


Address: 


BURGESS BATTERY COMPANY. 


500 '.Vest Huron Street, Chicago, Illinois, 
United States of America. 


Date of Registration: 25 November, 1938. Date of First Use: March, 1917 - 

August, 1926. 


Application Serial No. 175,519. 


Filed: 18 April, 1939. 


Agent for Service: 


E. Gordon Cowling, 

56 Sparks Street, 

Ottawa, Ontario, Canada. 


Mark: 


Alternate narrow bars in black and white. 


Associated Mark No. 175-38941 


Wares: Dry Batteries; Flashlight Cases. 


Change of Ownership: 

March 27, 1940 - New Owner: BURGESS BATTERY COMPANY,(a Delaware Cor¬ 
poration) 500 «'est huron St., Chicago, Ill., U.S.A. 
(Asst, dated December 1, 1939). N.3.4125 

February 14, 1950 - Owner’s New Name: BURBATC0, INC., (Change of Nam 
dated January 18, 1950.) N.S. 9377. 

February 28, 1950 - New Owner: BURGESS EATTEKY COMPANY, (a Delaware 
corporation), root oi exchange Street, Freeport, 111., U.S.A. (As3t. 
dated January 31, 1950.) N.S. 9389. 


(OVER) 
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DEFENDANT’S EXHIBIT 1. 

Paper No. 13 

IN THE UNITED STATES PATENT OFFICE 

Mailed Nov 22 1949 


Applicant : 
Trade-Mark 
Serial No. 
Attorney: 


Burgess Battery Company 

Stripe Design 

541,790 

Jones, Tesch & Darbo 
20 North Wacker Drive 
Chicago 6, Illinois 



Before the 
Commissioner 
On Appeal 


EXAMINER’S STATEMENT. 

This statement answers applicant’s appeal from the 
refusal of the Examiner of Trade-Marks to register its 
mark consisting of alternate black and white stripes un¬ 
restricted as to number or length or as to shape or size 
of area covered by striping. The mark is presented for 
registry on the Principal Register of the 1946 Act in ac¬ 
cordance with the provision of Section 2f of that Act, 
and the goods to which it is applied are described as dry 
batteries and flashlight cases. Applicant alleges use in 
commerce since March 1917. 


This application was refused on the ground that what 
is presented is but a portion of the overall ornamentation 
or decorative dress for the goods and that said portion 
is further but a part of the alternate black and white 
background effect for a medallion design, and is not reg¬ 
istrable for the reason that such is not believed to be a 
trade-mark. 

It is noted that the alleged mark of this application for 
the identical goods set forth was refused under the 1905 
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Act on the ground that what is presented is not a trade¬ 
mark being merely an ornamental or decorative dress 
for the goods and that such ruling was upheld by the 
Court of Customs and Patent Appeals in the decision In 
re Burgess Battery Company, 27 C.C.P.A. 1297; 46 U.S. 
P.Q. 39. It is not believed that the passage of the 1946 
Act compounded an acceptable definition of a trade mark 
that would differ from previous accepted definitions. It 
is not believed that the provision of Section 2f is ap¬ 
plicable unless what is presented is in fact a trade-mark. 
The Examiner feels that what is presented is no more a 
trade-mark now under the 1946 Act than when it was 
presented under the 1905 Act and it is believed the ap¬ 
peal from the refusal of registry should accordingly not 
be granted. 

Respectfully, 

G. Summers, 

Division 3, Trade-Marks. 


November 22, 1949. 

Hearing: 

January 25, 1950 


NLS 
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IN THE UNITED STATES PATENT OFFICE 

Ex parte Burgess Battery Company 
Appeal 

Application for registration of a trade-mark under the 

Trade-Mark Act of 1946, for dry batteries and flash¬ 
light cases, application filed July 5, 1947, Serial No. 

541,790. 

DECISION OF COMMISSIONER. 

Jones, Tesch & Darbo for applicant. 

This is an appeal from the action of the examiner 
of trade-marks finally refusing an application for regis¬ 
tration of a trade-mark on the Principal Register under 
the Trade-Mark Act of 1946 for “dry batteries and flash¬ 
light cases. ” The mark is described by the applicant as 
“a design device consisting of a series of parallel alter¬ 
nating dark and light stripes of approximately equal 
width. ” Applicant alleges that the mark has become dis¬ 
tinctive of its goods in accordance with section 2(f) of 
the Act. The application has been refused on the ground 
“that what is presented is but a portion of the over-all 
ornamentation or decorative dress for the goods and that 
said portion is further but a part of the alternate black 
and white background effect for a medallion design,’’ and 
that it is not and does not function as a trade-mark. 

As shown in the drawing the mark sought to be reg¬ 
istered consists of a slightly oblong but almost square 
field comprising uninterrupted alternate black and white 
stripes. Applicant emphasizes, however, that it does not 
limit itself to this particular color or shape, but claims 
alternate light and dark stripes, regardless of color, and 
contends that blue or red instead of black stripes would 
be covered by the registration which it seeks. 
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As a preliminary basis of refusal it must be stated that 
in none of the numerous specimens submitted does the 
trade-mark shown in the drawing appear. The specimens 
all show black and white striped packages or casings 
bearing a red figure or shield (referred to by the exam¬ 
iner as a medallion) and the trade-mark ‘‘Burgess.” In 
some instances there are ornamental red or black stripes 
above, below, or around the striped portion. In none of 
them does an uninterrupted series of stripes of the ap¬ 
proximate size or shape shown in the drawing appear. 
The registration sought necessarily would be refused 
under section 1(a) of the Act upon the application pre¬ 
sented, since there is no showing that the mark sought 
to be registered has actually been used. 

The foregoing technical ground of refusal is relatively 
unimportant. The specimens show black and white stripes 
wherever they may conveniently be disposed on the car¬ 
ton or case of the battery. In a few instances the sides 
of the batteries have very few uninterrupted stripes. 
In others there are broad expanses or panels of such 
stripes. It is clear that what applicant seeks to register 
is the use of light and dark vertical stripes in any com¬ 
bination that may be used as a surface of batteries or 
battery cartons, and wherever they may be disposed on 
the surface without regard to their interruption by having 
the red medallion, the word “Burgess,” or other mate¬ 
rial, superimposed thereon. 

The United States Court of Customs and Patent Ap¬ 
peals has twice passed upon applications under the Trade- 
Mark Act of 1905 for registration of this same mark, once 
alone (In re Burgess Battery Company, 27 C.C.P.A. 1297, 
112 Fed. (2d) 820), and once (31 C.C.P.A. 1039, 142 Fed. 
(2d) 466) in connection with a “shield design surrounded 
by alternate light and dark stripes approximately equal 
• * V’ (The shield apparently was what the examiner 
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now refers to as a medallion.) In each instance registra¬ 
tion was refused. In the latter the Court of Customs and 
Patent Appeals stated with reference to the former de¬ 
cision : 

“The effect of our decision in said case is that 
stripes which are a mere dress of the goods can have 
no trade-mark significance, because they do not point 
out the origin of the articles to which the label is 
affixed.” 

And with reference to the combination of the striped back¬ 
ground and the shield it was said: 

“The difficulty with appellant’s position is that, 
as used, the stripes form no part of the design, but 
are merely a background, not restricted in area, upon 
which the shield appears. ; 

“To hold that appellant’s mark is registrable with¬ 
out a disclaimer of the stripes would involve holding 
that the stripes possessed some trade-mark signifi¬ 
cance contrary to our holding in the case of In re Bur¬ 
gess Battery Company, supra (27 C.C.P.A. 1297, 112 
Fed. (2d) 820). As we adhere to our holding in said 
case, it follows that the decision appealed from should 
be affirmed.” 

The court’s description of the mark clearly indicates, that 
the applicant’s mark sought to be registered in each of 
the above cases was the same as that now sought to be 
registered and it is my understanding that the specimens 
are essentially the same. While the Trade-Mark Act of 
1946 permits registration of numerous trade-marks which 
were not subject to registration under the Act of 1905, 
there is nothing in the new Act to permit registration of 
any material, however described, which is not and does 
not function as a trade-mark. That the definition of a 
trade-mark appearing in section 45 of the Trade-Mark 
Act of 1946 does not change the fundamental nature of a 
trade-mark (as distinguished from a registered or reg- 
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istrable trade-mark,) under prior acts, has been discussed 
in a number of decisions of this Office, and such discus¬ 
sion will not be repeated. See Ex parte American Enka 
Corporation, 624 O.G. 972, 81 U.S.P.Q. 476 (Pet. Recon., 
624 O.G. 974, 82 U.S.P.Q. 41); Ex parte William Skinner 
& Sons, 82 U.S.P.Q. 315, 626 O.G. 924. The United States 
Court of Customs and Patent Appeals has found that 
the mark sought to be registered has no trade-mark sig¬ 
nificance and is not capable of functioning as such. Noth¬ 
ing in the Act of 1946 appears to change this conclusion, 
and in the absence of such significance it cannot be reg¬ 
istered. 

Applicant argues, however, that the prior decisions of 
the Court of Customs and Patent Appeals referred only 
to registration and not to the nature or function of the 
mark. I cannot agree with this contention but if it were 
to be accepted, it would not indicate that the mark sought 
to be registered has become distinctive of applicant’s 
goods. Under well-settled authority color alone does not 
function as a trade-mark and when it constitutes only a 
background, it has never been recognized as such for 
purposes of registration or otherwise. In A. Leschen & 
Sons Rope Co. v. Broderick & Bascom Rope Co., 201 U. S. 
166, 26 S. Ct. 425, the Court said: 

“Whether mere color can constitute a valid trade¬ 
mark may admit of doubt. Doubtless it may, if it be 
impressed in a particular design, as a circle, square, 
triangle, a cross, or a star. But the authorities do 
not go farther than this.” 

See also Mishawaka Rubber & Woolen Manufacturing 
Company v. S. S. Kresge Company, 49 U. S. P. Q. 419, 119 
Fed. (2d) 316; Mishawaka Rubber and Woolen Manufac¬ 
turing Company v. S. S. Kresge Company, (U. S. Sup. 
Ct.), 316 U. S. 203, 53 U.S.P.Q. 203; James Eeddon y s 
Sons v. MUlsite Steel & Wire Works, Inc., 128 Fed. (2d) 
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6, 53 U.S.P.Q. 579; In re Barrett Co., 48 App. D. C. 
586; 262 O.G. 167. The most recent decision on this 

7 i 

point, however, appears to be that of the Court of Appeals, 
3rd Circuit, in Campbell So'itp Company et al. v. Armour 
d Company, 81 UJ3.P.Q. 430. In that case the court con¬ 
sidered certain trade-mark registrations consisting of red 
and white bands, and stated: 

“What the plaintiffs are really asking for, then, 
is a right to the exclusive use of labels which are 
half red and half white for food products. If they 
may thus monopolize red in all of its shades the next 
manufacturer may monopolize orange in all its shades 
and the next yellow in the same way. Obviously, the 
list of colors will soon run out.” 

After considering a number of prior cases the court said: 

“Color is a perfectly satisfactory element of a 
trade mark if it is used in combination with a design 
in the form, for example, of a picture or a geometrical 
figure. The Barbasol case is typical. ( Barbasol Co. 
v. Jacobs, 160 F. 2d 336 [72 U.S.P.Q. 350] (C.C.A. 
7, 1947). Here w^as a package using several colors 
but in a distinct and arbitrary design. The mere 
division of a label into two background colors, as in 
this case, is not, however, distinct or arbitrary, and 
the District Court so found. 

“Wlien we say that plaintiffs cannot have exclusive 
right to a trade mark of a red and white label we 
are by no means denying their right to acquire a 
trade mark when the color is combined with other 
things in a distinctive design. As a matter of fact, 
the distinctiveness of plaintiffs’ packages does not 
depend upon color alone, although each has been 
granted registration of a trade mark described in 
terms of color. Each has its name in one of the color 
bands in a uniform and specified type of script. Each 
has a very distinctive design on its label. Carnation 
has a small bouquet of carnation flowers. Campbell 
has a medallion of individual design. Armour, too, 
does not depend upon color alone. It uses different 
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colors with different products and each has the 
Armour name in an individual type of script accom¬ 
panied by the star which it says has been the mark 
of its goods over many years * * *” 

In this same case ( Campbell Soup Company et al. v. Ar- 
movtr and Company, SI Fed. Sup. 114, 79 U.S.P.Q. 14) The 
District Court (E.D. Pa.) made the following conclusions 
of the law: 

“2. The red and white banding on the plaintiffs’ 
labels has not been used by them as a badge of ex¬ 
clusive origin, does not in fact function as a badge 
of exclusive origin, and gives no rise to any exclusive 
right. 

“3. Red and White banding is mere tasty dress 
which cannot be monopolized.” 

The comment of the court in distinguishing between 
mere colored background and use of color as an element of 
a design which might have significance is well set out in 
footnotes 10 and 11 of the Court of Appeals, third cir¬ 
cuit, decision in Campbell Soup Company et al. v. Armour 
and Company, 81 U.S.P.Q. 430. 

Applicant places much emphasis on the decision of the 
Circuit Court of Appeals, Seventh Circuit in The Barbasol 
Company v. Jacobs, 160 Fed. (2d) 336, 72 U.S.P.Q. 350. 
This is referred to by the Court of Appeals, Third Cir¬ 
cuit, in Campbell Soup Company v. Armour £ Company, 
81 U.S.P.Q. 430, as the typical case in which color “is 
used in combination with a design in the form, for ex¬ 
ample, of a picture or a geometrical figure,” which also 
appears to distinguish it from this case. The fact that 
applicant uses narrow stripes while broad bands appear, 
in the trade-mark under discussion in Campbell Soup Co. 
v. Armour £ Co., supra, cannot distinguish these cases. 
Both are mere background or color of the package and, 
in fact, the “bands” under consideration in Campbell 
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Soivp Co. v. Armour & Co., supra had a definite shape and 
relationship while applicant claims contrasting stripes 
of approximate equal width generally without limit as to 
area. The fact that applicant has referred to the stripes 
in its advertising and upon the goods by various phrases 
such as that stating that they are recognized by their 
stripes cannot effect this conclusion for the reasons given 
in the District Court decision in Campbell Soup Company 
v. Armour & Co., supra. (See finding of fact, #19.) 

Under the authority of the foregoing cases, it must be 
held as a matter of law that applicant’s mark is incapable 
of distinguishing applicant’s goods and has not become 
distinctive of applicant’s goods in accordance with Section 
2 (f). 

In view of the foregoing, any discussion of the evidence 
by which applicant attempts to show that its mark has be¬ 
come distinctive is considered unnecessary. In the event 
that further proceedings in this case might make it per¬ 
tinent it should be noted that in my opinion the affidavits 
and exhibits submitted, in spite of the diligence and care 
with which counsel has prepared and presented them, do 
not establish any actual distinctiveness. 

The decision of the examiner of trade-marks is affirmed. 

Jos. E. Daniels 
Assistant Commissioner 

Apr. 21, 1950 

Clarence M. Fisher 
National Press Building 
Washington, D. C. 

Attorney for Appellant 

Howard H. Darbo 
A. Trevor Jones 

20 N. Wacker Drive 

Chicago, Illinois 
Of Counsel 
Washington, D. C. 

August 15, 1952 
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IN THE 


United States Court of Appeals 

For the District of Columbia 


Appeal No. 11,436 

April Term, 1952 


BURGESS BATTERY COMPANY, 

Appellant, 


vs. 


JOHN A. MARZALL, Commissioner of Patents, 

Appellee. 


APPEAL FROM THE DISTRICT COURT FOR THE 
DISTRICT OF COLUMBIA 
Honorable Luther W. Youngdahl, Judge 


BRIEF FOR APPELLANT. 


Jurisdictional Statement. 

The Complaint (App. 1)* was filed by appellant in the 
District Court for the District of Columbia under Section 
4915 R.S. (35 U.S.C. 63) and Section 21 of the Trade- 
Mark Act of July 5, 1946 (15 U.S.C. 1071) (App. 14, 15) 
against appellee, the Commissioner of Patents, for a de¬ 
cree that appellant is entitled to the registration of its 
trade-mark as applied for in its application Ser. No. 541,- 
790, filed July 5, 1947 which registration appellee re¬ 
fused (App. 37, 139). 


* The designation “App.” refers to Appellant’s Appendix and pages 
thereof. It is understood that Appellant’s Appendix contains all of the 
portions of the record which will be referred to by both Appellant and 
Appellee and therefore will be the only Appendix in the case. 


_ 2 _ 

The Court below entered final Judgment (App. 13) on 
January 7, 1952 dismissing the complaint, having ren¬ 
dered an opinion (App. 6) and entered Findings of Fact 
(App. 11) and Conclusions of Law (App. 12). 

The Court’s jurisdiction on this appeal is found in 28 
U.S.C. 1291 providing that the courts of appeals shall 
have jurisdiction of appeals from all final decisions of the 
district courts. Also Code, District of Columbia (1940 Ed.) 
Title 17, Chap. 1, Sec. 101. 

Statement of the Case. 

The ultimate issues here are: 

Is appellant’s stripes design device a trade-mark or 
mark registrable on the principal register of the Trade- 
Mark Act of July 5, 1946, 15 U.S.C. 1051, 60 Stat. 427? 

Is appellant entitled to its registration under Section 
2(f) of the Act, 15 U.S.C. 1052? 

An agreed statement of facts proved at the trial is 
printed in the Appendix (App. 14-30). As therein set 
forth in greater detail, appellant has applied for registra¬ 
tion of its trade-mark portrayed in the drawing (supra ii; 
App. 37) filed with the application and consisting of a 
panel of vertical alternating black and white stripes, 
which trade-mark has been continuously used by appellant 
and its predecessors upon dry batteries since the year 
1917. At the time of the adoption of this trade-mark by 
appellant’s predecessor, no other manufacturer or vendor 
of dry batteries, or of other goods in the same class as 
dry batteries, was using or had used the stripes design 
on such goods. The mark is prominently displayed upon 
the labels of the batteries, which are nationally and inter¬ 
nationally distributed. The batteries bearing the trade¬ 
mark have a reputation for high quality, and sales are 
substantial, amounting to about $11,500,000 in 1951. The 
design has been extensively advertised as the insignia 
of appellant. Such advertising, also of international scope, 
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amounted to about $160,000 in 1950 and, almost without 
exception, appellant’s advertisements display the stripes 
design trade-mark and many advertisements contain refer¬ 
ences to it as being appellant’s trade-mark. Use of the 
stripes design on dry batteries has been limited to ap¬ 
pellant substantially exclusively. 

It was and is the intention of appellant that the stripes 
design shall be taken by the trade and consuming public 
as an indication of the origin of its batteries and, as 
found by the trial Court, “At least a substantial portion 
of the trade, including many competitors, jobbers and 
dealers, and a substantial segment of the purchasing pub¬ 
lic, have come to associate the stripes design, on batteries, 
with plaintiff, Burgess Battery Company, so that they 
ordinarily assume, without necessarily looking at the 
name, that a battery displaying said stripes design is 
made by plaintiff” (App. 12). That is what the evidence 
showed, what the Court found as a fact, and what the 
parties have stipulated in the agreed statement (App. 
24). 

In 1938, appellant had applied for registration of the 
stripes device under the Act of 1905 then in force govern¬ 
ing the registration of trade-marks. That application was 
refused and refusal was affirmed by the United States 
Court of Customs and Patent Appeals, In re Burgess 
Battery Company , 112 F. 2d 820. Thereafter, in 1940, 
appellant applied for registration again under the Act 
of 1905 of a design consisting of a shield or medallion 
surrounded by an area of vertical black and white stripes. 
The rejection of that application was also affirmed by the 
Court of Customs and Patent Appeals, App. of Burgess 
Battery Company, 142 F. 2d 466. 

The application now pending in the Patent Office was 
filed on the effective date of the new Trade-Mark Act of 
1946, July 5, 1947, which Act, except for the saving of 
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certain rights under prior registrations, repealed the 
Act of 1905 and greatly liberalized the treatment of 
trade-marks. The appellee, Commissioner of Patents, hav¬ 
ing refused registration as applied for, and, in view of 
the importance of a factual showing under Section 2(f) 
of the Trade-Mark Act, appellant elected to proceed with 
a trial de novo in the District Court, under R.S. 4915, 35 
U.S.C. 63. 

Specimens of appellant’s trade-mark use as shown in 
the record are found at App. 31, 38, et seq. 

The slogan “Recognized by Their Stripes—Remem¬ 
bered by Their Service”, has been registered by appellant 
with the U. S. Trade-Mark Association since September 
1929 (App. 78); and the slogan “Look for the Black and 
White Stripes” has been registered since November 1929 
(App. 79). 

The panel of vertical black and white stripes has been 
registered by appellant in Canada since 1939 (App. 134- 
137). 

The slogan “Recognized by Their Stripes—Remembered 
by Their Service” was registered by appellant in the 
United States Patent Office, on the Supplemental Register, 
Registration No. 517,556, November 8, 1949 (App. 80). 

Statutory Provisions. 

Relevant parts of the Trade-Mark Act of 1946 (U.S.C. 
Title 15, Chap. 22) are as follows: 

“Sec. 1: The owner of a trade-mark used in com¬ 
merce may register his trade-mark under this Act on 
the principal register hereby established: * * * 

“Sec. 2: No trade-mark by which the goods of the 
applicant may be distinguished from the goods of 
others shall be refused registration on the principal 
register on account of its nature unless it—[specify¬ 
ing particular subjects of exclusion (a), (b), (c), and 
(d) not here pertinent]. 
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(e) Consists of a mark which, (1) when applied to 
the goods of the applicant is merely descriptive * • • 
of them # * *. 

[“Section 2(f)”] 

(f) Except as expressly excluded in paragraphs 
(a), (b), (c) and (d) of this section, nothing herein 
shall prevent the registration of a mark used by the 
applicant which has become distinctive of the appli¬ 
cant’s goods in commerce. * • * 

“Sec. 23: Nature of mark. For the purposes of 
registration on the supplemental register, a mark may 
consist of any trade-mark, symbol, label, package, con¬ 
figuration of goods, name, word, slogan, phrase, sur¬ 
name, geographical name, numeral, or device or any 
combination of any of the foregoing, but such mark 
must be capable of distinguishing the applicant’s 
goods or services. 

‘ ‘ Sec. 27: Registration of a mark on the supple¬ 
mental register, or under the Act of March 19, 1920, 
shall not preclude registration by the registrant on 
the principal register established by this Act. 

“Sec. 45: Trade-Mark. The term ‘trade-mark’ in¬ 
cludes any word, name, symbol, or device or any com¬ 
bination thereof adopted and used by a manufacturer 
or merchant to identify his goods and distinguish 
them from those manufactured or sold by others. 

“Sec. 45: Mark: The term ‘mark’ includes any 
trade-mark, service mark, collective mark, or certifica¬ 
tion mark entitled to registration under this Act 
whether registered or not. 

“Sec. 46(a): # * * All Acts and parts of Acts 
inconsistent herewith are hereby repealed effective one 
year from the enactment hereof, including the fol¬ 
lowing Acts insofar as they are inconsistent herewith 
• # # the Act of February 20, 1905 * * • entitled ‘An 
Act to authorize the registration of trade-marks used 
in commerce * * 

Relevant parts of the Act of 1905 (U.S.C. Title 15, 
Chap. 3 ) repealed by the 1946 Act are as follows: 

“Sec. 1. * • • the owner of a trade-mark used in 
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commerce * * • may obtain registration for such 
trade-mark by complying with the following require¬ 
ments: • • • 

“Sec. 5. * * * Provided, that no mark which con¬ 

sists merely * * * in words or devices which are de¬ 
scriptive of the goods with which they are used * * * 
shall be registered under the terms of this Act • * • : 
1“Ten-year Clause”] 

And provided further, That nothing herein shall pre¬ 
vent the registration of any mark used by the appli¬ 
cant or his predecessors, or by those from whom title 
to the mark is derived, * # * which was in actual and 
exclusive use as a trade-mark of the applicant * * * 
for ten years next preceding February twentieth, 
nineteen hundred and five. 

“Sec. 29. * • * The term ‘trade-mark’ includes 

any mark which is entitled to registration under the 
terms of this Act, and whether registered or not 

# • • yy 

Statement of Points. 

The essential error of the District Court resides in the 
interpretation and application of the law, and only to an 
almost negligible extent in its findings of fact. Except 
for matters of subordinate significance, appellant has no 
quarrel with the first four of the five Findings of Fact 
(App. 11, 12). Finding No. 5 appears to be more in the 
nature of a conclusion of law; to the extent that it is 
considered a finding of fact, it appears to have been 
induced by a misconception of law particularly in view 
of Finding of Fact No. 4. 

Specifically, appellant relies upon the following points: 

(a) The District Court erred in finding that the United 
States Court of Customs and Patent Appeals had held 
that the design sought to be registered was not a trade¬ 
mark and in not finding that what the Court of Customs 
and Patent Appeals had held was that said design was 
not a technical trade-mark registrable under the general 
provisions of the Act of 1905. 



(b) The District Court erred in holding that the prior 
decisions by the Court of Customs and Patent Appeals 
under the Act of 1905 are res judicata against the right 
of appellant to register its design trade-mark under the 
Act of 1946. 

(c) The District Court erred in holding that the Act of 
1946 did not give a new meaning to the term “trade¬ 
mark”, as compared with the meaning given under the 
Act of 1905 and in not holding that this term as defined 
in the Act of 1946 includes marks which were not tech¬ 
nical trade-marks under the Act of 1905. 

(d) The District Court erred in finding that said 

stripes design is merely the ornamental dress of appel¬ 
lant’s batteries, particularly in view of the Court’s find¬ 
ing that the stripes design has become an indication of 
origin. 

(e) The District Court erred in holding that the 

stripes design as used by appellant upon dry batteries 
is inherently incapable of acquiring the status of a trade¬ 
mark or of a registrable mark under the Act of 1946. 

(f) The District Court erred in holding that the 

marks which can be registered on the Principal Register 

of the Act of 1946 are limited to trade-marks, service 
marks, collective marks, and certification marks. 

(g) The District Court erred in holding that appellant 
is not entitled to register the stripes design on the prin¬ 
cipal register under the Act of 1946. 

(h) The District Court erred in dismissing the com¬ 
plaint herein and in not adjudging that appellant is en¬ 
titled to the registration as applied for and to other relief 
prayed for in the complaint herein. 
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Summary of Argument. 

(1) The evidence conclusively establishes, and the Dis¬ 
trict Court has found, that the panel of stripes which ap¬ 
pellant seeks to register as its trade-mark was adopted 
by appellant with the intention that it shall serve to dis¬ 
tinguish appellant’s batteries from similar goods of others, 
and that said trade-mark device does, as a matter of fact, 
distinguish and identify as to origin appellant’s batteries 
in the trade and for the consuming public. The panel 
of stripes is a definitive and easily remembered design, 
not used by others upon batteries, which meets all physical 
and functional requirements of a trade-mark or mark 
registrable under Section 2(f) of the Trade-Mark Act of 
1946, i.e., it is a mark which has “become distinctive of 
applicant’s goods in commerce”. 

(2) The finding of the District Court that the stripes 
design is merely the dress of the batteries is clearly con¬ 
trary* to the evidence and to other findings which es¬ 
tablish the fact that the panel of stripes design does 
serve in every* way as appellant’s trade-mark (i.e., as an 
indication of origin) having been long recognized as such 
by appellant’s competitors, the trade, and by the con¬ 
suming public. 

(3) The holding by the District Court that the stripes 
design is inherently incapable of acquiring the status of a 
trade-mark under the 1946 Act is an erroneous conclusion 
of law in the nature of a judgment non obstante veredicto, 
induced by the District Court’s overriding of its own 
finding of fact and by the error of law as to the effect of 
the new law* [particularly Sec. 2(f)] on the question of 
registrability. 

(4) The holding by the District Court that the 1946 
Act did not give a new meaning to the term trade-mark, 
as compared with the meaning given to the 1905 Act, is 
an erroneous conclusion of law, since Section 2(f) of the 
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1946 Act provides for the registration on the principal 
register of “marks” not registrable as “trade-marks”, 
recognizing the “omission” of the 1905 Act. 

(5) The holding by the District Court that the marks 
which can be registered on the principal register under 
the 1946 Act are limited to trade-marks, service marks, 
collective marks, and certification marks is an erroneous 
conclusion of law, since marks which are none of these 
strictly are being registered and the court has- substituted 
its own words “are limited to” for the word “includes” 
found in the Act. 

(6) At least to the extent that it has been used by 
the lower court as a basis of rejection of appellant’s 
mark, the holding by the District Court that the omis¬ 
sion of reference to labels or dress of goods in connection 
with the principal register and inclusion thereof on the 
supplemental register indicates an intention to confine 
such matters to the supplemental register is an erroneous 
conclusion of law since a “device” is mentioned with 
reference to both registers and is something distinct from 
label or package even though included in the tout ensemble 
thereof. 

(7) In prior proceedings to register the mark under 
the Act of 1905, the Court of Customs and Patent Appeals 
held as a matter of law that the mark was not a technical 
trade-mark because it appeared upon its face to be pri¬ 
marily ornamental (and thus descriptive) and therefore 
not registrable under the general provisions of the 1905 
Act. That Court did not, and could not, consider or find 
facts bearing upon secondary meaning of the mark since 
there was no provision for the registration of secondary 
meaning marks in the Act of 1905 (excepting the ten-year 
clause, not there applicable or invoked). Section 2(f) of 
the Trade-Mark Act of 1946 provides an entirely new 
basis for the registration on the principal register of 
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non-technical secondary meaning marks, under which ap¬ 
pellant has now filed its application. This new provision 
makes trade-mark significance, and therefore registra¬ 
bility, a question of fact. The issue of registrability under 
this new section of the Act of 1946. could not possibly have 
been decided by the Court of Customs and Patent Ap¬ 
peals in proceedings under the old law' more than tw T o years 
prior to the enactment of the superseding Act of 1946. 
Accordingly, the decisions of that Court are not res 
judicata of the issue nowr before this Court of Appeals. 

(8) The authorities cited by the District Court do not 
compel or even support its decision, since they are not 
inconsistent with appellant’s position. 
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ARGUMENT. 


(1) The panel of stripes, being distinctive of appellant’s 
goods in commerce, is registrable under Section 2(f) of the 
Trade-Mark Act of 1946. 

Section 1 of the Trade-Mark Act of 1946 {supra 4) 
makes general provision for the registration of trade¬ 
marks on the principal register. Section 2 contains strong 
language making it clear that registration by the Com¬ 
missioner of Patents is mandatory for any trade-mark “by 
which the goods of the applicant may be distinguished 
from the goods of others” unless registration is spe¬ 
cifically prohibited, and particular grounds of exclusion, 
not here pertinent, are specified {supra 4). In the 
same strong language, Section 2(f) then admonishes 
the Commissioner that “nothing herein shall prevent the 
registration of a mark used by the applicant which has 
become distinctive of the applicant’s goods in commerce” 
{supra 5). 

Appellant bases it rights to registration upon Section 
2(f) of the 1946 Act and upon the express and clear lan¬ 
guage thereof. 

It is to be noted that Section 2(f) is a part of Section 
2 dealing expressly with the Principal Register under the 
heading “The Principal Register” and Section 2(f) there¬ 
fore applies to the Principal Register and not to the Sup¬ 
plemental Register which is dealt with under its own head¬ 
ing in Sections 23-28. 

Appellant has submitted overwhelming and uncontra¬ 
dicted proof that: 

1. Appellant, including its predecessors, has used 
the stripes design device on substantially all dry 
batteries manufactured by it since 1917, and this use 
has been substantially exclusive; 
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2. Appellant and its predecessors intended and 
intend that the stripes design device shall identify 
batteries made and sold by them as batteries manu¬ 
factured by appellant and its predecessors; 

3. A principal objective of the advertising ac¬ 
tivity of appellant and its predecessors for more than 
thirty years has been directed to the promotion of 
the stripes design device, the acceptance by the public 
of batteries carrying this distinguishing trade-mark, 
and educating and developing the habits of the pur¬ 
chasing public in the recognition and acceptance of 
this device as an indication of origin of appellant’s 
quality batteries; and 

4. The trade, including competitors, distributors 
and retailers of dry batteries, and the purchasing 
public, recognize and identify appellant’s batteries 
as such by the stripes design device, and this device 
is, in fact, relied upon to distinguish appellant’s 
batteries from those of its competitors. 

The Agreed Statement filed herein summarizes and ex¬ 
emplifies the evidence of sixty-nine witnesses and docu¬ 
mentary proofs as to the manner and extent of use of 
the mark by appellant (App. 19-24) and as to the recog¬ 
nition of the mark by the trade and the consuming public 
as appellant’s trade-mark (App. 24-29). 

The persistent and continuous policy of reference to the 
stripes as an indication of origin of appellant’s batteries 
as shown in the record is seen with reference to the 
words “Just a Word about Stripes” (App. 42, 48); 
“Look for the Stripes”, (App. 43, 54, 55, 56, 122); “Mr. 
Stripes” (App. 46, 48, 52); “The Well Known Burgess 
Black and White Stripes are the Hallmark of Battery 
Quality” (App. 68, 69); “Recognized by Their Stripes— 
Remembered by Their Service” (App. 75, 76). 

How batteries are recognized as Burgess by their 
stripes, even though no name can be seen, is indicated by 
news items (App. 109, 112, 113, 115). 
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Advertisements of Burgess batteries in foreign countries 
have carried the suggestion “All Burgess Batteries may¬ 
be Recognized by Their Black and White Stripes’’ (App. 
58, 60). 

Burgess battery display booths and stores prominently 
display the stripes insignia (App. 129, 130, 132). 

Even the Burgess Battery Co. water tower w^as striped 
(App. 133) to promote this trade-mark. 

In view of Finding No. 4 by the District Court, ac¬ 
cepted by appellee’s stipulation in the Agreed State¬ 
ment (App. 24), the evidence will not be here reviewed 
in detail, but it is urged that the Court examine it in 
the Appendix. 

The District Court after hearing the testimony and 
considering the evidence has made the positive and con¬ 
trolling finding that “at least a substantial portion of the 
trade, including many competitors, jobbers and dealers, 
and a substantial segment of the purchasing public have 
come to associate said stripes design on batteries with 
plaintiff Burgess Battery Company so that they ordinarily 
assume without necessarily looking at the name, that a 
battery displaying said stripes design is made by plain¬ 
tiff” (Finding No. 4, App. 12). 

Thus, the requirement of Section 2(f) that the mark 
be “distinctive of the applicant’s goods in commerce” 
is fully satisfied and the mark should be registered pur¬ 
suant thereto. 

(2) The finding of the District Court that the stripes 
design is merely the dress of the batteries is contrary to 
the evidence. 

The District Court found that “Plaintiff’s stripes de¬ 
sign is merely the dress of the batteries” (Finding 5, 
App. 12). To the extent that this statement may be con- 
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side red to be a finding of fact, it is clearly contrary to 
the evidence and to Finding No. 4; to the extent that it 
infers that the stripes design device is not physically 
susceptible of being a trade-mark or registrable mark, it 
is to be considered as a conclusion of law. 

Properly understood, the term “dress” used in this 
connection refers to the all-over covering of appellant’s 
batteries, including color scheme, lettering, and elements 
of design, i.e., the aggregation of all elements of appear¬ 
ance of the batteries. Thus, “dress of goods” includes 
trade-marks along with all the parts of the tout ensemble. 
The panel of black and white stripes is an integrated 
and definitive design, one distinctive element of the dress, 
which serves, upon appellant’s batteries, as a “symbol” 
or “device,” proclaiming to those who have previously 
bought batteries so marked or who have seen appellant’s 
advertising, the origin of the batteries. 

The black and white stripes design which comprises ap¬ 
pellant’s trade-mark is a definitive symbol or device which 
readily impresses itself upon the mind and memory of an 
individual observer and which is readily recognized by the 
trade and public as an indication of origin. This dis¬ 
tinction between conglomerate dress and integrated symbol 
or device is illustrated by the testimony of the witnesses, 
summarized as follows in the Agreed Statement (App. 
28): 

“Definitive nature of stripes design. Only some of 
those witnesses who stated they could recognize com¬ 
petitive batteries by label appearance could describe 
with any accuracy those labels; all had stripes design 
clearly in mind. The stripes design was easy to re¬ 
member. ” 

It is to be noted that “indication of origin” does not 
require that a mark must indicate the name of the manu¬ 
facturer, but only that the public has come to associate 
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the “indication” with a common, continuous source for 
the goods, Nims, Unfair Competition and Trade-Marks 
(4th Ed. 1947) Sec. 190. 

Since the concept of “dress”, as distinguished from 
trade-mark symbol or device, involves the probabilities 
that the “dress” (i.e., the tout ensemble ) would not be 
remembered and recognized, the finding that the stripes 
design is merely the dress of the batteries is contrary to 
the evidence, which clearly establishes that the trade and 
public do remember appellant’s trade-mark and recognize 
and identify appellant’s batteries by virtue of the stripes 
design (Finding 4, App. 12). Having no basis in the 
evidence presented at the trial, Finding 5 appears to be 
the District Judge’s conclusion drawn from his view of 
the labels of appellant’s batteries absent the extensive 
factual showing. This erroneous finding, in vacuo, being 
apparently controlling of the judgment entered by the 
District Court, is ground for reversal of the District 
Court’s decision, especially since the Court of Appeals is 
in fully as good a position to draw conclusions from 
physical exhibits and other documentary evidence as was 
the trial Court. 

(3) The holding by the District Court that the stripes 
design is inherently incapable of acquiring the status of a 
trade-mark under the 1946 Act is an erroneous conclusion 
of law. 

The lower Court held as a conclusion of law that plain¬ 
tiff’s stripes design is inherently incapable of acquiring 
the status of a trade-mark under the 1946 Act (Conclu¬ 
sion 5, App. 13). Because this conclusion flies in the 
face of strong and undisputed evidence clearly establish¬ 
ing that the stripes design has in fact acquired the status 
of a trade-mark, it appears to be in the nature of a judg¬ 
ment non obstante veredicto and therefore arbitrary and 
subject to review and correction by this Court. 
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The very essence of the 1946 Act is that trade-mark 
status is a question of fact rather than a question of law. 

(4) The holding by the District Court that the 1946 Act 
did not give a new meaning to the term trade-mark, as 
compared with the meaning given to the 1905 Act, is an 
erroneous conclusion of law. 

After pointing out in the preface to his book, Trade- 
Mark Protection and Unfair Trading (1936), that there 
is hardly any branch of law so rapidly developing and 
changing as the law relating to trade-marks and unfair 
competition, Dr. Derenberg had this to say concerning the 
meaning of the term “trade-mark’’ (p. 29): 

“At first glance, therefore, it would seem that the 
meaning of the term ‘trade-mark’ and its function 
have remained unaltered from the time when pro¬ 
tection was first granted to trade-marks in this coun¬ 
try until the present day, despite the growth of com¬ 
merce and of the law. As a matter of fact, some well- 
known books on trade-marks are rather prone to give 
this impression. It is, of course, quite incorrect. 
Strangely enough, in none of the existing text books 
and other writing on this subject, has an attempt 
been made to trace the development of the term 
‘trade-mark’ and its function within the last ninety 
years. Such investigation would undoubtedly have 
revealed that the trade-mark in Upton’s time had an 
entirely different connotation and function than has 
the modem trade-mark. ” 

Toulmin, Trade-Mark Act of 1946 (1946) comments at 
p. 133*. 


“Moreover ideas concerning trade-mark protection 
have changed in the last 40 years and the statutes 
[prior to 1946] have not kept pace with the commercial 
development.” 
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In Kimberly-Clark Corp. v. Marzall Commissioner of 
Patents , 94 F. Supp. 254, the court said, (p. 257): 

“In Senate Report Xo. 1333, May 14, 1946, [Re¬ 
porting the bill which became the Trade-Mark Act of 
1946J the following statement is found ‘There is no 
essential difference between trade-mark infringement 
and what is loosely called unfair competition. Unfair 
competition is the genus of which trade mark in¬ 
fringement is one of the species: “the law of trade¬ 
marks is but a part of the broader law of unfair com¬ 
petition*’. (United Drug Co. v. Rec.tanus , 248 U. S. 
90, 97). * # • This bill attempts to accomplish these 
various things: * * * 3. To modernize the trade mark 
statutes so that they will conform to legitimate pres¬ 
ent day practice.’ ” 

! 

In reporting upon the bill which matured into the Act 
of 1946, Senator Pepper stated: “The purpose of this 
bill is • # * to simplify registration and make it stronger 
and more liberal * # *” 

In his decision denying registration to appellant on its 
pending registration, the Assistant Commissioner conceded 
that “the trade-mark Act of 1946 permits registration of 
numerous trade-marks which were not subject to registra¬ 
tion under the Act of 1905” (App. 143). 

Onlv technical trade-marks were registrable under the 
general provisions of the Act of 1905. Under a proviso 
(generally known as the ten-year clause supra 6) of Sec¬ 
tion 5 of that Act, marks which were not technical trade¬ 
marks were registrable. A descriptive mark, or other 
mark not a technical trade-mark, might be registrable 
under the ten-vear clause of the Act of 1905 if it had 
acquired a secondary meaning which would qualify it for 
trade-mark protection, and, if it was used as an indica¬ 
tion of origin, such secondary meaning was presumed by 
exclusive use for ten years prior to 1905. 
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Similarly, Section 2(f) of the Act of 1946 provides for 
the registration of “marks” not registrable as “trade¬ 
marks’’, in the same manner that the ten-year clause of 
the Act of 1905 provided for the registration of “marks"’ 
while the general provisions of the Act provided for the 
registration of “trade-marks”. The construction of the 
1905 Act, with particular reference to the meanings of 
these two terms is discussed by Nims, Unfair Competition 
and Trade-marks, (4th Ed. 1947) pp. 787, 78S, as follows: 

“As presented to Congress, the text of the [ten- 
year] proviso was: 

‘And provided further, that nothing herein 
shall prevent the registration of any trade-mark * 
used by the applicant or his predecessors, or by 
those from whom title to the trade-mark is de¬ 
rived, in commerce with foreign nations or among 
the several States or with Indian tribes which 
was in actual and lawful use as a trade-mark of 
the applicant, or his predecessors from whom he 
derived title over ten years next preceding Feb¬ 
ruary twentieth, nineteen hundred and five.’ 

“As finally enacted it reads: 

‘And Provided Further, That nothing herein 
shall prevent the registration of any mark used 
by the applicant or his predecessors, or by those 
from whom title to the mark is derived, in com¬ 
merce with foreign nations or among the several 
States, or with Indian tribes, which was in actual 
and exclusive use as a trade-mark of the appli¬ 
cant or his predecessors from whom he derived 
title for ten years next preceding the passage of 
this Act.’ 

“In the course of its enactment, the wording of 
this proviso was changed and manifestly this change 
of language was made with a definite purpose. It was 
thought that the word *trade-mark’ as used was too 
limited in meaning to fulfill the jmrpose of the Act , 


• Emphasis throughout brief is by the present writer unless otherwise 
indicated. 
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and the broader word ‘mark ’ was substituted. Like¬ 
wise the term ‘and lawful’ was omitted and the phrase 
‘and exclusive’ inserted in its place. The natural in¬ 
ference from these changes is that Congress intended 
to permit registration of marks which were not valid 
common law trade-marks. 

“Judge Noyes writes, referring to this clause: ‘It 
provides that nothing shall prevent the registration of 
any ‘mark’ used as a ‘trade-mark’ for more than 
10 years. The evident purpose is to permit the regis¬ 
tration of marks not amounting to technical trade¬ 
marks but which have been long used as such. This 
is indicated not only by the language of the clause 
itself, but by the history of the passage of the Act 
through Congress. ’ 

“Bradford, D.J., in the Dyer case said: ‘Section 
5 * * * when read in connection with other provisions, 
evidently contemplated that some marks * * # other 
than proper or technical trade-marks might be regis¬ 
tered.’ 

‘Congress evidently had in mind the fact that 
marks, although not susceptible of exclusive appro¬ 
priation at common law, frequently acquired a special 
significance in connection with particular commodities, 
and the language of the fourth proviso was carefully 
chosen in order to bring within the statute those 
marks which, while not being technical trade-marks, 
had been in ‘actual and exclusive use’ as trade-marks 
for ten years next preceding the passage of the Act.’ ” 

In construing the 1905 Act, the United States Supreme 
Court, in Thaddeus Davids Co. v. Davids, 233 U. S. 461, 
(p. 469), held: 

• The applicant, who by virtue of actual and 
exclusive use is entitled to register his mark under 
this clause, [ten-year clause], becomes on due regis¬ 
tration the ‘owner’ of a ‘trade-mark’ within the mean¬ 
ing of the act, # * 

And in the same case the lower court there said: 

“The evident purpose [of the ten-year clause] is 
to permit the registration of marks not amounting to 
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technical trade-marks but which have been long used 
as such.” [Davids Company v. Davids, 178 F. 801, 
803] 

Commenting on the ten-year clause of the 1905 Act, Dr. 
Derenberg, for some time recently an advisor to the Pat¬ 
ent office on trade-mark matters, in Trade-Mark Pro¬ 
tection and Unfair Trading (1936) said at p. 330. 

“Under the ten-year clause, which naturally has 
lost some of its original significance in the passage 
of the years since its enactment, registrability may 
be accorded a ‘secondary meaning’ mark. The [1905] 
statute intentionally neglected to provide—a rather 
serious omission— that marks which have acquired 
such ‘secondary meaning’ since 1905 can be regis¬ 
tered.” 

The “serious omission” of the Act of 1905, referred to 
by Dr. Derenberg in the above quotation, was rectified in 
the completely new Act of 1946, and particularly Section 
2(f) thereof. With reference to this provision of the 
new law, Miss Daphne Robert, a recognized authority on 
trade-marks, states (The New Trade-Mark Manual (1947) 
p. 49): 

“The ‘ten-year proviso* was a statutory recogni¬ 
tion of the common law doctrine of the protection of 
secondary meaning marks, but the recognition did 
not extend beyond those used exclusively during the 
ten-year period prior to February 20, 1905. Section 
2(f) of the new Act also is a statutory recognition of 
the doctrine, but the arbitrary period of use has been 
eliminated; so that any mark which through use 
has acquired such a secondary significance as to be 
distinctive of the goods or services on or in connec¬ 
tion with which it is used may be registered, irrespec¬ 
tive of the length or period of use.” 

In his lecture to the Practicing Law Institute on Nov¬ 
ember 13, 1947 Mr. Leslie D. Taggart, a member of the 
New York Bar and of the Lawyers’ Advisory Committee 
of the United States Trade-Mark Association, stated (38 
T.M.R. 137): 
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“The purpose of section 2(f) is to provide the ad¬ 
vantages of registration where marks are, in effect, 
means of distinguishing products of a particular 
manufacturer, * * • not otherwise registrable. * * * 

“Prior to the Lanham Act, the only possibility of 
registering a mark 'which was not a technical trade¬ 
mark, that is, a mark which did not comply with all 
of the requirements of the old Statute for registra¬ 
tion because it had a few minor flaws in it, was under 
the Ten-Year Clause * • 

The basis for registration provided by Section 2(f) of 
the Act of 1946 offers an entirely new opportunity for 
the registration of non-technical marks which actually 
serve a trade-mark function. There was no counterpart 
in the Act of 1905, except the ten-year clause which 
was available only for marks in use since 1895. Appel¬ 
lant had not used its stripes design mark since 1895 and 
was therefore not able to qualify under the ten-year 
proviso of the Act of 1905, but can and does qualify under 
Section 2(f) of the 1946 Act. 

Except for the mere statement that appellant filed its 
application to register its design mark under Section 2(f) 
(Finding 1, App. 11) there is no indication that the Dis¬ 
trict Court gave any consideration whatever to this new 
basis for registration specifically invoked by appellant. 
The District Court has ignored and nullified this provi¬ 
sion of the law—the very ground upon which appellant 
relies for registration of its mark. 

That Section 2(f) of the Act of 1946 provides an en¬ 
tirely new basis for the registration of trade-marks in the 
Patent office is conceded on all sides. In his lecture on 
October 16, 1947, to the Practicing Law Institute, Dr. 
Derenberg, then trade-mark consultant to the Patent Of¬ 
fice, referred to Section 2(f) as “this innovation of the 
Lanham [1946] Act”. The Patent Office itself considers 
applications for registration on the principal register 
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under Section 2(f) separately from applications for regis¬ 
tration upon the principal register under the general 
provisions of the Act, specifying in its Rules of Practice 
in Trade-Mark Cases (Rule 8.1) that: 

‘‘When registration is sought under section 2(f) 
of the act, the statement shall allege that registration 
is requested on the Principal Register in accordance 
with that section”. 

When registration is granted under Section 2(f), refer¬ 
ence thereto is made on the certificate. 

A recent decision of the District Court for the District 
of Columbia ( Kimberly-Clark Corporation v. Marzall, 
Commissioner of Patents, 94 F. Supp. 254) involved 
an application to register the term “Kimberly Clark” 
as a trade-mark. An application under the 1905 Act 
had been rejected on the ground of the prohibition 
against registering the name of an individual. The appli¬ 
cant there, Kimberly-Clark Corporation then applied un¬ 
der the 1946 Act but asked for registration under Section 
2 without reliance on Section 2(f). Section 2(e)(3) con¬ 
tains a prohibition against the registration of marks 
which are merely surnames. In sustaining the Patent 
Office as to rejection of the mark under Section 2(e)(3), 
Judge Kirkland said (p. 256): 

“The Commissioner of Patents refused to register 
this mark under the Act of 1905 on the prohibition of 
the second proviso of Section 5, which prohibits the 
registration of a ‘mark which consists merely in 
the name of an individual, firm, corporation, or asso¬ 
ciation, not written, printed * * * in some particular 
or distinctive manner # * # \ 

“The Commissioner denied the petition under the 
Act of 1946 under the prohibition of Section 2, sub¬ 
section (e)(3), which prohibits registration of a mark 
which is primarily merely a surname. Plaintiff ad¬ 
mits that his mark consists merely in the combination 
of the two names, and that they have not been writ¬ 
ten, printed, impressed or woven in some particular 
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or distinctive manner or in the association with any 
other word or device. It seems clear that the name 
Kimberly Clark thus falls within the prohibition of 
Section 5 of the 1905 Act, which prohibits registra¬ 
tion of a mark which consists merely in the name of 
an individual, firm, corporation, or association not 
written, printed, impressed or woven in some par¬ 
ticular or distinctive manner. 

“As to the Trade-Mark Act of 1946, plaintiff urges 
that his mark is not primarily merely a surname but 
consists of the combination of two surnames which 
have become identified to the trade as a source of 
certain types and qualities of paper products. Plain¬ 
tiff introduced evidence which established a secondary 
meaning in the trade and which also established sub¬ 
stantially exclusive use of this mark by the appli¬ 
cant in commerce for the five years next preceding 
the date of application. This of course qualifies the 
plaintiff's mark for registration under Section 2(f) 
of the Act. * * * 

“However, plaintiff has for the purposes of this 
action refused a registration under Section 2(f) and 
seeks a registration under Section 2(e) of the Act. 
The problem then is whether the combination of the 
two surnames, Kimberly Clark, falls within the pro¬ 
hibition of Section 2(e)(3), which prohibits registra¬ 
tion of a mark which is primarily merely a sur¬ 
name.” 

It is noteworthy that there was a clear recognition by 
Judge Kirkland of what appellant contends, that what 
was not registrable under the 1905 Act may still be regis¬ 
trable on the Principal Register of the 1946 Act under 
Section 2(f) thereof, and that “Kimberly Clark” could 
be registered under Section 2(f) had that been asked for 
although previously denied registration under the 1905 
Act. 

In that case on appeal ( Kimberly-Clark Corp. v. Mar- 

zall, Comr. Pats. 93 USPQ 191 .... F. 2d.;.App. D.C. 

.), in affirming Judge Kirkland, this Court of Appeals 
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also referred to Kimberly-Clark’s compliance with the law 
as to registration under Section 2(f) on the principal 
register (not the supplemental register as incorrectly and 
no doubt inadvertently referred to by the court) by a 
showing that the mark had come to designate its goods 
and no others and so had acquired a secondary sig¬ 
nificance. 

Appellant here has asked for registration under Section 
2(f). 

Plaintiff’s trade-mark, for which registration is sought, 
has been registered in Canada (App. 134-137) under stat¬ 
utory provisions very similar to Section 2(f) of the U. S. 
Act of 1946. 

In 38 Trade-Mark Reporter 422 (April, 1948) an article 
appears by George H. Riches, Trade-Mark Counsel, 
Toronto, Canada, entitled “Canada—Registration of De¬ 
scriptive Marks, Personal and Geographic Karnes, Etc.” 
in which Mr. Riches compares certain aspects of the 
Canadian law with Section 2(f) of the United States 
Trade-Mark Act of 1946, and says: 

“Great Britain, Canada, South Africa, Australia 
and New Zealand have, for a long time, made special 
provisions for the registration of descriptive words, 
geographical words and other marks which are other¬ 
wise unregistrable under the respective statutes on 
proof that the mark, by long, extensive and exclusive 
use, has acquired a secondary meaning or to put it in 
the w’ords of the judicial authorities ‘has become 
adapted to distinguish* . The Lanham Act recently 
passed by the United States Congress now includes 
a similar provision (Sec. 2(f).” 

Farther on, at page 425, Mr. Riches states: 

“The difference between the British Act and the 
Canadian Unfair Competition Act and the Lanham 
1 Act (U. S. 1946 Act) is, broadly, and clearly, one 
of words and not of substance”. 
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Thus it is seen that the Canadian law is substantially 
the same as the present United States Trade-Mark Law, 
and both present laws are different from the 1905 U. S. 
law\ The Canadian law is no more liberal towrard the 
registration of trade-marks than is the present U. S. 
law'. Therefore, the registration of the stripes design 
trade-mark in Canada, as shown by Plaintiff’s Exhibit 46, 
is persuasive that similar registration is proper under 
the present 1946 U. S. law. 

It appears from this review' of the authorities that 
Section 2(f) of the 1946 Act does provide—as the 1905 
did not—for the registration of any descriptive and 
other non-technical marks w'hich have “become distinc¬ 
tive of the applicant’s goods in commerce”. Giving to 
this section the effect intended as evidenced by the un¬ 
equivocal language used therein, the panel of vertical 
black and white stripes w’hich the District Court found 
distinguishes appellant’s good in commerce, is prop¬ 
erly registrable. There is nothing in the Act which 
would prevent the registration of this mark used by 
appellant and which has become distinctive of the ap¬ 
pellant’s goods in commerce. Section 2 provides that 
“No trade-mark by which the goods of the applicant may 
be distinguished from the goods of others shall be re¬ 
fused registration on the Principal Register”, and Sec¬ 
tion 2(f) that “nothing herein shall prevent the registra¬ 
tion of a mark, used by the applicant which has become 
distinctive of the applicant’s goods in commerce.” 

The District Court has merely relied upon the 1905 
Act and decisions thereunder, and has cited no portion 
of the 1946 law as a basis for setting aside the conclu¬ 
sive showing of distinctiveness as an indication of origin 
of appellant’s mark, and for its holding, nevertheless, that 
the stripes design is inherently incapable of acquiring 
the status of a trade-mark. It is submitted that the Court 
fell into error with respect to the law' and its applica¬ 
tion to the present facts. 
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(5) The holding by the District Court that the marks 
which can be registered on the Principal Register under 
the 1946 Act are limited to trade-marks, service marks, 
collective marks, and certification marks, is an erroneous 
conclusion of law. 

Excluding service marks, collective marks, and certi¬ 
fication marks with which we are not here concerned, to 
say that marks which can be registered on the Principal 
Register under the 1946 Act are limited to trade-marks, 
if by “trade-marks” is meant only marks which were 
registrable under the general provisions of the 1905 Act, 
is to ignore both the law and established Patent Office 
practice. 

Under the 1905 Act there were many decisions holding 
that particular marks were not registrable to their owners 
under that Act because they were descriptive of the goods, 
or were geographically or otherwise descriptive, or were 
surnames. Appellee will not deny that under Section 2(f) 
of the 1946 Act, on the basis of a factual showing of dis¬ 
tinctiveness, many of these identical marks have been 
and are being registered by the same owners on the 
Principal Register under Section 2(f) in total disregard 
of the fact that such marks had been held unregistrable 
under the 1905 Act. 

Section 45 of the 1946 Act defines the term “trade¬ 
mark” as follows: 

“The term ‘trade-mark’ includes any word, name, 
symbol, or device or any combination thereof adopted 
and used by a manufacturer or merchant to identify 
his goods and distinguish them from those manu¬ 
factured or sold by others.” 

This differs from the definition of “trade-mark” in the 
1905 Act which reads as follows: 

“The term ‘trade-mark’ includes any mark which 
is entitled to registration under the terms of this 
Act, and whether registered or not”. 
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It will be seen that the 1946 Act broadens the definition 
and for purposes of registration makes trade-mark sig¬ 
nificance not a question of law as under the 1905 Act 
( i.e what was “entitled to registration”) but a question 
of fact as to whether it is “adopted and used by a manu¬ 
facturer or merchant to identify his goods and to dis¬ 
tinguish them from those manufactured or sold by others”. 
Furthermore, the 1946 definition expressly states that 
the term “trade-mark” includes any “device”, thus not 
limiting the definition to a word or name or even to a 
symbol. The term “device”, included in the 1946 defini¬ 
tion of trade-mark, describes appellant’s panel of vertical 
black and white stripes design perfectly. It is a device 
in law and in fact, used by appellant to identify its 
goods and distinguish them from those of others. 

The 1946 Act defines the term “mark” thus (Sec. 45, 
supra 5): 

“The term ‘mark’ includes any trade-mark, service 
mark, collective mark, or certification mark entitled 
to registration under this Act whether registered or 
not.” 

By use of the word “includes”, which is non-exclusive, 
the term “mark” is given a broader meaning than “trade¬ 
mark”, and it is this same term “mark” rather than 
“trade-mark” which is used in Section 2(f) of the 1946 
Act. 

As indicating the effect of the provisions of Section 
2(f) in dealing with the registration of marks which 
were not trade-marks under the general provisions of the 
1905 Act, the decision of the Commissioner of Patents 
(before Murphy and Klinge, Assistant Commissioners, and 
Frederico, Examiner in Chief) In J. C. Johnson & Son, 
Inc. v. Gold Seal Co., 90 USPQ 373 (September 14, 1951) 
is significant, where it was said, at p. 376: 

“In order to ascertain the precise issue with re¬ 
spect to the registrability or unregistrability of the 
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mark on the application involved, it will be first neces¬ 
sary to determine whether the application is an ap¬ 
plication under Section 2(f) of the Trade Mark Act 
of 1946. If a mark is considered descriptive or mis- 
descriptive, then Section 2(f) provides that it may, 
nevertheless, still be registered if it ‘has become 
distinctive of the applicant’s goods in commerce’. 
However, if the application cannot be considered as 
being an application under Section 2(f) the ques¬ 
tion of whether the mark has become distinctive is 
not then in issue, and it is consequently sufficient to 
dispose of applicant’s right to register the mark, on 
the application presented, if the mark is found de¬ 
scriptive or deceptively misdescriptive.” 

This points up appellant’s position that, under the 
technical definition of “trade-mark”, trade-mark registra¬ 
bility is a question of law (as it was under the 1905 
Act), while under Section 2(f) the technical definition of 
“trade-mark” is not controlling but rather trade-mark 
significance (i.e., what is a registrable “mark”) is a ques¬ 
tion of fact. 

It points up also the error of the District Court here 
in its Conclusion 3 in substituting for the word “in¬ 
cludes” in Section 45 of the 1946 Act the words of its 
own, “are limited to”, and in thus erroneously holding 
that the marks which can be registered on the Prin¬ 
cipal Register under the 1946 Act are limited to “trade¬ 
marks”, giving to trade-marks the meaning of the 1905 
Act (technical trade-marks) and excluding therefrom the 
meaning of the broader term “mark” used in the 1946 
Act and particularly provided for in Section 2(f) of this 
Act. 
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(6) At least to the extent that it has been used by the 
lower court as a basis of rejection of appellant’s mark, the 
holding by the District Court that the omission of reference 
to labels or dress of goods in connection with the Principal 
Register and inclusion thereof on the Supplemental Regis¬ 
ter indicates an intention to confine such matters to the 
Supplemental Register, is an erroneous conclusion of law. 

It is appellant’s position that the panel of stripes con¬ 
stitutes a trade-mark device in and of itself without refer¬ 
ence to tangible elements of the goods, such as label and 
package. However, Judge Youngdahl discussed the regis¬ 
trability of packages and labels in his opinion and be¬ 
cause the conclusion which he reached appears to be in 
error at least as applied to the facts here, the nature of 
the error is discussed in the following paragraphs. In 
other words, appellant does not consider it necessary to 
refute a conclusion as such (whether right or -wrong) 
that labels and packages are not registrable on the 
Principal Register even under 2(f), but only to refute 
Judge Youngdahl’s reasoning to the extent to which he 
has relied upon such conclusion as applied to the facts 
in the instant case. 

The Trade-Mark Act of 1946 defines the term “mark” 
for purposes of the Supplemental Register as follow’s: 

“Sec. 23 For the purposes of registration on the 
supplemental register, a mark may consist of any 
trade-mark, symbol, label, package, configuration of 
goods, name, word, slogan, phrase, surname, geo¬ 
graphical name, numeral, or device or any combina¬ 
tion of any of the foregoing, but such mark must be 
capable of distinguishing the applicant’s goods or 
services. ” 

The District Court considered appellant’s mark as a 
“label’’ or “package” (Opinion, App. 9) -within the defini¬ 
tion of “mark” in Section 23 of the Act, and held that 
this definition applies only to the supplemental register 
and not to the principal register. But the District Court 
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overlooked the fact that the definition of “trade-mark” in 
Section 45 is as broad as or broader than the language 
of Section 23 (referring to the Supplemental Register). 
Sec. 45 uses the word “includes” which is non-exclusive, 
and both use the word “device”. Appellant’s mark is a 
“device”, and just as much a device under Sec. 45 (re¬ 
ferring to the Principal Register) as under Sec. 23. 

A decision of the District Court for the District of 
Columbia (Judge McGuire) in American Enka Corpora¬ 
tion v. Marzall, 92 USPQ 111 .... F. Supp. (decided 

January 2, 1952), subsequent to the opinion of Judge 
Youngdahl herein, is based upon a construction of the 
Act contrary to that of Judge Youngdahl herein. Thus, 
a conflict exists upon this point within the District Court 
for the District of Columbia. Judge McGuire held that a 
slogan (although included in the definition of “mark” of 
Section 23) is not limited to registration on the supple¬ 
mental register, but may properly function as a trade¬ 
mark registrable on the principal register, reversing the 
Commissioner of Patents on this point. The syllabus 
of the report of the American Enka case reads (92 USPQ 
111 ): 

“Certain combination of words, although they are 
also slogans, may function as trade marks; having 
come to function as a true origin indicator and to dis¬ 
tinguish applicant’s goods from those of others, ‘The 
Fate of a Fabric Hangs by a Thread’ is registrable 
on Principal Register under 1946 Act.” 

By the same reasoning, a device capable of distinguish¬ 
ing the owner’s goods is registrable upon the supple¬ 
mental register. It is included in the definition of “mark” 
under the Act (Sec. 23). It is also included in the defini¬ 
tion of “trade-mark” (Sec. 45). Such device may there¬ 
fore be registered also upon the principal register if it 
has become distinctive of applicant’s good in commerce 
as required by Section 2(f). 
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In 194S, Dr. Derenberg wrote (38 T.M.R. 634): 

“Not only does the new Act set up some entirely 
new concepts such as, for instance, certification marks 
and service marks, but it also provides in one of its 
most important provisions that marks which are 
normally registrable only on a supplemental register 
may be registered on the principal register if they 
have acquired distinctiveness.” 

In a recent article on “The Protection of Trade Slo¬ 
gans” in 42 T.M.R. 409 (May, 1952) the writer, there, at 
p. 419, says: 

“Marks which are capable of distinguishing appli¬ 
cant’s goods and not registrable, under Section 2(e), 
may be registered on the Supplemental Register. 
When such a mark becomes distinctive it is regis¬ 
trable under Section 2(f). Section 27 provides that 
‘registration of a mark on the Supplemental Register 
* * * shall not preclude registration on the Principal 
Register.’ Five years after the mark has been regis¬ 
tered on the Supplemental Register, assuming no 
cancellation proceedings are instituted, the mark may 
be registered on the Principal Register. If distinc¬ 
tiveness has already been achieved, why should the 
applicant be required to register on the Supplemental 
Register? If the mark has acquired a secondary mean¬ 
ing sufficient to warrant common law protection 
against unfair competition it should certainly be en¬ 
titled to be registered under Section 2(f) which is a 
legislative adoption of the common law doctrine. The 
history of the Act clearly indicates that one of its 
purposes was to make registrable all marks protect¬ 
able at common law.” 

Whether or not the foregoing be true of labels and pack¬ 
ages generally need not be here decided. The reasoning 
applies however with particular force to “devices” (Le., 
a panel of black and white stripes) such as here in question, 
since “devices” are expressly covered by Sec. 45 (which 
pertains to the principal register) as well as by Sec. 23 
(which pertains to the supplemental register). 
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This construction is confirmed by the provisions of the 
Act itself which specifies that (Sec. 27 supra 5): 

“Registration of a mark on the supplemental regis¬ 
ter, or under the Act of March 19, 1920, shall not pre¬ 
clude registration by the registrant on the principal 
register established by this Act.” 

Under this logical construction of the Act of 1946, a 
particular “device” which will not immediately qualify 
for registration upon the principal register under the 
general provision of Section 2 of the Act may be regis¬ 
tered upon the supplemental register, and, after con¬ 
tinued use and promotion has rendered the mark distinc¬ 
tive of the goods to wdiich it is applied, registration may 
be had upon the principal register under the provisions 
of Section 2(f). 

If that distinctiveness has been acquired before regis¬ 
tration on the supplemental register, registration of the 
device may be had immediately on the principal register. 

It is submitted that the panel of stripes “device” for 
which appellant is seeking registration (even though it be 
also registrable on the supplemental register) is registra¬ 
ble as a mark on the principal register under the provi¬ 
sions of Section 2(f) of the Act of 1946. since it has been 
proved to be distinctive of appellant’s goods in commerce. 

(7) The decisions of the Court of Customs and Patent 
Appeals refusing registration under the 1905 Act are not 
res judicata as to the instant application under the 1946 
Act. 

Appellee suggested at the trial that the issue herein 
is res judicata in view of the previous denial of registra¬ 
tion under the 1905 Act, and the Court so held. This 
suggestion came as a surprise to appellant, as pointed 
out by appellant at the trial. As an affirmative defense, 
it should properly have been pleaded under Federal Rule 
of Civil Procedure 8(c) reading, in part, as follows: 
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“In pleading to a preceding pleading, a party shall 
set forth affirmatively * * • res judicata * * * and 
any other matter constituting an avoidance or affirma¬ 
tive defense. 7 ’ 

Since this defense was not pleaded by appellee (App. 
4, 5) it was not properly invoked at the trial or properly 
sustained by the District Court. 

See the case of Kimberly-Clark Cory. v. Marzall, Com¬ 
missioner of Patents, supra 22 (in the District Court of 
the District of Columbia, 88 USPQ 277; 94 F. Supp 254) 
and on appeal to the Court of Appeals for the District of 

Columbia (93 USPQ 191;.F. 2d.;.App. D.C...) 

where an application w r as rejected under the 1905 Act and 
in a consideration of the application to register the same 
mark under the 1946 Act no question of res judicata was 
raised. 

It is appellant’s principal position with respect to the 
defense of res judicata that the application now pending 
is an entirely new and independent proceeding under a 
completely new trade-mark registration law (the Act of 
1946), particularly Section 2(f) thereof, that the issue 
of registrability under the Act of 1946 could not possibly 
have been determined in a proceeding for registration 
under the Act of 1905 long before enactment of the new 
law, and that the present issue is not, therefore, res 
judicata. This principle is well established: 

“Change of Late. In accordance with the general 
rule stated supra, in this section that the estoppel 
of a judgment extends only to the facts and condi¬ 
tions as they were at the time the judgment was 
rendered, it has been broadly held that res judicata 
is no defense where, between the time of the first 
judgment and the second, there has been an interven¬ 
ing decision or a change in the law creating an 
altered situation, as where the second suit seeks an 
adjudication of rights under a statute enacted subse¬ 
quent to the determination of the first action.” (50 
CJS. 95) 
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“Interpretations of Judicial Decisions. The lan¬ 
guage of a judicial decision is always to be con¬ 
sidered with reference to the circumstances of the 
particular case and the question actually under con¬ 
sideration; and the authority of the decision, as a 
precedent, is limited to those points of law which are 
raised by the record, considered by the court, and 
necessary to the determination of the case.” (Black, 
Law of Judicial Precedents (1912), p. 49) 

As hereinbefore pointed out (supra, pp. 18-25) Section 
2(f) of the 1946 Act provides a basis, entirely new, for 
the registration of non-technical trade-marks. Taking 
advantage of this new provision of the 1946 trade-mark 
law, appellant’s pending application requests registra¬ 
tion by making the requisite factual showing, a show¬ 
ing which was neither called for nor permitted under the 
prior Act. The question of appellant’s right to register 
under the new 1946 provisions could not possibly have 
been determined by the Court of Customs and Patent 
Appeals in its decision that the mark was not registra¬ 
ble upon an application under the 1905 Act. It is elemen¬ 
tary that res judicata is not a bar to a subsequent action 
unless the precise issue was raised and determined in the 
former suit. 

“In order that a judgment may have the effect 
of barring a subsequent action, it must appear, either 
upon the face of the record or by extrinsic evidence, 
that the precise issue was raised and determined in 
the former suit.” (Thompson, Trials (1889) Vol. 
1, par. 1454) 

“A judgment on one cause of action is not con¬ 
clusive in a subsequent action on a different cause 
of action as to questions of fact not actually litigated 
and determined in the first action.” (Restatement of 
the Law of Judgments, Sec. 68) 

As will be pointed out, the Court of Customs and Pat¬ 
ent Appeals did not, and indeed could not, have con¬ 
sidered evidence of the fact of secondary meaning as a 
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basis for registration under the 1905 Act. Evidence 
properly and necessarily offered in the present de novo 
proceeding under R.S. 4915 could not have altered the 
result reached by the Court of Customs and Patent Ap¬ 
peals in the earlier cases since there was no basis for 
the registration of secondary meaning marks in the gen¬ 
eral provisions of the 1905 Act. This is a recognized test 
of non-identity of the issues of two proceedings: 

“Further, the evidence necessary to substantiate the 
second action could not, if offered in the first, have 
altered the result. And this, as we have seen, is one 
of the recognized tests of identity.” (Black, Judg¬ 
ments (1891) Vol. 2, sec. 733) 

An understanding of just what marks were registrable 
under the 1905 Act, under which the earlier applications 
were made and decisions rendered, is essential to an 
understanding of what issues were before, and passed 
upon by, the Court of Customs and Patent Appeals. 

In its decision in the first of the two cases under the 
1905 Act {In re Burgess Battery Co., 112 F. 2d 820) the 
Court of Customs and Patent Appeals quoted from the 
decision of the Examiner of Trade-Marks as follows: 

“ ‘The symbol adopted by the applicant has a 
primary meaning of ornamentation and, in the ab¬ 
sence of any copyright protection, is open to others 
for the purpose of ornamentation. Its eventual use 
as an indication of origin is, of course, protected by 
the law of unfair competition, but its registration as 
a trade-mark is believed forbidden by the above de¬ 
cision {Standard Paint Company v. Trinidad Asphalt 
Manufacturing Company , 220 U. S. 446, 31 S. Ct. 456, 
55 L. Ed. 536)’” 

This was a holding by the Examiner that the device sub¬ 
mitted for registration, while recognized to be an indica¬ 
tion of origin protectible at common law, is descriptive of 
the ornamentation of the article and therefore was not 
registrable under the general provision of the Act of 
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1905. That the rejection was on the technical ground of 
“descriptiveness” is apparent by reference to the author¬ 
ity cited. The Standard Paint Company case, relied upon 
by the Examiner, was a suit for infringement of an 
alleged trade-mark “Ruberoid” for flexible rubber floor¬ 
ing and roofing. The Supreme Court, in affirming the 
decision for defendant there, held that “Ruberoid” is a 
descriptive word, meaning “like rubber” and could not 
qualify as a technical trade-mark. 

The Court of Customs and Patent Appeals then quoted 
from the decision of the Commissioner of Patents as fol¬ 
lows (112 F. 2d 821): 

“ ‘That the over-all striping since its adoption has 
acquired some trade-mark significance does not, in 
my opinion, change the status of the marking from 
constituting primarily the dress or ornamentation 
of the goods to the status of a technical trade mark, 
and in my opinion does not render the mark registra¬ 
ble as a trade-mark. In re Canada Dry Ginger Ale, 
Inc. 86 F. 2d 830, 24 C.C.P.A. (Patents) 804.’ ” 

This is a straightforward finding directed precisely to 
the issue there: Whether or not the mark was a technical 
trade-mark and registrable as such under the 1905 Act. 
The Canada Dry case, cited by the Commissioner, in¬ 
volved the question of registration of a map of Canada 
and it was held that the mark was primarily descriptive 
of the place where the articles were manufactured and 
therefore not registrable, and it w T as held further that 
proof of secondary meaning would not alter this status of 
the mark, the Court there stating (86 F. 2d 832): 

“ ‘The decision of the Supreme Court of the United 
States in the case of Elgin National Watch Co. v. 
Illinois Watch Case Co., 179 U. S. 665 [21 S. Ct. 270, 
45 L. Ed. 365], is unusually pertinent to the facts 
at bar and the contentions of appellee. The court 
there held that words which were merely descriptive 
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of the place where the articles were manufactured 
could not be monopolized as a trade-mark, and that 
the word ‘Elgin’ was such a term, and that, if it had 
acquired a secondary meaning in connection with its 
use, protection from imposition and fraud 'would be 
afforded by the courts, but that, notwithstanding this 
fact, its descriptive or geographic character rendered 
it unregistrable as a trade-mark. Applying the Elgin 
Case to the contentions of appellee, if its wx>rd has 
acquired a secondary meaning, the remedy for unfair 
competition or perfidious dealing by those who seek 
to profit on appellee’s good-will may be afforded in 
jurisdictions other than this, but, since the mark is 
descriptive of the goods, it should not have been regis¬ 
tered.’ ” 

The Commissioner, following this authority, refused 
under the 1905 Act to accept any proof of secondary 
meaning to show, as a matter of fact, the trade-mark sig¬ 
nificance of the mark, the non-technical character of 
which, as a matter of law, rendered it unregistrable un¬ 
der the Act of 1905. 

Continuing its opinion in In re Burgess Battery Co., 
the Court stated (112 F. 2d 821): 

“* * * we know of no authority which authorizes 
the registration of a purely ornamental or distinctive 
‘dress’ for an article. # * # 

“The primary object of such design or ornamenta¬ 
tion not being for the exclusive purpose of indicating 
origin or ownership in a trade-mark sense, the de¬ 
sign or ornamentation cannot be considered as a 
valid trade-mark. (Citing Columbia Mill Company v. 
Akord, 150 U. S. 460, 14 S. Ct. 151, 37 L. Ed. 1144 and 
other cases)” 

The Columbia Mill case involved the term “Columbia” 
which the Supreme Court held was not a valid technical 
trade-mark, being a geographical name, i.e. geograph¬ 
ically descriptive. 







— 38 — 


Then followed in In Re Burgess Battery Co. the defini¬ 
tive holding of the Court of Customs and Patent Appeals 
upon the only issue litigated (112 F. 2d S22): 

“We are of opinion, therefore, as were the tribu¬ 
nals of the Patent Office, that appellant’s striped de¬ 
sign is not registrable under the Trade Mark Act of 
February 20. 7 005.” 

Thus, the Court decided as a matter of law that the 
mark under consideration for registration was not a tech¬ 
nical trade-mark, being, on its face, ornamentally descrip¬ 
tive, and, therefore, was not registrable under the general 
provisions of the Act of 1905. The Court did not, and 
could not, consider, or hear, or find facts bearing upon 
secondary meaning of the mark, since there was no pro¬ 
vision for the registration of secondary meaning marks 
under the Act of 1905 (excepting the Ten-Year clause) 
and proof of secondary meaning as a basis for registra¬ 
tion under the Act of 1905 was immaterial and therefore 
inadmissible. In re Canada Dry Ginger Ale, Inc., S6 F. 2d 
S30. 

The second Court of Customs and Patent Appeals de¬ 
cision ( App. of Burgess Battery Co., 142 F. 2d 466) in¬ 
volved an application to register a mark consisting of a 
shield or medallion design surrounded by the black and; 
white stripes design. As in the earlier case, registration 
was sought under the general provisions of the Act of 
1905. This decision of the Court of Customs and Patent 
Appeals was little more than a reconsideration and af¬ 
firmance of the earlier decision. The only issue before 
the Court was whether or not the combination design in¬ 
cluding the stripes device as such was registrable under 
the general provisions of the Act of 1905, and the Court 
held that it was not so registrable. 

It is clear from the foregoing that— 

1. Only technical trade-marks were registrable 
under the general provisions of the Act of 1905; 
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2. Whether or not a particular mark was a regis¬ 
trable trade-mark under the Act of 1905 was deter¬ 
mined as a matter of law on the basis of examination 
of the mark itself in consideration of its inherent 
characteristics; 

3. The stripes design device w T as held unregistra- 
ble under the 1905 Act because of the broad prohibi¬ 
tion in that Act against the registration of primarily 
descriptive (i.e., here ornamentally descriptive) marks; 
and 

4. There was no provision for the registration of 
secondary meaning trade-marks (non-technical marks 
actually serving a trade-mark function) under the 
general provisions of the Act of 1905, and extrinsic 
evidence was not admissible to show secondary mean¬ 
ing as a basis for such registration. 

All of this has been changed by the Trade-Mark Act of 
1946. Instead of non-technical trade-marks being refused 
registration as a matter of law it is now a question of 
fact as to whether a non-technical mark has “become dis¬ 
tinctive of applicant’s goods in commerce (Sec. 2(f))” 
and if so “nothing herein shall prevent the registra¬ 
tion.” 

The positive prohibition against the registration of 
descriptive marks (-whether functionally descriptive, geo¬ 
graphically descriptive or ornamentally descriptive) in 
the 1905 Act the conditional prohibition in Section 2(e) of 
the 1946 Act are expressly overruled by Section 2(f) of the 
1946 Act, when applicable. 

Appellant accepted the decisions of the Court of Cus¬ 
toms and Patent Appeals holding that its stripes design 
mark was not a technical trade-mark as contemplated by 
the Act of 1905. It had no further recourse under the 
Act of 1905, but it has filed its pending application for 
registration of its said trade-mark as a secondary mean¬ 
ing mark under the new provisions of Section 2(f) of the 
Act of 1946. Thus, for the first time, the issue of sec¬ 
ondary meaning was before the Patent Office in connec- 
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tion with this new application, and the issue is now be¬ 
fore the Court with the admitted establishment of sec¬ 
ondary meaning by additional evidence not before the 
Patent Office but properly received for consideration in 
this de novo proceeding under R.S. 4915. 

The Act of 1905 having been repealed by the Act of 
1946 and the law applicable to the registration of appel¬ 
lant’s mark having been changed, it is submitted that the 
issue joined by the pleadings herein, arising for the first 
time in this suit, is not res judicata, and the holding of 
the District Court in this regard, which quite clearly con¬ 
trolled the entire decision of the Court, is in error. 

(8) The authorities cited by the District Court do not 
compel or even support its decision. 

In addition to the two Burgess Battery Co. cases, which 
have already been discussed, the District Court in, its 
opinion noted other citations which are briefly discussed 
as follows: 

McLean v. Fleming, 96 U.S. 245, 254 (1877); Nims, 
Law of Unfair Competition, 4th Ed. (1947) p. 514; and 
Robert, New Trade-Mark Manual (1947) pp. 4, 5, are 
cited by the Court in connection with a discussion of the 
definition of “trade-mark”. These authorities contem¬ 
plate the Upton definition of a trade-mark at common 
law. Since the Act of 1946 has its own definitions of 
“mark” and “trade-mark” registrable under its provi¬ 
sions, the Court’s discussion and the authorities are 
largely immaterial to the present issue of registrability 
of a “mark” under Section 2(f) of the current statute. 

Derenberg, The Lanham Trade-Mark Act, 39 T.M.R. 
S33 (1949) also cited by the Court in the reference to 
the definition of “trade-mark” has this to say: 

“Despite the unstable foundation of the defini¬ 
tional structure of the Lanham Act, to which I have 




just alluded, the scope and meaning of the term 
‘trade-mark’ for purposes of registration on the 
principal register emerges as quite similar to the old 
common law concept and that established under the 
Act of 190"). it is, of course, true that in certain par¬ 
ticulars the demand for more liberal registration has 
been met by the new Act for the first time. * * *” 

This is hardly authority for the refusal of registration 
of appellant’s mark where the application specifically in¬ 
volves the provision (Section 2(f)) for “more liberal 
registration” which “has been met by the new Act for the 
first time”. 

Three text writers (Derenberg, Second Year of Admin¬ 
istration of the Lanham Act, 39 T.M.R. 657, 658; Nims, 
id. 331 and Amdur, Trade-Mark Law and Practice, p. 40) 
are cited in support of the Court’s conclusion that certain 
types of marks, including packages, labels and slogans, 
referred to in Section 23 of the 1946 Act are registrable 
on the supplemental register and not on the principal 
register. Referring to this particular holding in the in¬ 
stant case, the following comment on Judge Youngdahl’s 
opinion is made by Lunsford in “The Protection of Trade 
Slogans”, 42 T.M.R. 409 (May, 1952) at page 418: 

“The commentators referred to are Nims, Amdur 
and Derenberg. Mr. Nims’ book does not deal with 
the Lanham Act, Amdur merely quotes the Act with¬ 
out comment, it is a case of Derenberg against Rob¬ 
ert, Callman and Ladas who were all overlooked by 
the Court. The conclusion is sweeping and its logic 
conflicts with his colleague’s [Judge McGuire] opin¬ 
ion in the American Enka case [supra 30].” 

It might be added that Dr. Derenberg prophesied that 
the outcome of the American Enka would determine the 
law applicable to this question (The Third Year of Ad¬ 
ministration of the Lanham Trade-Mark Act of 1946, 40 
T.M.R. 914, 915 [1950]. In his decision in the instant case 
the Commissioner relied upon the Patent Office decision in 
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the American Enka case (App. 144). That case (supra 30) 
has now been finally adjudicated against the position of the 
Patent Office and at variance with the holding of Judge 
Youngdahl in the instant case. 

Compbell Soup Co. et al. v. Armour & Co. (C.A. 3 
1949) 175 F. 2d 795 was a suit for injunction to stop the 
use by Armour of a half red and half white label used on 
its food products, the plaintiffs (there w^ere two of them, 
Campbell Soup Company and Carnation Company, two 
unrelated companies) having used labels having an upper 
half of red and a lower half of white. The court found 
that red and white labels had been used in the food in¬ 
dustry bv concerns other than those involved for various 
periods of time up to forty years. In addition to the an¬ 
omaly of two unrelated plaintiffs claiming distinctiveness 
in the same label, and the lack of distinctiveness actually 
found, due to use by others, the court said (p. 798): 

‘‘What the plaintiffs are really asking for then is 
a right to the exclusive use of labels which are half 
red and half white for food products.” 

In affirming the refusal of an injunction on the facts 
the court of appeals did say (175 F. 2d 798, 799): 

“Plaintiffs cite to us a number of cases, however, 
in which various color combinations as trade-marks 
have been upheld. Here, too, the law is well settled. 
Color is a perfectly satisfactory element of a trade¬ 
mark if it is used in combination with a design in the 
form, for example, of a picture or a geometrical fig¬ 
ure. The Barbasol case is typical. Here was a pack¬ 
age using several colors but in a distinct and arbi¬ 
trary design. The mere division of a label into two 
background colors, as in this case, is not, however, 
distinct or arbitrary, and the District Court so found. 

“When we say that plaintiffs cannot have exclusive 
right to a trade-mark of a red and white label, we 
are by no means denying their right to acquire a 
trade-mark when the color is combined with other 
things in a distinctive design. * * *” 
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This is a recognition by the court that an arbitrary 
design or device, e.g. appellant’s panel of vertical black 
and white stripes, may be a trade-mark or a mark indi¬ 
cating origin. 

Life Savers Corporation v. Curtiss Candy Co. (C.A. 7 
1950) 1S2 F. 2d 4, was a suit for trade-mark infringement 
and unfair competition. Plaintiff’s there alleged mark 
comprised, on an elongated package of candy discs, a se¬ 
ries of circular bands colored red, yellow, green, orange 
and purple, picturing, in effect, as found by the court, 
the various fruit flavors of the discs contained in the 
package. Defendant’s fruit flavored candy discs were 
marketed in wrappers which also comprised circular 
bands of color, such as green for lime flavor, yellow for 
the lemon flavor, etc., and designed to simulate the ap¬ 
pearance of the candy discs contained therein. 

In affirming a dismissal of the action the court of ap¬ 
peals said (182 F. 2d 6): 

“The stripes are so designed that they give the 
impression that the multi-colored candy discs inside 
the package can be seen through a transparent wrap¬ 
per. * * * [p. 7] the use of color, including colored 
stripes, as the background on labels is functional and 
indicates what color and flavor of candy the package 
contains.” 

The Life Savers case is thus clearly distinguished and 
is not applicable to the question of registrability of ap¬ 
pellant’s panel of vertical black and white stripes which 
is not functional nor suggestive of the contents of the 
package but is arbitrary- and fanciful. 

No foundation is seen in cases cited in the District 
Court’s decision for its sweeping conclusion against the 
registrability of appellant’s mark. 

The Barbasol case ( The Barbasol Company v. Jacobs 
1G0 F. 2d 336, Seventh Circuit Court of Appeals, 1947) is 
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authority for the standing and registrability of appel¬ 
lant’s trade-mark here. That proceeding was a trade¬ 
mark infringement suit in which the plaintiff's there reg¬ 
istered trade-mark consisted of “parallel diagonal blue, 
white and red stripes in the color sequence of blue-white- 
red-white,blue-white-red-white, etc., the said colored 
stripes forming a border for a rectangular panel or field 
in color'’. The defendant’s label included “two narrow 
verticular panels with alternating diagonal red, white and 
blue spirally designed stripes, one panel on each side of 
the jar”. The Court held that plaintiff’s trade-mark was 
valid and that the defendant’s mark being “a ‘colorable 
imitation' of plaintiff’s trade-mark design’’ infringed. In 
discussing the question of validity of plaintiff’s trade¬ 
mark, and the attack by defendant thereon, the Court of 
Appeals, in the course of its opinion stated as follows 
(106 F. 2d 339): 

* Confining the design solely to the colored 
striping, defendant further argues that it is merely a 
generic term or symbol which plaintiff had no right to 
appropriate to its exclusive use because the striping 
is descriptive of and generic to goods usually found 
in a barber shop. * * * We think there is no merit to 
this contention. 

• ♦ ♦ * 

“We conclude that plaintiff’s mark * * * consti¬ 
tutes a valid trade-mark.” 

Tt is particularly noteworthy that the defendant in that 
case (on the principle of statutory trade-mark infringe¬ 
ment and not merely unfair competition) was held to in¬ 
fringe plaintiff’s trade-mark by reason of the use of a 
design which consisted of stripes. This is a clear holding 
that a stripes design, such as that of plaintiff there and 
of appellant here, has standing and registrability as a 
trade-mark. The analogy here is close and the Barbasol 
decision serves to distinguish the instant case from the 
Campbell Soup case and the Life Savers case. 
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CONCLUSION. 

The District Court has found as a fact that appellant’s 
stripes design is a mark of origin of dry batteries manu¬ 
factured by appellant. Thus in effect it “has become 
distinctive of applicant’s goods in commerce”. The Pat¬ 
ent Office did not have the same factual record before it. 
The Court has refused registration upon an erroneous 
view of the law, overriding its own finding and disregard¬ 
ing the controlling evidence of distinctiveness for the first 
time submitted to the Court. 

The 1946 Trade-Mark Law was enacted in an attempt 
to recognize realities and to remove technical legal bar¬ 
riers to the registration of distinctive terms and devices 
used by business men as trade-marks. The view of the 
lower court here defeats that purpose and imposes upon 
the 1946 Act a narrow and unrealistic construction di¬ 
rectly contrary to the very purpose of the new law. 

Appellant has persistently and continuously stressed 
the trade-mark character of its stripes design, and that 
long and vigorous campaign has caused that device to be¬ 
come recognized as appellant’s trade-mark for dry bat¬ 
teries. Registration will merely record, as provided by 
the law, that already established recognition by the pub¬ 
lic. The equities strongly bespeak appellant’s right to 
register it, and appellant has brought itself within the 
provisions of the Act. Refusal to register flouts the rec¬ 
ognition by the public and is an injustice to appellant. 
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The judgment appealed from should be reversed and 
the District Court directed to issue a decree in accord¬ 
ance with the prayer of the complaint herein. 

Respectfully submitted, 

Clarence M. Fisher 
National Press Building 
Washington 4, D. C. 

Attorney for Appellant 

Howard H. Darbo 
A. Trevor Jones 
Jones, Tesch & Darbo 
20 No. Wacker Drive 
Chicago 6, Illinois 
Of Counsel 

Washington, D. C. 

September 15, 1952 
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APPEAL NO. 11,436 

STATEMENT OF QUESTIONS PRESENTED 

In the opinion of the appellee, the questions pre¬ 
sented are: 

(1) Whether express holdings by the United States 
Court of Customs and Patent Appeals that the iden¬ 
tical design here sought to be registered involves merely 
the dress of the goods and can have no trade-mark sig¬ 
nificance are res judicata in the present proceeding. 

(2) Whether the term “trade-mark” as used in the 
Trade-Mark Act of 1946 has a different meaning from 
that of the same term as used in the Trade-Mark Act 
of 1905. 

(3) Assuming the answer to question (1) above to 
be in the negative, then the further question is pre¬ 
sented whether the design here involved is merely the 
dress of the goods or a valid trade-mark capable of 
registration under the Act of 1946. 
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BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 

This is an appeal from the judgment of the United 
States District Court for the District of Columbia (13)* 
dismissing the complaint in an action under Section 21 
of the Trade-Mark Act of 1946 and Section 4915 of the 
Revised Statutes (U. S. C., title 35, sec. 63) in which 
the appellant sought to have the court authorize the 
registration as a trade-mark for batteries of a design 
consisting of alternate black and white stripes of in¬ 
definite size and extent, on the Principal Register under 
the provisions of Section 21(f) of the 1946 Act. 

i 

•The numbers in parentheses refer to pages of appellant’s 
appendix. 
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SUMMARY OF ARGUMENT 

1. Appellant's design cannot properly be registered 
on the Principal Register unless it is a trade-mark. 

2. There are many features which may, by associa¬ 
tion come to indicate origin, but which are not and can 
never become valid trade-marks. 

3. The issue here involved is res judicata against 
the appellant. 

4. Regardless of any question of res judicata, the 
appellant’s design is not a trade-mark no matter how 
distinctive it may have become, and registration was 
properly refused for that reason. 

5. The evidence would not support a holding that the 
design here involved is or ever was the primary means 
of identifying the appellant’s goods. 

ARGUMENT 

The present action seeks to register the stripes design 
on the Principal Register under Section 2(f) of the 
1946 Act. That section provides for the registration 
of a “Mark used by the applicant which has become 
distinctive of the applicant’s goods in commerce.” The 
word “mark” is defined in Section 45 of the Act as 
follows: 

“The term ‘mark’ includes any trade-mark, serv¬ 
ice mark, collective mark or certification mark 
entitled to registration under this act, whether 
registered or not.” 

It is not contended that the present design falls into 
any of the last three categories and accordingly, unless 
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it can be held to be a trade-mark within the meaning 
of the 1946 Act, it cannot be registered on the Principal 
Register. 

It is suggested by the appellant that, since the defini¬ 
tion just quoted uses the word “includes,’’ it is broad 
enough to comprehend things other than those speci¬ 
fied. That is not thought to be a sound contention. The 
very word “definition” indicates that the limits of the 
term in question are pointed out or defined, and a state¬ 
ment which merely gave random examples would not 
be a definition. For example, it clearly would not be 
proper to define the word mammal as a class of animals 
including dogs and cats. When a word is defined solely 
in terms of what it includes, the only reasonable infer¬ 
ence is that everything else is excluded. 

The basis on which registration has been refused in 
the present case is that the stripes design is not, and 
cannot be, a trade-mark, for the reason that it is merely 
an ornamental design or dress which cannot be monop¬ 
olized. The record, including the defendant’s exhibits, 
amply establishes that it is common practice to orna¬ 
ment boxes and packages of many kinds with stripes. 
That idea, therefore, clearly does not involve invention 
or even novelty, and could not be accorded even the 
limited protection of a design patent, and yet the ap¬ 
pellant, on no other basis than that it has been the first 
or most persistent, in using stripes on batteries, seeks 
to obtain what would amount to a perpetual monopoly 
on that design. 

It is, of course, true that, under the law of unfair 
competition the appellant could prevent others from 
using stripes in such a manner as to amount to a de- 
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ceptive imitation; but it should not be accorded a regis¬ 
tration which would forever preclude the makers of 
batteries from using that conventional form of orna¬ 
mentation in any manner whatever. The number of 
colors and of simple designs which are practicable for 
large scale production is limited, and if the early comers 
were able to appropriate them all they would be able 
to stifle competition. 

With respect to trade-marks there are three possible 
classifications. The first class comprises those which 
are obviously and inherently trade-marks and could 
serve no other purpose, including coined or arbitrary 
words such as kodak, and arbitrary designs such as 
a white star or a gold seal. Features of that character 
are immediately recognized as indicating origin. The 
second class includes things such as geographical and 
descriptive expressions which, when first seen, would 
not be assumed to indicate origin in any particular per¬ 
son or firm, but which, by association, may acquire a 
secondary meaning of origin. Such things may be 
registered under section 2(f) of the 1946 Act, upon 
a showing that they have acquired a secondary meaning. 

The third class includes things which can never be¬ 
come trade-marks no matter how exclusively they may 
be used, for a time, by one person or firm; for the reason 
that by their very nature they are open to everyone 
and cannot be monopolized. Thus, in the case of Kellogg 
v. National Biscuit Co., 305 U. S. Ill, the United States 
Supreme Court held that the National Biscuit Com¬ 
pany had no exclusive right to the name “shredded 
wheat” despite a long period of exclusive use; and in 
Dixie Rose Nursery v. Coe, 76 U. S. App. D. C. 371, a 
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similar holding was made in refusing registration to 
the name “Texas Centennial” for a variety of roses. 
Similarly, features which are useful cannot be appro¬ 
priated as trade-marks. In Dausman v. Ruffner, Fed. 
Case 3585, it was held that marking a plug of tobacco 
to indicate where it was to be cut was not a proper 
trade-mark, since anyone was entitled to use such mark¬ 
ing. A similar holding was made in In re Oneida Com¬ 
munity Limited, 41 App. D. C. 260, with respect to a 
reinforcing film on a spoon. In refusing registration 
the Court said “this alleged trade-mark should not be 
registered for clearly no functional feature of a device 
is a proper subject for trade-mark registration.” As 
was said in Herz v. Loewenstein, 40 App. D. C. 277: 

“The Trade-Mark Act cannot be used as an ave¬ 
nue to escape the limitations of the patent law. 
* * * the size and shape, or mode of construction 
of a box, barrel, bottle or package in which goods 
may be put is not a trade-mark.” 

The same principle naturally applies to ornamenta¬ 
tion and there is no more reason why one person should 
be given the exclusive right to a conventional ornamen¬ 
tation than to a utilitarian feature. 

The appellant’s brief appears to question the pro¬ 
priety of considering the issue of res judicata in this 
case, and argues that it was not raised in the answer to 
the complaint. It wull be noted that in the answer (5) 
it was asserted that the registration was properly re¬ 
fused for the reasons given in the statement of the 
Examiner (139) and the decision of the Assistant 
Commissioner (141). While the statement and de- 
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cision do not use tlie words “res judicata” they are 
clearly predicated in part on the ground that the 
former decisions of the Court of Customs and Patent 
Appeals are controlling. Appellant’s objection, there¬ 
fore, is at best highly technical. Moreover, regardless 
of the pleadings, it is the duty of a court, in deciding a 
case of this character, to consider all pertinent reasons 
which might prevent registration (American Steel <& 
Wire Co. v. Coe, 70 App. D.C. 138, 105 F. 2d 17; Hill 
v. Wooster, 132 U. S. 693). The court below, therefore, 
was clearly right in considering the question of res 
judicata. 

The stripes design here involved has been twice con¬ 
sidered by the Patent Office and by the Court of Cus¬ 
toms and Patent Appeals. The decisions of the Court 
are in two cases, both entitled In re Burgess Batteiy 
Co. and reported in 112 F. 2d 820 and 142 F. 2d 466. 
They will be referred to herein as the first and second 
Burgess cases, respectively. 

The effect of a decision of the Court of Customs and 
Patent Appeals in a case involving one application of 
a party, on an action under R. S. 4915 based on a 
second application of the same party was stated by 
this Court in Hemphill v. Coe, 121 F. 2d 897, 74 App. 
1). C. 123 as follows: 

“Under Section 4915, an appeal from a decision of 
the Patent Office (Board of Appeals) to the Court 
of Customs and Patent Appeals precludes later 
maintenance of a bill in equity upon the same ap¬ 
plication. The remedies are alternative and mu¬ 
tually exclusive, though differing in that the equity 
suit affords an opportunity for introduction of 
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new evidence which is lacking in the appeal. The 
remedy elected is conclusive of the issues raised 
and of those which might have been raised. A 
party therefore, by filing a second application can¬ 
not obtain a review of questions which were, or 
might have been, determined on a review relating 
to the first.” ! 

Under generally similar circumstances, in Blackford 
v. Wilder, 28 App. D. C. 535, this Court said: 

“Whether the former decision was right or wrong, 
or was induced by the want of the particular evi¬ 
dence that was offered in the present case, is not 
the question. However, that might be it was final 
and put an end to the litigation in the first inter¬ 
ference. It must be held, therefore, as conclusive 
of every question that not only was but also might 
have been presented and determined in that case.” 

It is thus apparent that the appellant cannot, in the 
present proceeding, relitigate any question that was or 
could have been decided in either of its applications 
which were appealed to the Court of Customs and Pat¬ 
ent Appeals. For the purposes of the present action, 
the holdings of that Court in those cases are to be 
regarded as correct, and not subject to attack. 

In the first Burgess case, the Court made the follow¬ 
ing holding: 

“We think * * *that appellant’s design is merely 
a colored label or dress of black and white alter¬ 
nating stripes the office of which (design) is not 
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to point out distinctly the origin or ownership of 
the articles to which the label is affixed.” 

That statement was quoted and reaffirmed by the 
Court in its second decision. 

Section 45 of the 1946 Trade-Mark Act defines a 
trade-mark as including “any word name, symbol or 
device adopted and used by a manufacturer or mer¬ 
chant to identify his goods and distinguish them from 
those manufactured or sold by others.” 

It is submitted that that definition and the quoted 
ruling of the Court are sufficient to dispose of the 
present case. If the office of the appellant’s design “is 
not to point out distinctly the origin or ownership of 
the articles” then certainly the design could not have 
been adopted and used to identify the articles and dis¬ 
tinguish them from others, as required by the defini¬ 
tion of a trade-mark in the 1946 Act. 

It does not appear to be denied by the appellant that 
the office of a trade-mark now as formerly must be to 
point out origin. Since it has been conclusively held 
that the appellant’s design does not do this, it is not 
a trade-mark and hence not registrable on the Principal 
Register. Conversely, a holding in this case that the 
design is registrable would necessarily involve a hold¬ 
ing that it does point out distinctly the origin or owner¬ 
ship of the articles” and would thus amount to a ruling 
that the decisions of the Court of Customs and Patent 
Appeals are wrong. 

While it is considered to be clear, from a simple 
comparison of the prior Burgess decisions with the 
definition in the 1946 Act that it is res judicata that the 
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present design is not a trade-mark within the meaning 
of that act, it is thought proper in view of the extensive 
preparation and elaborate presentation of this case, 
and of the fact that it is one of the first to reach this 
Court under the 1946 Act, to consider at some length 
the question as to the effect, if any, of that Act upon 
the meaning of the term “trade-mark/’ 

Such consideration is pertinent by reason of the fact 
that the court clearly held in each of the Burgess cases 
that the stripes design was not and could not be a trade¬ 
mark. A typical statement of this in the second de¬ 
cision, is that “stripes, which are a mere dress of the 
goods, can have no trade-mark significance.” It is thus 
conclusively established that the design here sought to 
be registered was not a trade-mark in 1944, when the 
second case was decided. If it was not a trade-mark 
then it is not one now unless the meaning of the term 
has been changed by the 1946 Act. It is thus a pre¬ 
requisite of the appellant’s right to succeed in this 
action that it should show that the 1946 Act gave a 
new meaning to the term “trade-mark.” 

It should be noted that the court in the Burgess cases 
did not merely hold that the stripes had not acquired 
status as a trade-mark, but that they were inherently 
incapable of doing so. Thus, in the second case the 
Court held that the effect of its first decision was that 
“stripes, which are a mere dress of the goods can have 
no trade-mark significance because they do not point 
out the origin of the articles to -which the label is 
affixed” (italic added). That holding, moreover, was 
made despite evidence similar to that now presented 
as to alleged exclusive use and distinctiveness. 
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While the 1946 Act contains a definition of “trade¬ 
mark,” the 1905 Act, under which the prior Burgess 
cases were decided, does not. The meaning of the term 
under the 1905 Act was, however, clearly fixed by de¬ 
cisions and texts; and that meaning corresponds exactly 
to the definition in the 1946 Act. A most striking dem¬ 
onstration of this is found in a comparison of the defi¬ 
nition in the 1946 Act with the classic definition by 
Francis H. Upton, published in 1S60. It is stated in 
Xims on Unfair Competition, 4th Edition (1947), page 
514 that: 

“In the mass of writing on this subject that has 
appeared since Mr. Upton wrote this paragraph it 
would be difficult to find a clearer or more compre¬ 
hensive statement of the concept of a trade-mark.’’ 

Upton’s definition is as follows: 

“A trade-mark is a name, symbol, figure, letter, 
form or device adopted and used by a manufac¬ 
turer or merchant in order to designate the goods 
that he manufactures or sells and distinguish them 
from those manufactured and sold by another; 
[to the end that they may be known in the market 
as his, and thus enable him to secure such profits 
as result from a reputation for superior skill, 
industry or enterprise.”] 

The definition of a trade-mark in the 1946 Act is as 
follows: 

“The term ‘trade-mark’ includes any word, name, 
svmbol or device or anv combination thereof adopt- 
ed and used by a manufacturer or merchant to 
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identify his goods and distinguish them from those 
manufactured or sold by others.” 


The portion of Upton’s definition enclosed in brack¬ 
ets, which brackets, of course do not appear in the 
original definition, merely states whv trade-marks are 
desirable and does not assist in defining them. That 
portion, therefore may be disregarded. In other re¬ 
spects the definition in the 1946 Act is almost a ver¬ 
batim copy of that of Upton. The definition in the act 
uses the word “identify” where Upton uses “desig¬ 
nate,” but those words, as used are clearly synonymous. 
As will later appear the word “identify” was used in 
that connection long prior to the 1946 Act. The 1946 
Act also refers to “his goods” where Upton refers to 
“the goods that he manufactures and sells”. Those 
expressions, of course, are identical in meaning. 

It is submitted that it is not possible, after compar¬ 
ing these two definitions, to come to any other con¬ 
clusion than that the framers of the 1946 Act intended 


to adopt the accepted common law definition of a trade¬ 
mark given by Upton. That is evidently the opinion of 
Nims, who states in a note on page 514 that “This 
definition (Upton’s) apparently is the basis of the 
definition used in the Statute of July 5, 1946, Sec. 45.” 

Nims also points out that Upton’s definition was 


“substantially adopted” by the United States Supreme 


Court in McLean v. Fleming, 96 U. S. 245, 254. 


It is also to be noted that Nims on page 535-A, after 


quoting the definitions of trade-mark, trade name, etc., 


contained in the 1946 Act, says: 
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“These definitions are not substantive law. Regis¬ 
tration under this statute as under the Act of 1905, 
does not create trade-mark rights. It makes action¬ 
able the deceptive and misleading use of marks in 
such commerce (i.e. that within the control of Con¬ 
gress). (Sec. 45b). This is merely declaratory of 
the present common law.” 

Similarly, in the New Trade-Mark Manual bv Rob- 
ert, published in 1947 by the Bureau of National 
Affairs, Inc., and said, in the preface, to be “an analysis 
of the Lanham Trade-Mark Act,” Upton’s definition 
is quoted on pages 4 and 5 with the statement that 
“although it was published as early as 1860, one of the 
best definitions of a trade-mark to be found is as fol¬ 
lows.” This quotation of an eighty-seven-year-old defi¬ 
nition in a book expressly devoted to the 1946 Act is 
clear evidence of the author’s opinion that the act 
effected no change in the definition. It should be noted 
that Miss Robert is referred to on page 20 of the 
appellant’s brief as “a recognized authority on trade¬ 
marks.” 

Further statements that the 1946 Act does not create 
a new definition of a trade-mark are found in articles 
by Walter J. Derenberg, one of the authorities relied 
on by the appellant in his brief. In the first of these 
articles, in the Trade-Mark Reporter, Volume 38, page 
833, it is said that: 

“Despite the unstable foundation of the defini¬ 
tional structure of the Lanham Act (1946 Act) to 
which I have just alluded, the scope and meaning 
of the term ‘trade mark’ for purposes of registra- 
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tion on the principal register emerges as quite sim¬ 
ilar to the old common law concept and to that 
embodied in the Act of 1905. * * * It cannot be 
over-emphasized, however, that while this more 
liberal trend of registrability in the first mentioned 
respects is embodied in the new statute itself, there 
is nothing in the new law which would require or 
even encourage a gradual dilution of the definition 
of a registrable trade-mark as such. On the con¬ 
trary, both the Act itself and its legislative history 
are ample proof that certain broad basic principles 
of trade-mark registration should not be lost sight 
of. As will be more fully observed hereafter, the 
new act in section 23 provides in so many words 
that packages, labels and configurations of goods 
fall outside the definition of a trade-mark and are 
registrable only ‘for the purposes of the supple¬ 
mental register. * ” 

The following quotation from a second article by Or. 
Derenberg in Volume 39 of the Trade-Mark Reporter, 
pages 657 and 658, is even more pertinent here: 

“The Office now follows the established practice 
not to register mere background designs which by 
repetition cover substantially the entire area of the 
package or container. Such designs have been held 
to be mere ornamentation and not subject to regis¬ 
tration. It was so held by the Court of Customs 
and Patent Appeals in In re Burgess Battery Com¬ 
pany (46 USPQ 39) under the Act of 1905 and 
there appears to he no reason why a different rule 
should apply under the 19J/,6 Act ” (Italics added.) 







14 


The Burgess decision referred to is the one herein 
referred to as the first Burgess case. The opinion ex¬ 
pressed by the author, therefore, is on the exact issue 
now before this Court and, as already noted, the author 
is one who is recognized by the appellant as an author¬ 
ity, to the extent of quoting him in the brief. 

It is noted that one of the decisions relied on by the 
Court of Customs and Patent Appeals, in holding in 
the first Burgess case that the present design was not 
a trade-mark was Columbia Mill Company v. Alcorn 
et al, 150 IT. S. 460, in which the United States Supreme 
Court held that 

“Toacquire the right to the exclusive use of a name, 
device or symbol as a Trade-Mark, it must appear 
that it was adopted for the purpose of identifying 
the origin or ownership of the article to which it is 
attached or that such Trade-Mark must point dis¬ 
tinctively, either bv itself or by association, to the 
origin, manufacture or ownership of the article 
on which it is stamped.” 

That requirement is, in effect, substantially identical 
with the definition of a trade-mark in the 1946 Act and 
the holding of the Court that the present design did not 
satisfy the former necessarily involves a holding that 
it would also fail to support the latter. 

It is thought that enough has been said to establish 
that the 1946 Act did not change the meaning of “trade¬ 
mark,” although it did liberalize the provisions as to 
what trade-marks could be registered. It follows that 
the holding by the Court of Customs and Patent Ap¬ 
peals that the stripes design is not a trade-mark is 


i 
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res judicata; and this should dispose of the present ease. 
However, apart from any question of res judicata, the 
design clearly is not a trade-mark. 

It was categorically held by the Court of Customs 
and Patent Appeals in the final paragraph of its first 
Burgess decision that the present design was merely the 
dress of the goods. That is a holding of fact which 
clearly was in no way affected by the 1946 Act and 
which, in any case, is too clearly correct to admit of 
serious controversy. 

It seems obvious from the terms of the 1946 Act itself 


that the registration of a particular package or dress 
of goods on the Principal Register is not contemplated. 
Such dress does not come within the definition of “word, 


name, symbol or device” in section 45. Moreover, sec¬ 
tion 23, relating to the Supplemental Register which is 
primarily designed for the registration of “marks 
capable of distinguishing applicant’s goods or services 
and not registrable on the Principal Register” contains 
a special definition of “mark,” which includes a “label, 
package, configuration of goods,” etc. It seems obvious 
from this express inclusion of labels or dress of goods 
on the Supplemental Register and the significant omis¬ 
sion of anv mention thereof in connection with the 
Principal Register, that these matters are to be con¬ 
fined to the Supplemental Register. Since the Supple¬ 
mental Register requires that the thing to be registered 
must be “capable of distinguishing the applicant’s 
goods or services” the main distinction between it and 
the Principal Register resides in the nature of the 
things which can be registered; and the two are not 
intended to overlap. The effect of registration is such 
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that no one who could register a mark on the Principal 
Register would desire to place it on the Supplemental. 
To hold that a distinctive package could be registered 
on the Principal Register, therefore, would virtually 
nullify the provision for registering such packages on 
the Supplemental Register and would thus be at vari¬ 
ance with the language of the Act itself. 

"While there has been no court decision directly in 
point under the 1946 Act, the text writers have uni¬ 
formly assumed that the dress of a package is regis¬ 
trable on the Supplemental Register only. Derenberg 
has been quoted above to that effect. In Amdur Trade- 
Mark Law and Practice Lanham Act Edition, 1948, 
Clark Boardman Co. Ltd., New York, page 40, it is 
said that 

‘‘The Trade-Mark Act of 1946, sec. 23 thereof sets 
forth that in addition to words, names, symbols 
and devices (which are registrable in the Principal 
Register, see supra) the following may be regis¬ 
tered in the Supplemental Register: Numerals, 
phrases, slogans Label, Package Configuration of 
Goods.” 

In Nims, cited above, page 331, it is stated that a label 
or wrapping 

“* * * may come to identify the origin of the 
goods and distinguish them from the goods of com¬ 
petitors. Labels, containers and wrappers that have 
this effect may not be technical trade-marks, but 
they are under the protection of the law of unfair 
competition. There are vast numbers of labels, 
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containers and wrappers in this category, and the 
protection of them is as adequate, in many ways, 
as that which technical trade-marks receive.” 


Nim’s book was published in 1947 and makes frequent 
reference to the 1946 Act. The above quotation there¬ 
fore is to be understood as applying to the situation 
existing after that act was approved. 

A pertinent court decision rendered since 1946 is 
Campbell Soup Co. v. Armour and Co., 175 F. 2d 795, 
in which it was held that the red and white can design 
of Campbell food products did not constitute a trade¬ 
mark. In its decision the court held that “The mere 
division of a label into two background colors as in this 
case is not, however, distinct or arbitrary”. While it 
is true, as suggested by the appellant, that other red 
and white cans had been used, the court’s decision was 
not based on that use but on the inherent nature of the 


design itself. 

In the district court decision in the above case, which 
was affirmed on the appeal and which is reported in 
81 Fed. Sup. 114, it was held that “Red and White 
banding is mere tasty dress which cannot be monop¬ 
olized.” It seems equally clear that the present black 
and white banding should not be monopolized. 

While the decisions just mentioned do not expressly 
refer to the 1946 Act, they were rendered after its 
passage and if it had been felt that that act had changed 
the definition of a trade-mark, mention would surely 
have been made of it. 


A similar holding was made by the Court of Appeals, 


Seventh Circuit, in Life Savers Corporation v. Curtis 
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Candy Co., 182 F. 2d 4. That case also was decided sev¬ 
eral years after the 1946 Act took effect and must there¬ 
fore be assumed to reflect any change in the meaning 
of a trade-mark which that act might have introduced. 
The case is especially pertinent for the reason that it 
involved a name (Life Savers) indicative of origin, 
and a striped background, just as the present design 
includes the name Burgess, indicative of origin, and a 
striped design. The court pointed out that the name 
would normally be looked to for origin, cited the Camp- 
case, supra, and held that the plaintiff could not obtain 
a monopoly on a multi-colored striped background. 
That holding appears to be directly in point here. 

Several cases prior to the 1946 Act are cited by the 
Commissioner in the present case, but it is thought to 
be unnecessary to discuss them, since it seems indis¬ 
putable that, in view of the prior Burgess decisions, 
it could not properly be held here that the stripes de¬ 
sign could be considered a trade-mark prior to 1946. 
The cases cited above, and the foregoing discussion are 
submitted to show that it has not become one since 
that date. 

The appellant’s brief appears to place considerable 
reliance on the decision of the United States District 
Court for the District of Columbia in American Enka 
Co. v. Marzall, 92 USPQ 111. That case involved the 
registrability of a slogan, and it is by no means appar¬ 
ent what relevance it has to the question as to whether 
stripes are a trade-mark. Tt is significant however, 
that the mark involved in the Enka case had been reg¬ 
istered under the 1905 Act and that the court appar- 
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ently relied on that fact in reaching the conclusion that 
it should also be registered under the 1946 Act. 

So far as the case is in point at all, therefore, it 
appears to support the proposition that a decision of 
registrability under one act may be controlling under 
the other. If there is anything in the Enka decision 
to support the appellant’s contention that a trade-mark 
under one act is not the same thing as under the other, 
it is not apparent and the appellant has not pointed it 
out. 

It may be noted that the statement on page 30 of 
the appellant’s brief that the Enka case holds that a 
slogan “may properly function as a trade-mark regis¬ 
trable on the Principal Register ” is not entirely accu¬ 
rate, since it clearly appears from the decision that 
the slogan involved was only a part of the mark. Ac¬ 
cordingly, even if an opinion that a slogan per se is 
registrable on the Principal Register could be worked 
out of the Enka decision, it would be dictum only and 
not entitled to such weight as the direct ruling in the 
present case that the dress of goods is not so registrable. 

For the reasons given above, it is submitted that the 
stripes design is inherently incapable of functioning 
as a trade-mark, and evidence designed to show the 
contrary could therefore be of no avail. It may be 
proper, however, to consider briefly the nature of the 
evidence presented. 

The evidence is, to say the least, ample in volume 
and is so largelv cumulative that almost anv ten con- 
secutive depositions could be taken as giving the entire 
picture. The defect is not in its quantity but in its 
quality. The following facts appear to be established 
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by the testimony: The Burgess Company has used the 
stripes design extensively on batteries for more than 
thirty years, during which time it has placed it on 
almost, but not quite, all battries produced. The com¬ 
pany has never made a battery striped or unstriped 
which did not have the name Burgess prominently dis¬ 
played on it. Many people associate the stripes with 
Burgess and can identify the batteries without seeing 
the name, just as they can identify various makes of 
automobiles by their appearance. When the battery 
was first seen by anyone it was identified as to origin 
solely by the name, and it was generally thought at 
that time that the stripes were merely for ornament. 
The design is considered to be attractive and to increase 
sales appeal. 

It is submitted that the invariable use of the name 
Burgess to indicate origin is fatal to the claim that that 
function was performed by the stripes. If, as alleged, 
“stripes means Burgess”, then the use of the name in 
large letters is redundant. It may be, as alleged by 
the plaintiff, that it is possible to use more than one 
trade-mark on the same article but where, as here, 
there is a feature which admittedly had no trade-mark 
significance to begin with, the constant use of the name 
will prevent it from acquiring such significance. Since 
the name was always there to indicate origin the stripes 
were superfluous for that purpose. 

A situation similar to the present one is found in 
In re Paris Medicine Co., 87 F. 2d 484, 24 CCPA 854. 
In that case it was alleged that the descriptive expres¬ 
sion “Tasteless Chill Tonic” had acquired secondary 
meaning as a trade-mark through long continued use. 
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The evidence showed that, in such use, the words in 
question had always been associated, with the name 
“ Grove V’. In holding that trade-mark use had not 
been established the Court said: 

“There is no evidence that the term ‘Tasteless 
Chill Tonic 7 , standing alone was ever used by 
appellant but on the contrary the specimen shows 
that the term used was ‘Grove’s Tasteless Chill 
Tonic 7 , and we agree with the Commissioner that 
it was the word ‘Grove’s 7 that indicated to pur¬ 
chasers the origin or source of manufacture of the 
goods upon which the label was applied and not 
the term ‘Tasteless Chill Tonic 7 . In this view of 
the case the record does not establish that the term 
‘Tasteless Chill Tonic 7 had, for ten years prior to 
February 20, 1905, been continuously used as a 
trade-mark by appellant and its predecessors. 77 

Similarly, in Kellogg Toasted Corn Flake Co. v. 
Quaker Oats Company, 253 Fed. 657, the Court of 
Appeals, Sixth Circuit, held that the term “Toasted 
Corn Flakes 77 had acquired no trade-mark significance 
because it had always been associated, in use, with the 
word “Kellogg’s 77 . 

By analogy with those holdings, it seems clear that 
stripes which were always associated with the name 
“Burgess 77 acquired no trade-mark significance, even 
if they could be held to be inherently capable of 
doing so. 

It is significant that when it was desired to make 
hearing aid batteries inconspicuous the plaintiff elimi¬ 
nated the stripes but retained the name Burgess in 
large letters. No reason appears why any sensitive 
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soul who had objected to stripes would not also have 
objected to this display of the name. Obviously more¬ 
over, a few short stripes could have been used in an 
inconspicuous position if desired. The conclusion is 
inescapable that the name was the actual indication of 
origin and that, as between it and the stripes, the latter 
were sacrificed. 

CONCLUSION 

It is submitted that the stripes design here involved 
does not and inlierentlv cannot have any trade-mark 
significance, but is merely an ornamental dress of the 
battery, and that the prior holdings of the Court of 
Customs and Patent Appeals to that effect were not 
modified by the adoption of the 1946 Trade-Mark Act, 
and constitute res judicata against the right of the 
plaintiff to the registration sought. It follows that the 
decision appealed from should be affirmed. 

Respectfully submitted, 

E. L. Reynolds, 

United States Patent Office, 
Solicitor, 

Attorney for Appellee. 

October 1952. 
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Appellee’s brief fails to come to grips with the ultimate 
issue: Is the stripes design used by appellant as its 
trade-mark for dry batteries entitled to registration as 
a mark under Sec. 2(f) of the Trade-Mark Act of 1946? 

Appellee’s discussion throughout is confusing and mis¬ 
leading because inaccurate and artificial in the use of 
the term “trade-mark”. The term is variously and loosely 
used by appellee in disregard of the obvious truth 
that any discussion of the subject, to be lucid and infor¬ 
mative, must always specify in what particular sense 
the term is used. As a corollary, it is essential that 
recognition be given to the clear intent of the 1946 Act 
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to distinguish between the term “trade-mark” and the 
broader term “mark”, i.e., a registrable mark which may 
or may not be a “trade-mark” in a legalistic sense. 

In his introduction to “The New Trade-Mark Manual” 
by Robert, recognizing the subjective content in the term 
“trade-mark” and cutting through this Gordian knot, 
the renowned Edward S. Rogers said (p. xii): 

“I use the -word trade-marks as a sort of short¬ 
hand to include any means by vrhich the public is able 
to tell where goods or services come from. ” 

In a discussion of Sec. 2(f) of the 1946 Act, a Patent 
Office official has very recently defined “trade-mark” as 
follows: 

“A trade-mark is a word or symbol which is used 
on goods by only one individual in order to indicate 
that the goods originated in that person.” (Katherine 
I. Hancock, Trade-Mark Examiner, U.S. Patent Office, 
in Evidence Under Sec. 2(f) of the Trade-Mark Act 
of 1946, Journal of the Patent Office Societv, October, 
1952, Vol. XXXIV, p. 793) 

The several treatises on trade-marks discuss under this 
general heading “common law trade-marks”, “technical 
trade-marks”, “non-technical trade-marks”, “registrable 
trade-marks”, etc. Derenberg (Trade-Mark Protection and 
Unfair Trading), Nims (Unfair Competition and Trade- 
Marks), and Callmann (Unfair Competition and Trade- 
Marks), all use these diverse designations. See, for ex¬ 
ample, Derenberg* who says (Chap. IV, p. 220): 

“I. Due to the ambiguity of the basic legal con¬ 
ception of the trade-mark, it is imperative to analyze 
the meaning of the term ‘trade-mark’ under the 

* Dr. Derenberg later entered the employ of the Patent Office. His 
writings during and following this period of employment, cited by 
appellee, cannot be considered to be unbiased authority in behalf of 
appellee. 
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common law and under the statutes before determin¬ 
ing what may constitute a valid trade-mark. One 
often discovers that in decisions, text-books and 
other writings the terms ‘common law trade-mark* 
and ‘technical trade-mark’ are used, first to designate 
one thing and then another, both being distinguished 
from a third term: the ‘ trade name.’ * * * 

When referring more broadly to all of these several 
categories of marks of origin, the writers use the generic 
term “mark”. For example, in a footnote to the word 
“trade-mark”, Callmann (p. 804) explains the sense in 
which he uses the word as follows: 

“The -word trade-mark is used here in its broadest 
sense, including every mark used in trade names, 
firms, fancy words, descriptive words, pictures, fig¬ 
ures, letters, dress labels, equipment, etc.” 

It must therefore be concluded that the term “trade¬ 
mark” has numerous shades of meaning many of which 
have nothing whatever to do with the question with which 
this proceeding is concerned of registrability under the 
statute. 

The essential difference in the positions of the parties 
to this proceeding is that appellee is contending for a 
construction which limits the meaning of “trade-mark” 
to its narrowest sense, i. e. “technical trade-mark”, and, 
going even farther, limits the word “mark” to the same 
narrow scope, in effect substituting in the Act the term 
“trade-mark”, as so narrowly construed to mean “tech¬ 
nical trade-mark”, for the word “mark”; while appellant 
contends that the word “mark”, particularly in Sec. 2(f) 
under which application for registration is here made, 
was used advisedly and with intended liberality to pro¬ 
vide for the registration of names, symbols, devices, etc. 
which may not qualify as technical trade-marks. As will 
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be apparent, the necessary result of the construction of 
the Act for which appellee contends would be to render 
Sec. 2(f) meaningless and inoperative. 

Appellee has avoided discussion of that which is really 
involved in this case, viz., the registration of a non¬ 
technical mark, such as appellant’s panel of stripes. He 
refuses to recognize the existence of the statutory pro¬ 
visions for the registration of non-technical marks. That 
such statutory provision exists is clear from the authori¬ 
tative discussion under the headings 

Non-Technical Marks under the Act of 1905 
Ten Year Proviso of the Act of 1905 
Non-Technical Marks under the Lanham Bill 

contained in an article entitled “Trade-Mark Registra¬ 
tion and the Lanham Bill” by John F. Pearne, Examiner, 
United States Patent Office, and Francis W. Crotty, At¬ 
torney, published originally in the George Washington 
Law Review for December, 1940, when the then proposed 
Lanham Bill (now the Trade-Mark Act of 1946) was 
pending in Congress, and reprinted in the Journal of the 
Patent Office Society for January, 1941, Vol. XXIII, page 
31 et seq. The sections of the article under the above 
headings are reproduced as an Addendum to this brief. 
The Court is urged to read this concise outline of federal 
trade-mark legislation dealing with the registration of 
non-technical marks. 

So far as statutory definitions of “trade-mark” and 
“mark” are concerned, the truth is that, strictly, the 
1946 Act does not contain any definition of these terms. 
As Derenberg put it in 1936 (Trade-Mark Protection and 
Unfair Trading, p. 237): 

# the federal statutes have been prudent enough 
to refrain from rigidly defining a technical trade¬ 
mark. ” 
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Sec. 45 of the Act, headed “Construction and Definitions”, 
does define certain terms, as 

“The word ‘commerce’ means ***(*) 

“The term ‘Commissioner’ means • * • 

“The term ‘related company’ means • • • 

“The term ‘service mark’ means * * * 

etc., etc., ’ ’ i 

but it merely explains others by exemplification, as 

“The term ‘person’ • • • includes a juristic person 
as w’ell as a natural person. 

“The term ‘juristic person’ includes 9 * * 

“The term ‘trade name’ and ‘commercial name’ 
include * * * 

“The term ‘trade-mark’ includes * * * 

“The term ‘mark’ includes • • * 

etc., etc.” 

While the word “means” is definitive, the word “in¬ 
cludes” is not definitive because it is not limitative. It 
is quite evident from the choice of words used that, as 
in earlier trade-mark statutes, there was no intent to 
establish a set definition or a narrow limitation of either 
the term “trade-mark” or the term “mark”. 

The fallacy of the construction for which appellee is 
contending (Brief pp. 2, 3) is that it considers “trade¬ 
mark” in the reference to “mark” in Sec. 45 to mean 
“technical trade-mark”, whereas this term “trade-mark” 
must necessarily be construed to encompass both technical 
and non-technical trade-marks to carry out the obvious 
intent of the 1946 Act. The term “mark” in Sec. 2(f) 
must necessarily be broader than “technical trade-mark” 
because to construe “mark” to mean “trade-mark” in 


* Emphasis throughout brief has been added. 
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its narrowest sense as “technical trade-mark’’ would be 
to nullify entirely Sec. 2(f) since technical trade-marks are 
registrable upon the Principal Register without refer¬ 
ence to the special provisions of Sec. 2(f). 

The foregoing is confirmed by the legislative history 
of the 1946 Act. As passed by the Senate and thereafter 
considered by the House of Representatives, Sec. 2(f) 
read, in part, as follows: (Addendum, post p. 3a) 

“* * # nothing herein shall prevent the registration 
of any mark used by the applicant as a trade-mark 
which has become distinctive of the applicant’s goods 
in commerce * * 

After hearings upon the Senate bill, the House Commit¬ 
tee on Patents (Report Xo. 2283, House of Representa¬ 
tives, 77th Congress, 2d Session) reported its recom¬ 
mendation that the words “as a trade-mark” (italicized 
above) be stricken from Sec. 2(f). The bill was finally 
passed by Congress with this limitation to use as a trade¬ 
mark, so advisedly deleted, absent. It is submitted that 
this legislative history indicates the intention of Congress 
that Sec. 2(f) should be liberally construed to include 
and provide for the registration of non-technical marks 
■which have acquired a secondary meaning. 

This conclusion is confirmed by the closely parallel 
legislative history of the ten-year clause of the Act of 
1905. With reference to the substitution of the word 
“mark” for “trade-mark” in the ten-year clause, Nims 
(Unfair Competition and Trade-Marks, 4th Ed. 1947, 
p. 787) comments: 

“In the course of its enactment, the wording of this 
proviso was changed and manifestly this change of 
language was made with a definite purpose. It was 
thought that the word ‘trade-mark’ as used was too 
limited in meaning to fulfill the purpose of the act 
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and the broader work ‘mark 1 was substituted. * * ' 
The natural inference from these changes is that 
Congress intended to permit registration of marks 
which were not valid common law trade-marks. ” 

Recognizing the differences in meanings of “mark” and 
“trade-mark”, the United States Supreme Court sug¬ 
gested a basis for compatibility as follows: 

“• * * The applicant, w’ho by virtue of actual and 
exclusive use is entitled to register his mark under 
this [ten-vear] clause, becomes on due registration 
the ‘owner’ of a ‘trade-mark’ within the meaning of 
the act, * * ( Thaddeus Davids Co. v. Davids, 233 

U.S. 461, p. 463). 

Appellee’s Statement of Questions Presented. 

Appellee’s question numbered (1) is substantially the 
same as appellant’s question designated (B), to the ex¬ 
tent that both are directed to the question of the validity 
here of the defense of res judicata. The question is mis¬ 
leading in its recitation of the holdings of the Court of 
Customs and Patent Appeals. 

Appellee’s question numbered (2) is inaccurate in that 
it begs the question by reason of the use of the equivocal 
term “trade-mark”. As posed, the question is imma¬ 
terial since Sec. 2(f), under which appellant’s applica¬ 
tion was filed, provides for the registration of “marks” 
as distinguished from “trade-marks”. The question is 
correctly stated in appellant’s question designated (C). 

Appellee’s question numbered (3) is also inaccurate 
because the question is not whether appellant’s design 
device is “a valid trade-mark capable of registration 
under the Act of 1946”, but rather, whether it is a mark 
which qualifies for registration under Sec. 2(f) of the 
Act of 1946. The question is precisely stated in appel¬ 
lant’s question designated (A). 
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Collateral Issues. 

Id support of his defense of res judicata appellee cites 
the decisions of this Court in Hemphill v. Coe, 74 App. D.C. 
123 and Blackford v. Wilder, 28 App. D.C. 535. They are 
not in point. 

In the Hemphill case, an applicant for patent attempted 
to relitigate a question by filing a second application 
under the same patent law. In the Blackford case, an 
attempt wn.s made to review a final decision in a patent 
interference proceeding on the ground of additional 
evidence. Neither case involved any change in the law 
or the issues. Neither decision supports appellee’s de¬ 
fense of res judicata in the case at bar since the applica¬ 
tion here requests registration under the Trade-Mark 
Act of 1946 which supersedes and expressly repeals the 
Trade-Mark Act of 1905 under which the earlier applica¬ 
tions for registration vrere made and refused. As appellee 
admits (Brief, p. 14), the 1946 Act “did liberalize the 
provisions as to what trade-marks could be registered”, 
and Sec. 2(f), under w’hich the present application is 
made is entirely new in the 1946 Act and largely accounts 
for that liberalization. As recently said by another Patent 
Office official, 

“In the forty-one years between the 1905 Trade- 
Mark Act and the Trade-Mark Act of 1946 the belief 
became strong that the equitable rule [t.e., the sec¬ 
ondary meaning doctrine] was sound and that what 
was done by courts with regard to the use of words 
as trade-marks should also be done by statute with 
regard to registration of words as trade-marks. 

“The secondary meaning doctrine of the courts 
was therefore embodied in the Trade-Mark Act of 
1946 in the form of Sec. 2(f) • # (Katherine I. 
Hancock, Trade-Mark Examiner, U.S. Patent Office, 
in Evidence Under Sec. 2(f) of the Trade-Mark Act 
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of 1946, Journal of the Patent Office Society, October, 
1952, Vol. XXXIV, p. 796) 

The question of registrability now presented under the 
new Act for the first time could not possibly have been 
considered or determined by the decisions of the Court 
of Customs and Patent Appeals which constitute the 
basis for appellee’s defense of res judicata. This tech¬ 
nical defense is clearly unsound. 

On page 3 of his brief, appellee implies that a trade¬ 
mark must embody invention or novelty. The fallacy of 
this suggestion is demonstrated by appellee’s owm example 
(Brief, p. 4) of the highest forms of trade-mark: viz, 
“a white star or a gold seal”! Both have been known 
from time immemorial and are devoid of invention or 
novelty. The same examples refute appellee’s assertion 
that registration of the stripes design as appellant’s 
trade-mark for its batteries would stifle competition be¬ 
cause of the resulting dearth of designs available to com¬ 
petitors. To the extent that any registration is abstractive, 
the use of the panel of stripes device by appellant is 
in every way comparable to the use of a white star or a 
gold seal as a trade-mark, the registration when granted 
being limited in all three instances to the use of the 
design as a trade-mark upon the particular goods and 
confusingly similar goods. 

The classification of trade-marks described on page 4 
of appellee’s brief may for present purposes be considered 
to be acceptable. Appellant submits that its stripes de¬ 
sign falls in the second class which (appellee’s brief) 
“includes things * # which, when first seen [as, for ex¬ 
ample, by a battery purchaser or by the Court of Customs 
and Patent Appeals], would not be assumed to indicate 
origin in any particular person or firm, but which, by 
association, may acquire a secondary meaning of origin”. 
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As appellee points out, ‘‘Such things may he registered 
under Sec. 2(f) of the 1946 Act, upon a showing that 
they have acquired a secondary meaning”. Such a show’- 
ing has here been made with reference to the stripes 
design device as an indication of origin of dry batteries. 
Appellee’s brief on this point significantly parallels ap¬ 
pellant’s case. 

Losing sight of the aptness of his own “second class” 
definition to the instant facts, appellee contends that the 
stripes design trade-mark should be considered to fall 
into his “third class”, along with purely descriptive 
names such as “shredded wiieat” and “Texas Centennial” 
(which this Court found as a fact had “come to describe 
to the public a rose of a particular sort, not a rose from 
a particular nursery”), and with functional features such 
as a reinforcing film on a spoon, or the size, shape, or 
mode of construction of an article or container that are 
properly the subject of patents, and, in the absence of 
patent, should be left free for all to use in a competitive 
market. 

It is self-evident that the stripes design trade-mark is 
neither the name of appellant’s product (dry batteries) 
nor is it a functional or utilitarian feature which is neces¬ 
sarily used by competitors to enable them to offer bat¬ 
teries in competition with those of appellant. Recog¬ 
nition of the panel of stripes as appellant’s trade-mark 
deprives competitors of nothing more than is inherent 
in the exclusive right in any trade-mark, such as a wdiite 
star or gold seal. Accordingly, it is submitted that the 
stripes design trade-mark is not properly classified in 
appellee’s third class but falls properly within the second 
class, registrable under Sec. 2(f) of the 1946 Act. 

Appellee refuses to accept the significance of the finding 
of fact by the Court in this case that the stripes design 
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does serve as an indication of origin, bearing in mind 
that it is the identification of a common source that is 
meant by the term “indication of origin’’, as pointed out 
in Journal of the Patent Office Society, January, 1941, 
Vol. XXIII, p. 33: 

“This does not mean, however, that the mark must 
identify the trade-mark owner as a natural or legal 
person. The concern of the public is that goods bear¬ 
ing a particular brand shall emanate from the same 
source as other similar goods of the same brand with 
which it is already familiar. Following this theory 
the Commissioner granted registration of ‘Monogram’ 
for brushes manufactured by the applicant for sale 
under the names of various independent retail dealers 
though there was no identification of the applicant in 
the mark.” 

On pages 20 and 21 of appellee’s brief, reference is 
made to the cases of In re Paris Medicine Co., involving 
“Grove’s Tasteless Chill Tonic” and Kellogg Toasted 
Corn Flakes Co. v. Quaker Oats Company involving “Kel¬ 
logg’s Toasted Corn Flakes” wherein it was held that 
the proper names “Grove’s” and “Kellogg’s” (signifi¬ 
cantly used in the possessive case) indicated origin and 
that neither “Tasteless Chill Tonic” nor “Toasted Corn 
Flakes” was used as a trade-mark. The decisions do not 
support appellee’s proposition that the stripes design 
upon appellant’s batteries could not serve as a trade¬ 
mark because of the use of the name “Burgess” upon 
the same batteries. The authorities are easily distin¬ 
guished in that there a proper name in the possessive 
case (obviously the indication of origin), followed by a 
common description of the product, made up each complete, 
integrated expression, whereas here the name “Burgess” 
and the stripes design are independently used upon ap¬ 
pellant’s batteries and the proof is clear and indisputable 
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that, as found by the Court (App. 12) “at least a sub¬ 
stantial portion of the trade, including many competitors, 
jobbers and dealers, and a substantial segment of the 
purchasing public, have come to associate said stripes 
design on batteries with plaintiff Burgess Battery Com¬ 
pany so that they ordinarily assume, without necessarily 
looking at the name, that a battery displaying said stripes 
design is made by plaintiff’ ’. This is in direct antithesis 
to the finding by the court in the Grove's Tasteless Chill 
Tonic case that the record did not establish that the term 
“Tasteless Chill Tonic” had been used as a trade-mark. 

The independent use of the name “Burgess” and the 
panel of stripes as trade-marks on appellant’s dry bat¬ 
teries is without prejudice one to the other. It is well 
established that a plurality of trade-marks may be em¬ 
ployed concurrently upon a single product without re¬ 
flection upon the validity of any of them. Derenberg, for 
example, refers to 

“the principle, now universally recognized, that a 
businessman is at liberty to adopt and use more 
than one trade-mark for his goods”. (Trade-Mark 
Protection and Unfair Trading, 1936, p. 520) 

The Principal Issue. 

In introducing what purports to be his discussion of the 
real merits of this case, appellee states (Brief, p. 9): 

• it is thought proper * * # to consider at some 
length the question as to the effect, if any, of that 
[1946] Act upon the meaning of the term ‘trade¬ 
mark’.” 

This broad inquiry, unless coupled with the specific ques¬ 
tion here involved—the difference between “technical 
trade-mark” and “trade-mark” and the meaning of the 
term “mark” in Sec. 2(f) of the Act—is immaterial. 
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In this vein of indifference to the meanings of key 
terms in the Act, appellee’s brief continues (p. 9): 

“It is thus conclusively established that the design 
here sought to be registered was not a trade-mark in 
1944, when the second case was decided. If it was not 
a trade-mark then, it is not one now unless the mean¬ 
ing of the term has been changed by the 1946 Act. It 
is thus a prerequisite of the appellant’s right to 
succeed in this action that it should show that the 
1946 Act gave a new meaning to the term ‘trade¬ 
mark’.” 

It is submitted that this reasoning is fallacious, be¬ 
cause, first, it erroneously assumes that what is not a 
“trade-mark” (with some unspecified meaning) is un- 
registrable, and because, second, the decisions of the 
Court of Customs and Patent Appeals, properly con¬ 
sidered, established only that the stripes design was not 
such a technical trade-mark as was registrable under the 
Act of 1905. 

Contrary to appellee’s assertion, the only prerequisite 
of appellant’s right to succeed in this action is that it 
must show that Sec. 2(f) of the 1946 Act provides, in 
contrast with the 1905 Act, a liberalized basis for regis¬ 
tration under which its mark consisting of a panel of 
stripes qualifies by reason of the factual showing of 
distinctiveness and actual functioning as an indication 
of origin. As to this showing, the decisions of the Court 
of Customs and Patent Appeals in the earlier Burgess 
cases under the superseded 1905 trade-mark law are not 
even proper precedents, much less a basis for res judicata, 
since it is elementary that— 

“The language of a judicial decision is always to 
be considered wdth reference to the circumstances of 
the particular case and the question actually under 
consideration; and the authority of a decision, as a 
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precedent, is limited to those points of law which 
are raised by the record, considered by the Court, 
and necessary to the determination of the case.” 
(Black, Law of Judicial Precedents [1912], p. 49) 

The fallacy of appellee’s argument is brought into 
sharp focus by a single sentence appearing on page 14 
of his brief: 

“It is thought that enough has been said to estab¬ 
lish that the 1946 Act did not change the meaning 
of ‘ trade-mark although it did liberalize the pro¬ 
visions as to what trade-marks could be registered.” 

Importing into this sentence appellee’s proposition, which 
carries throughout his entire discussion, that “trade¬ 
mark” means only “registrable trade-mark”, the state¬ 
ment destroys itself. What appellee is saying is that 
while the 1946 Act provides for the registration of trade¬ 
marks not registrable under the 1905 Act, trade-marks 
not registrable under the 1905 Act are nevertheless not 
registrable under the 1946 Act because they were not 
registrable under the 1905 Act. This is obviously illog¬ 
ical. Furthermore, the assertion contained in the last part 
of the quoted sentence is an admission which is a com¬ 
plete answer to the defense of res judicata. It admits that 
appellant has an entirely new cause of action which is 
entitled to independent consideration on its merits. 

It is to be noted that while appellee concedes, as appel¬ 
lant has contended, that the 1946 Act “did liberalize the 
provisions as to what trade-marks could be registered”, 
the brief of appellee is otherwise entirely silent with 
respect to the scope and limits of such liberalization. 
Nowhere does appellee attempt to refute appellant’s claim 
to the right to register its design mark under the special 
provisions of Sec. 2(f). Appellee’s argument is no differ¬ 
ent than it might be if appellant were applying for regis- 
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tration under the general provisions of the 1946 Act and 
without reliance on Sec. 2(f). This confirms appellant’s 
assertion that appellee’s position writes Sec. 2(f) entirely 
out of the Act. 

Appellee’s brief manifests an unwillingness to face 
the truth that wiiile registrability under Sec. 2 generally 
of the 1946 Act is a question of law 7 (admitting only tech¬ 
nical trade-marks as under the general provisions of the 
1905 Act), registrability under Sec. 2(f) is a question of 
fact, w’hether the mark considered under the latter pro¬ 
vision be called a “trade-mark” (non-technical) or merely 
a “mark”. IVhat is a trade-mark under Sec. 2 generally 
is therefore a different question from what is a trade¬ 
mark under Sec. 2(f). 

This is well pointed out in the recent decision of the 
Commissioner of Patents (by an extraordinary tribunal 
of three officials, Murphy and Klinge, Assistant Commis¬ 
sioners and Frederico, Examiner in Chief) in J. C. John¬ 
son & Son, Inc. v. Gold Seal Co., 90 USPQ 373 (September 
14, 1951) cited in appellant’s main brief (p. 27) and which 
w*e consider of sufficient importance to re-quote here, as 
follow’s: 

“In order to ascertain the precise issue with respect 
to the registrability or unregistrabilitv of the mark 
on the application involved, it will be first necessary 
to determine w’hether the application is an applica¬ 
tion under Section 2(f) of the Trade Mark Act of 
1946. If a mark is considered descriptive or misde- 
scriptive, then Section 2(f) provides that it may 
nevertheless still be registered if it ‘has become 
distinctive of the applicant’s goods in commerce’. 
However, if the application cannot be considered as 
being an application under Section 2(f) the question 
of w’hether the mark has become distinctive is not 
then in issue, and it is consequently sufficient to 
dispose of applicant’s right to register the mark, on 
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the application presented, if the mark is found de¬ 
scriptive or deceptively misdescriptive.” 

It is noteworthy that the three officials there speaking 
for the Commissioner did not include the official (Daniels, 
Assistant Commissioner) who spoke for the Commis¬ 
sioner in the instant, earlier case (Appendix, 147). Ap¬ 
pellee’s logomachic brief entirely evades the necessary 
preliminary inquiry as properly posed by the decision 
just cited, namely— 

4 ‘In order to ascertain the precise issue with re¬ 
spect to the registrability or unregistrability of the 
mark on the application involved, it will be first 
necessary to determine whether the application is an 
application under Section 2(f) of the Trade-Mark 
Act of 1946.” 

That question could not have been determined under a 
previous law which did not contain Sec. 2(f) or the provi¬ 
sions thereof and vrhich therefore could bring to bear only 
the criterion of “technical trade-mark” to determine the 
registrability of applicant’s non-technical mark. 

Appellee’s brief moreover (like the lower court’s deci¬ 
sion) evades the legal consequence (under the 1946 Act) 
of the finding of the lower court of the fact of distinctive¬ 
ness of appellant’s mark and the inappositeness (to the 
question of registrability), therefore, of other character¬ 
istics of the mark (such as descriptiveness or ornamen¬ 
tation) since the application is under Sec. 2(f) of the 
1946 Act. This consequence is pointed out in the J. C. 
Johnson & Son, Inc. v. Gold Seal Co. decision just cited. 

In reply to appellee’s argument, and partly in recapi¬ 
tulation of argument set forth in appellant’s main brief, 
the following analysis of the proper construction of the 
1946 Act is submitted for approval by this Court in dis¬ 
posing of this appeal: 


1. Except for registration under the special provisions 
of Sec. 2(f), registration upon the Principal Register is 
limited to marks which qualify as “technical trade-marks”. 

A mark is a technical trade-mark if it appears from 
inspection of the mark itself, and as a matter of law, 
that the mark is distinctive per se and serves no function, 
with respect to the particular goods with which it is used, 
other than to indicate origin of the goods. So-called * ‘ secon¬ 
dary meaning marks” are not technical trade-marks. 

Physically, a technical trade-mark may comprise a 
word, name, symbol, or device. 

2. A mark which is not a technical trade-mark and 
therefore not registrable upon the Principal Register under 
the general provisions of Sec. 2 of the 1946 Act may never¬ 
theless be registered upon the Principal Register under 
the provisions of Sec. 2(f) if it can be showm, as a matter 
of fact, that it “has become distinctive of the applicant’s 
goods.” 

For the purposes of registration under Sec. 2(f), it is 
immaterial that the mark is inherently or to some extent 
descriptive or ornamental with respect to the goods. 
This section of the 1946 Act is directed solely to the 
registration of so-called secondary meaning marks, i.e., 
non-technical marks having some inherent non-trade-mark 
signification but wiiich after long use can be showm to 
have acquired a “secondary meaning” as indicating origin 
(i.e. emanation from a common source) of the goods to 
which the mark is applied. 

• Physically, a mark registrable under Sec. 2(f) may 
comprise a word, name, symbol, or device. 

Summarizing, if a mark is distinctive per se (a technical 
trade-mark), it is registrable upon the Principal Register 
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without proof that it does, in fact, denote origin of the 
goods. If the mark is not distinctive per se (a non-techni- 
cal mark), it is registrable upon the Principal Register 
under See. 2(f) if proved actually to denote origin of the 
goods. 

As to proof of secondary meaning under Sec. 2(f), it is 
suggested that the quantum of proof required by the 
Commissioner of Patents as a condition to acceptance of 
a particular mark for registration will depend upon the 
nature of the mark itself, some requiring very clear and 
convincing proof, while others may be accepted for reg¬ 
istration with a mere showing of exclusive use for a period 
of five years. It is submitted that appellant has made 
out an extremely strong factual case of secondary mean¬ 
ing, the District Court having found, in spite of its ad¬ 
verse decision on a point of law, that (Finding 4, App. 12): 

“* * * It [the evidence] further establishes that at 
least a substantial portion of the trade, including 
many competitors, jobbers and dealers, and a sub¬ 
stantial segment of the purchasing public, have come 
to associate said stripes design on batteries with 
plaintiff Burgess Batten’ Company so that they or¬ 
dinarily assume, without necessarily looking at the 
name, that a battery displaying said stripes design 
is made by plaintiff.” 

This finding of fact is supported by a mass of evidence, 
as admitted by appellee (p. 19) “ample in volume”. 

That applicant’s panel of stripes device, being admit¬ 
tedly distinctive and non-functional although also orna¬ 
mental, is a valid trade-mark (non-technical) and there¬ 
fore registrable under Sec. 2(f), is pointed up by the 
close analog}’ here with the facts and law of the Barbasol 
case (1G0 F. 2d 336) cited in appellant’s main brief, where 
the Court of Appeals for the Seventh Circuit considered 


—19 — 


a mark, consisting of parallel, diagonal blue, white and 
red stripes, used sometimes as a border and in other 
instances over the entire carton but leaving a blue panel 
displaying the word “Barbasol”, for a package of shaving 
cream. In disposing of the same argument as made here 
by the defense, the court said (160 F. 2d 339): 

“* * # Confining the design solely to the colored 
striping, defendant further argues that it is merely a 
generic term or symbol which plaintiff had no right 
to appropriate to its exclusive use because the strip¬ 
ing is descriptive of and generic to goods usually 
found in a barber shop. * * * We think there is no 
merit to this contention. * * * Neither do we think 
there is any merit in defendant’s contention that 
plaintiff’s color striping is characteristic of patriotic 
paraphernalia, and consequently improperly appro¬ 
priated by plaintiff.” 

In that case also the package carried the name “Bar¬ 
basol” as well as the design trade-mark. It is submitted 
that the Barbasol case is a persuasive answer to ap¬ 
pellee’s argument here, particularly when the Campbell 
Soup case and the Life Savers case, so heavily relied 
upon by the court below and by appellee, are clearly 
distinguished on the facts. The principle of the Barbasol 
case manifestly is applicable here. 

A further and highly persuasive precedent is the deci¬ 
sion of this Court in the case of Hygienic Products Co. v. 
Coe, 66 App. D.C. 98 S5 F. 2d 264, wherein the Court con¬ 
sidered the registrability of a design consisting of a 
rectangular yellow panel bounded by a contrasting dark 
blue border which had been refused registration by the 
Patent Office “on the ground that what is claimed as a 
trade-mark is not in fact a trade-mark, i.e., that it is not 
such a device as would ordinarily indicate to the public 
origin or ownership of the goods.” This ground of re- 
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fusal is identical to that urged by appellee in the case 
at bar. 

In reversing the lower court and the Patent Office, this 
Court said: 

“The mere fact that appellant’s mark is shown to 
be accompanied by two other trade-marks, together 
with certain descriptive matter impressed on the body 
of the mark and within the enclosing blue lines, does 
not in any way affect its function or destroy its 
validity as a trade-mark. 

• • • 

“There is testimony in the record tending to show 
that this trade-mark indicates the origin and owner¬ 
ship of the goods to those who are familiar with 
the goods and their use. There is also testimony in 
the record tending to show that the public, in pur¬ 
chasing these goods from dealers, identifies the goods 
by the mark, registration of which is here sought. 
We are of the opinion, therefore, that the appellant 
is entitled to registration of its mark. 

“The decree is reversed, # # V’ 

Here, too, it is admittedly proved that the public recog¬ 
nizes appellant’s panel of stripes device as a trade-mark 
in the real sense of the term. 


CONCLUSION. 


An acknowledged principal purpose of the Trade-Mark 
Act of 1946 being to liberalize the provisions for federal 
registration of trade-marks and marks of origin, it should 
be construed to give effect to this evident intent and not, 
as urged by the Patent Office, to nullify a provision, Sec. 
2(f), patently intended to carry out this purpose. As said 
by the Supreme Court of the United States in the cele¬ 
brated case of Beckwith v. Commissioner of Patents, 252 
U.S. 538, 546: 

“* # * Of course, refusal to register a mark does 
not prevent a former user from continuing its use, 
but it deprives him of the benefits of the statute, and 
this should not be done if it can be avoided by fair, 
even liberal, construction of the act, designed, as it 
is, to promote the domestic and foreign trade of 
our country.” 

Respectfully submitted, 

Clarence M. Fisher, 

National Press Building', 
Washington 4, D.C., 
Attorney for Appellant. 

Howard H. Darbo, 

A. Trevor Jones, 

Jones, Tesch & Darbo, 

20 N. Wacker Drive, 

Chicago 6, Illinois, 

Of Counsel. 

Washington, D.C. 

January, 1953 
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ADDENDUM. 


Trade Mark Registration and the Lanham Bill 

John F. Peabne 

Examiner, United States Patent Office 
and Francis W. Crotty 
Attorney, Teletype Corporation 

• * * 

Non-Technical Marks under the Act of 1905 
It is well settled that a mark which is not a valid trade 
mark at common law is not registrable as a trade mark 
under the Act of 1905. All of the characteristics dis¬ 
cussed above which render marks unregistrable because 
they fail to indicate origin, or otherwise lack trade mark 
significance, may be classified under this broad general 
rule. The rule has tw’o important exceptions, however, 
which are authorized by the ten year proviso, and the pro¬ 
vision for registration of collective marks in the Act of 
1905. 

Applicants seeking to register descriptive or geographi¬ 
cal marks under the Act of 1905 have frequently urged 
that the marks are registrable because they have acquired 
secondary meaning in connection with the goods to which 
they are appropriated. They have pointed to the wrords 
“merely . . . descriptive” and “merely . . . geograph¬ 
ical” in section 2 (b) and argued that ordinarily descrip¬ 
tive or geographical terms which have, through extensive 
trade mark use, come to identify the goods of the appli¬ 
cant in the mind of the purchasing public, are no longer 
merely descriptive or merely geographical, and hence are 
not within the prohibitions of that section. Since the de¬ 
cision of the Supreme Court in Elgin National Watch 
Co. v. Illinois Watch Case Co. in 1901, this argument 
has been effectively vitiated. The Court there held that 
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words which were merely descriptive of the place where 
articles were manufactured could not be monopolized as 
a trade mark, and that if such a word had acquired sec¬ 
ondary meaning, protection from imposition and fraud 
would be afforded by the courts, but that, notwithstand¬ 
ing this fact, its descriptive or geographical character 
rendered it unregistrable as a trade mark. There is noth¬ 
ing in the Act of 1905 which can properly be construed 
as changing the principles previously enunciated by the 
Court in the Elgvn case. 

• • • 

Ten Year Proviso of the Act of 1905 

The purpose of the ten year proviso in section 5 of the 
Act of 1905 was to enable marks which were not valid 
technical trade marks at common law, but which had 
acquired secondary meaning through exclusive use as a 
trade mark, to be registered under that Act. The proviso 
is an arbitrary one because secondary meaning may be 
established only by showing exclusive use by the appli¬ 
cant, or by one from whom he derived title, for the full 
ten years immediately preceding February 20, 1905. 
Many marks were denied the benefits of registration 
under this proviso because they had not been used con¬ 
tinuously throughout the specified period, or because they 
had not been used exclusively by the applicant or his 
predecessor in title by reason of occasional interloping, 
in spite of the fact that they had acquired a well estab¬ 
lished secondary meaning in the market place. 

In recent years registration under the ten year proviso 
has become less and less frequent, and it is now almost 
impossible to qualify under it. Likewise, with the passage 
of time, anyone desiring to procure the cancellation of a 
mark registered under that proviso has generally encoun¬ 
tered increasing difficulty in proving that use of the mark 
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by the registrant during the critical period was not ex¬ 
clusive or was not continuous. 

So few* cases have arisen during the period studied 
winch have involved the right to registration under the 
ten year proviso that no useful purpose w’ould be served 
in discussing the few questions that have been passed 
upon in deciding them. The proviso has ceased to be of 
any material importance as a basis for registration of 
marks that have acquired secondary meaning as trade 
marks. If its original purpose be conceded to have been 
commendable as a permanent policy, it is apparent that 
some newr provision authorizing registration of such 
marks is needed. 

Non-Technical Marks voider the Lanham Bill 

Section 2 (f) of the Lanham Bill is designed to au¬ 
thorize the registration of non-technical marks which 
have acquired secondary meaning. This section reads as 
follows: 

Except as expressly excluded in paragraphs (a), 
(b), (c), and (d) of this section, nothing herein shall 
prevent the registration of any mark used by the ap¬ 
plicant as a trade-mark w’hich has become distinctive 
of the applicant’s goods in commerce. Substantially 
exclusive use as a mark by applicant, in commerce 
for tw’o years prior to the application, may be ac¬ 
cepted by the Commissioner as prima facie evidence 
of distinctiveness.” 

The first sentence of the above quoted provision places 
the right to register a non-technical mark upon a fact 
basis. If such a mark is not unregistrable under para¬ 
graphs (a), (b), (c), or (d) of this section, it may be 
registered provided the applicant is able to show, as a 
fact, that the mark has become distinctive of the goods 
for w’hich he seeks to register it. The administrative 
difficulties that wrould be faced by the Patent Office in de- 
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termining whether a particular mark has become distinc¬ 
tive of the applicant’s goods were recognized. To lessen 
these difficulties, the second sentence of the provision was 
inserted. This sentence, which is permissive rather than 
mandatory, gives the Commissioner of Patents a yard¬ 
stick with which to measure distinctiveness, but still 
leaves determination of the fact of distinctiveness to his 
discretion. Thus, if an applicant can show substantially 
exclusive use of the mark as a trade mark for a period of 
two years, such use may be accepted as establishing a 
prima facie case of distinctiveness, warranting the grant¬ 
ing of registration in the absence of other circum¬ 
stances overcoming the presumption of distinctiveness. 
But even though the mark has not been so used by the 
applicant, a satisfactory showing that it has become dis¬ 
tinctive of his goods would, under the language of the 
provision, make registration mandatory. 

The provision appears to be an effective substitute for 
the arbitrary ten year proviso in the present law’, capable 
of being applied so as to grant the benefits of registration 
to non-technical marks w’hich, through use as trade 
marks, have come to identify the goods of the applicant 
by distinguishing them from like goods of others. The 
only uncertainty involved in the provision lies in the 
meaning of the w’ord ‘ 4 distinctive.” It seems to be safe 
to predict that a mark which would now’, in a suit at com¬ 
mon law’, be held to have acquired secondary meaning, 
would be held to be distinctive of the applicant’s goods 
within the meaning of section 2 (f) of the Lanham Bill. 
Whether the standards of distinctiveness under this sec¬ 
tion w’ould be more liberal than those applied in determin¬ 
ing the existence of secondary meaning at common law 
is a question that will depend for its answer upon the 
policy adopted by the administrators of the trade mark 
statutes should the section become part of the law. 
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The Lanham Bill, in section 23, additionally provides 
for a supplemental register which is to be a continuation 
of the register now kept for marks qualifying under para¬ 
graph (b) of section 1 of the Act of 1920. The require¬ 
ments for and effect of registration under this section are 
similar to those of the Act of 1920, though there are im¬ 
portant differences. In general, all marks not registrable 
on the principal register provided by the Lanham Bill, 
except those now specifically barred from registration 
under the Act of 1920, may be placed on the supplemental 
register. The requirement in the Act of 1920 of one year’s 
bona fide use has been preserved, but with the important 
exception that the requirement may be waived by the 
Commissioner upon a showing that the applicant has 
begun the bona fide use of his mark in foreign commerce 
and requires domestic registration as a basis for foreign 
protection thereof. 

• • • 

A non-technical mark which has not acquired second¬ 
ary meaning as a trade mark may not be registered on the 
principal register. However, the applicant’s proprietary 
claims to the mark may be called to the attention of the 
public by placing the mark on the supplemental register 
after it has been in bona fide use for one year. If the mark 
later acquires the requisite distinctiveness, it may then be 
transferred to the principal register. The advantages of 
such a procedure have been safeguarded by providing in 
section 27 of the Lanham Bill that registration on the 
supplemental register, or under the Act of 1920, shall not 
preclude registration on the principal register. This 
provision would appear to be retroactive to remove any 
implied admissions of descriptiveness, geographical char¬ 
acter, or the like which are now held to arise through 
registration of a mark under the Act of 1920 instead of 
under the Act of 1905. 
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IN THE 


United States Court of Appeals 

Fob the District of Columbia 


Appeal No. 11,436 


BURGESS BATTERY COMPANY, 


vs. 


Appellant, 


ROBERT C. WATSON, Commissioner of Patents, 

Appellee. 

Appeal from The District Court 
For the District of Columbia 


PETITION FOR REHEARING. 


The appellant respectfully petitions the Court under 
Rule 26 to reopen and rehear the issues involved in this 
case, particularly those to which the grounds of this peti¬ 
tion pertain, and to reconsider the decision of March 5, 
1953, of a majority of the Court. 1 

The grounds relied upon for this petition are as fol¬ 
lows : 

1. Newly discovered evidence submitted herewith dem¬ 
onstrates that the position successfully urged on this ap¬ 
peal in behalf of appellee Commissioner of Patents is 
inconsistent and in direct conflict with the established 
current practice of the Patent Office. 
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2. Error of law is apparent on the face of the record 
since indefiniteness as to size and extent is not a bar to 
registration of a trade-mark. 

1 . 

'Submitted herewith, marked “Exhibit A”, as newly 
discovered evidence, is a certified copy of the file wrapper, 
contents, and drawing of the pending application for the 
registration of a trade-mark of Chicopee Mills, Inc., filed 
January 29, 1952, Serial No. 624,225. This application was 
accepted by the Commissioner of Patents for registration 
and the mark published in the Official Gazette of March 3, 
1953, and known to appellant for the first time subsequent 
to that date. The trade-mark, approved for registration 
under the Trade-Mark Act of 1946, is reproduced here¬ 
with : 
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The mark is described in the application as follows: 

“The mark consists of a series of candy stripes 
printed toward the edge of labels and packages for 
the goods.” 

This application, Exhibit A, was filed subsequent to the 
decision of Judge Youngdahl in the instant case (Decem¬ 
ber 20, 1951, App. 10) and the Commissioner of Patents 
approved the registration of the mark under date of Feb¬ 
ruary 10, 1953. Thus, the application stands as an example 
of the actual practice of the appellee Commissioner of 
Patents subsequent to the decision of the District Court in 
the case at bar. The mark of the application, Exhibit A, 
as presented for registration, consisted of a rectangular 
area of stripes, just as appellant has presented a rectang¬ 
ular panel of stripes for registration, and it would ap¬ 
pear that the standing of both marks as registrable trade¬ 
marks should be exactly the same. 

It is submitted that when the two are in conflict, what 
the Commissioner of Patents does should carry more 
weight than what he, through his solicitor, says. In his 
brief on appeal herein, appellee stated his position as fol¬ 
lows : I 

“The basis on which registration has been refused 
in the present case is that the stripes design is not, 
and cannot be, a trade-mark, for the reason that it is 
merely an ornamental design or dress which cannot 
be monopolized. The record, including the defend¬ 
ant’s exhibits, amply establishes that it is common 
practice to ornament boxes and packages of many 
kinds with stripes. That idea, therefore, clearly does 
not involve invention or even noveltv, and could not 
be accorded even the limited protection of a design 
patent, and yet the appellant, on no other basis than 
that it has been the first or most persistent, in using 
stripes on batteries, seeks to obtain what would amount 
to a perpetual monopoly on that design.” (p. 3) 

• • • 
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Registered J«n. 16,1951 Registration No. 536,381 

PRINCIPAL REGISTER 
Trade-Mark 


UNITED STATES PATENT OFFICE 

i Minnes ota Mining Manufacturing Company. 

St. Paul. Minn. 


Act of 1946 


Application December 6.1947. Serial No. 543,641 



STATEMENT 


Minnesota Mining * Manufacturing Company, 
a corporation duly organized under the laws of 
the State of Delaware, located In the city of 
St. Paul, county of Ramsey. State of Minne¬ 
sota. and doing business at 900 Fauquier Avenue. 
8t. Paul 6, Minnesota, has adopted and is using 
the trade-mark shown in the accompanying 
drawing, for PRESSURE -SENSITIVE ADHE¬ 
SIVE TAPE, in Class 5, Adhesives, and presents 
herewith five specimens of the trade-mark as 
actually used in connection with such goods, the 
trade-mark being applied to the goods, the con¬ 
tainers for the goods, displays associated with the 
goods, and/or tags or labels fixed to the goods, 
and-requests that the same be registered in the 
United States Patent Office on the Principal 
Register in accordance with the act of July 5. 
1946. 

The trade-mark was used at least a* early as 


November 1944. and was first used In commerce 
among the several States which may lawfully be 
regulated by Congress on that same date. 

The mark comprises a Scotch plaid. 

The accompanying drawing is lined to indicate 
the colors red. green and black. Those squares in 
the drawing lined to Indicate black are actually a 
screen printing of green over red but give the ap¬ 
pearance of black. The superimposed diagonal 
lines bisecting the green and screen printed 
squares are white in color. The superimposed 
diagonal »nM bisecting the red and screen print¬ 
ed squares are green in color. 

Applicant is the owner of Registration No. 
522.761, granted March 21.1950. 

MINNESOTA MINING t MANU¬ 
FACTURING COMPANY. 
By w. l. Mcknight. 

President. 
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“For reasons given above, it is submitted that the 
stripes design is inherently incapable of functioning 
as a trade-mark, and evidence designed to show the 
contrary could therefore be of no avail.” (p. 19) 

It is quite apparent that the actual practice of the Patent 
Office, as exemplified by the file history of the application, 
Exhibit A, is inconsistent with the position urged by ap¬ 
pellee Commissioner of Patents in this case, but is fully 
consistent with the position that appellant has presented 
on this appeal. It is respectfully submitted that the argu¬ 
ment of the appellee should be reappraised in the light of 
this showing of the actual practice of the Patent Office, and 
reconsideration given by the Court to its decision on this 
appeal. 

It should be noted that the Patent Office practice, as 
exemplified by Exhibit A, is consistent with its handling 
of other similar cases, showing an established practice, 
excepting the application of appellant. 

Registration No. 536,381 (certificate reproduced on op¬ 
posite page) was granted on January 16, 1951, under the 
Act of 1946, for a trade-mark represented as a rectangu¬ 
lar area of a Scotch plaid design. The registration cer¬ 
tificate specifies that “The mark comprises a Scotch plaid”. 
A certified copy of the Patent Office file wrapper, contents 
and drawing relating to this registration is attached 
hereto and marked “Exhibit B”. This same document was 
before Judge Youngdahl at the trial of the instant pro¬ 
ceeding (App. 29, 30) and was submitted to the District 
Court with plaintiff’s trial brief. 







Registered Aug. is, 1950 Registration No. 529,222 

PRINCIPAL REGISTER 
Trade-Mark 


UNITED STATES PATENT OFFICE 

Industrial Tape Corporation, North Brunswick 
Township, N. J. 


Act of 1946 


Application April 8, 1919, Serial No. 576,810 



(Statement) 

Industrial Tape Corporation, a corporation of 
New Jersey, having a place of business at U. S. 
Highway *1. North Brunswick Township. New 
Jersey, has adopted and Is using the trade-mark 
shown in the accompanying drawing, for PRES¬ 
SURE-SENSITIVE ADHESIVE TAPE, in Class 5. 
Adhesives, and presents herewith five specimens 
showing the trade-mark as actually used in con¬ 
nection with such goods, the trade-mark being 
applied to the goods, the containers for the goods, 
displays associated with goods and/or tags or 
labels affixed to the goods and requests that the 
same be registered in the United States Patent 
Office on the Principal Register in accordance 
with the act of July 5. 1946. 

The trade-mark was first used on August 1. 
1948. and first used in commerce among the sev¬ 
eral States and between foreign nations and the 
United States which may lawfully be regulated 
by Congress on August l. 1948. 

The drawing is lined for the color red. The 
lines of the trade-mark are known as a “candy 
stripe." 


(Declaration) 

Thomas O. Boucher, being duly sworn, deposes 
and says that he is the assistant secretary of In¬ 
dustrial Tape Corporation, the applicant named 
in the foregoing statement, that he believes that 
said corporation is the owner of the trade-mark 
which is in use in commerce among the several 
States and between foreign nations and the 
United States and that no other person, firm, 
corporation or association, to the best of his 
knowledge and belief, has the right to use such 
trade-mark in commerce which may lawfully be 
regulated by Congress either in the Identical form 
thereof or in such near resemblance thereto as 
might be calculated to deceive, that the drawing 
and description truly represent the trade-mark 
sought to be registered, that the specimens show 
the trade-mark as actually used in connection 
with the goods, and that the facts set forth in the 
statement are true. 

INDUSTRIAL TAPE CORPORATION, 
By THOMAS O. BOUCHER. 

Assistant Secretary. 
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One further example in support of appellant’s position 
that the actual practice of appellee is dissonant with his 
position on this appeal is registration No. 529,222, dated 
August 15, 1950, the certificate of registration being re¬ 
produced opposite this page. A certified copy of the 
Patent Office file of this registration is attached hereto 
and marked “Exhibit C”. This trade-mark, accepted for 
registration on the Principal Register under the Act of 
1946, comprises a design presented as a rectangular area 
of stripes. 

2 . 

Appellant’s mark is referred to in the decision of the 
majority of the Court as a design “of indefinite size and 
extent”. Indefiniteness in size and extent is not a bar to 
registration of a trade-mark. As pointed out by the Com¬ 
missioner of Patents in Ex parte The Gamewell Fire Alarm 
Telegraph Pole , 185 O.G. 827; 1912 Com. Dec. 594: 

“The mere size of a mark does not make it non- 
registrable; nor does the fact that it is applied to 
the goods by being made integral therewith in the 
process of manufacture”. 

The best trade-mark in the world may be of indefinite 
size and extent in the sense, for example, that it may be 
sometimes of a size and extent to be reproduced on a 
small package and sometimes of a size and extent to take 
up the entire side of a large carton or even an outdoor 
billboard. 

The newly discovered evidence consisting of the allowed 
application of Chicopee Mills covering candy stripes of 
indefinite size and extent for bed sheets and the like, re¬ 
ferred to in ground 1 of this petition, cumulative with the 
registrations of the Scotch plaid design to the Minnesota 









Mining & Manufacturing Company for adhesive tape and 
another area of stripes of Industrial Tape Corporation 
for adhesive tape, indicates that the majority of this 
Court has fallen into an error of law in holding that ap¬ 
pellant’s trade-mark of a design consisting of alternate 
black and white stripes is not registrable because of being 
of indefinite size and extent. The size of the stripes and 
the extent of the area appropriately varies with the size 
of the battery carrying the trade-mark, but that would 
also be true of the picture of a Quaker, for example, on a 
box of Quaker Oats, i.e., the size of the picture w^ould vary 
in size and extent with the size of the box or carton upon 
which the trade-mark is imposed. 

The established law and the actual practice of the Patent 
Office, as shown by the newly discovered evidence intro¬ 
duced herewith, supports appellant’s belief that the ma¬ 
jority of the Court erred as to the applicable law\ 

It is believed that the grounds stated above are material 
to the present issues and that a recognition thereof will 
lead to a different result from the decision of the ma¬ 
jority heretofore announced. 

Respectfully submitted, 

Burgess Battery Company, 

By Clarence M. Fisher, 

Howard H. Darbo, 

Attorneys for Appellant. 
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We hereby certify that we have read the foregoing pe¬ 
tition and that in our opinion it is well founded in fact 
and law and presents grounds whereon rehearing ought to 
be granted, and we further certify that it is not intended 
for purposes of delay, and that all matters of fact therein 
represented and not appearing of record are true. 

Clarence M. Fisher, 

Howard H. Darbo, 

Attorneys for Appellant. 

Washington, D. C., 

March 30, 1953. 



